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Summary of Facts and Subm ssi ons

2262.D

The appel | ant (opponent) | odged an appeal, received on
13 January 1999, agai nst the decision of the opposition
di vi sion, dispatched on 26 Novenber 1998, rejecting the
opposi ti on agai nst European patent No. 0 354 793. The
fee for appeal was paid on 13 January 1999. The
statenent setting out the grounds of appeal was
received on 25 March 1999.

Opposition had been filed against the patent as a whole
and was based on Article 100(a) EPC, on the sole ground
that the subject-matter of the patent was not
patentable within the terns of Articles 52(1) and 56
EPC.

I n the decision under appeal, the opposition division
hel d that the ground for opposition did not prejudice

t he mai ntenance of the patent as granted, having regard
inter alia to the follow ng docunent:

D3: EP-A-0 218 176

In response to a conmmuni cati on of the Board summoni ng
the parties to oral proceedings, the respondent (patent
proprietor), by letter dated 11 June 2003, withdrew its
request for oral proceedings, announced that it would
not attend the oral proceedings and requested a
decision on the basis of the witten subm ssions

al ready made.

Oral proceedings were held on 24 July 2003 in the
absence of the respondent.
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The appel | ant requested that the decision under appeal
be set aside and the patent be revoked.

The respondent requested in witing, by letter dated
5 August 1999, that the appeal be dism ssed.

Claim1l as granted reads as follows [item sation (a) to
(g) added]:

"1l. A nethod for storing, rewiting and executing a
programin an | C card having an input/output port (2)
for inputting a programto be down-|oaded and
outputting its processing result, a main storage area
(5) for storing data and prograns, and a processor (3)
for sending the programinput fromthe input/output
port to said main storage area of the 1C card, and a
term nal for comrunicating commands to said IC card

t hrough said processor, the steps of the nethod
conpri si ng:

(a) storing the programconprised of a plurality of
program parts in a plurality of correspondi ng sub-
areas of a first portion (7) of said main storage
area of the IC card,

(b) storing a plurality of managenment information to
identify each of the program parts stored in said
sub- areas, each of said plurality of managenent
i nformation including a sub-area nunber for one of
said program parts and a base address in a second
portion (6) of said main storage area (5) of the
| C card

(c) sending a sub-area nunber corresponding to a
program part to be rewitten fromthe termnal to
the 1 C card
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(d) selecting a sub-area to be rewitten by referring
to the managenent informati on based on said sub-
area nunber

(e) sending the programpart to be rewitten,

(f) rewiting the contents of the selected sub-area
with the sent program part, and

(g) executing sequentially said plurality of program
parts in an order based on said managenent

i nformati on."

Clains 2 to 5 are dependent on claim 1. |ndependent
claim6 relates to a systemfor storing, rewiting and

executing a programin an | C card.

The appel | ant argued essentially as foll ows:

In the decision under appeal the opposition division
correctly held that the nmethod known from D3 di scl osed
steps (a) and (b) of claim1l of the contested patent,
and strongly suggested steps (c) to (f). However, the
opposition division erred in its conclusion about step
(g) because it construed its wording too narrowy. The
expression "based on sai d managenent information” did
not necessarily inply that the order of execution of
the program parts was determ ned by the managenent
information. It could nmerely nean that the managenent

i nformati on was used during the sequential execution of
the program parts w thout actually contributing to the
order of execution. The latter interpretation was
corroborated by the enbodi nent described in colum 6,
l[ines 15 to 17 of the patent specification. Since the
nmet hod according to D3 used nmanagenent information
during the execution of the function prograns for
determning their start addresses, it anticipated
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step (g). Hence, in the light of the teaching of D3,
the subject-matter of claiml1l was not inventive.

I X. The respondent's argunents can be sunmarised as foll ows:

Steps (a), (b) and (g) of claim1l should be read
together. According to step (a) the programstored in
the 1C card was divided into a plurality of program
parts. However, this did not inpair the ability of the
| C card to execute the program as a whol e because, as
specified in steps (b) and (g), the IC card could
sequentially execute the plurality of program parts
constituting that programin an order determ ned by
managenent information stored in the I1C card itself.
The cl ai med nethod provided a real and significant
advance in that it allowed the programparts to be
individually rewitten without having to rewite the
entire program while retaining the ability for the
card to execute the whol e program as one sequence.

No prior art document provided this teaching. Docunent
D3 di scl osed a nmethod for storing several function
progranms in the nenory of an I C card. A managenent
table stored in the IC card related each function
programto its function code and its start address.
However, in contrast to the clainmed nethod, the
information table did not contain any information as to
t he order of execution of those function prograns. This
order was determ ned solely by an external term na
supplying the 1C cards with the function codes of the
function prograns to be executed. Another difference
resided in the fact that the function prograns

i ndependent|ly performed various functions and that
there was no nention of thembeing the result of the

2262.D
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division of a programinto a plurality of program parts
to be executed sequentially. Each function program
shoul d thus be regarded as a "program within the
meani ng of granted claim11, not as a "programpart".

Even if the function prograns of docunent D3 were to be
regarded as "program parts” within the neani ng of
granted claim1, there would still be no disclosure and
no teaching of a sequential execution of these program
parts based on managenent information stored in the IC
card.

Reasons for the Decision

1

2262.D

21

The appeal is adm ssible.

Interpretation of claiml

Step (g) of the claimed nethod reads: "executing
sequentially said plurality of programparts in an
order based on said managenent information."” The
appel  ant di sputed that the expression "based on said
managenent information” had to be construed as neani ng
that the order of sequential execution was determ ned
by the managenment information. This expression could
sinply mean that the nmanagenent information was used
during the sequential execution of the program parts,
but only for determining their |ocations and not for
establishing the order of execution.
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The wording of step (g), taken in isolation, appears to
inply that the order of execution of the programparts
is defined by the managenent information and that the
expression "based on" should be construed as neani ng
"determ ned by".

When considering step (g) in the context of the whole
claim however, it is doubtful whether the order of
execution is actually provided by the managenent
information. In fact, according to step (b), the
managenent information serves the purpose of
identifying each program part and includes a sub-area
nunber and a base address for each program part. Thus,
on the basis of the definition given in step (b), the
managenent information referred to in step (g) could be
involved in the order of execution of programparts
only as far as the determ nation of their locations in
the nenory i s concerned.

A broad interpretation of the neaning of step (g) is

i ndeed corroborated by the description of the contested
patent. In fact, according to sonme enbodi nents (see
colum 6, lines 10 to 22), the order of execution of
the program parts is determ ned by the managenent
information stored in the attribute information nmenory
section. However, there is also at |east one enbodi nent
(see colum 6, lines 15 to 17) according to which the
order of execution is determned by a junp address at
the end of the programpart in the data nenory

section (8) corresponding to the "first portion (7) of
said main storage area of the I1C card"” in step (a) of
claim11, and not by the managenent information stored
"in a second portion (6) of said nmain storage area (5)
of the I1C card" as defined in step (b) of claim1l. It
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t herefore appears fromthe patent specification, as
further stated in colum 6, lines 20 to 22 of the
description, that "the sequence of executing the
program parts may be stored in the attribute

i nformati on nmenory section 6" (bold added), but could
in fact be stored el sewhere.

Hence, fromthe wording of claiml1, and in the |ight of
t he description and drawi ngs, the Board cones to the
concl usion that the expression "based on said
managenent information” in claim1l does not necessarily
inply that the managenent information determ nes the
order of execution. The only renai ni ng possi bl e neaning
of this expression is therefore that the managenent
information is used during the sequential execution of
the program parts, eg for determning the |ocations of
the program parts but not necessarily their order of

executi on.

| nventive step

It is undisputed that docunent D3 represents the
cl osest state of the art for the subject-matter of

claiml1.

Docunment D3 di scloses a nmethod for storing, rewiting
and executing functions progranms in an |IC card. An
external termnal instructs the IC card to add or
execute a function program by sending a correspondi ng
command containing the function code of the function
programto be added or executed. Upon execution of the
function program the IC card returns a response
nmessage to the termnal. In addition to the function
progranms, the I1C card also stores a table (see
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Figures 13, 14a and 14B) contai ni ng managenent
information relating each function programto its
function code and its start address.

As to whether the function prograns of D3 can be
equated with the "program parts” of claim1, the Board
notes that this document provides several exanples of
functions performed by different function prograns:
readi ng/witing/erasing data, setting/collating PIN
encrypting/ decrypting comuni cation data (see

Figure 10), arithmetic operations and data i nput/output
(see colum 3, lines 44 to 51). Fromthese exanples, it
is clear that the function prograns are essentially
sub-routines to be used inside a |arger program
Moreover, it can be derived fromstep 63 in Figure 15

t hat parallel execution of several function prograns is
not possible, so that they nust be executed
sequentially. On the other hand, the contested patent
al so specifies that the application program instead of
being divided in equal parts, could be "divided by sub-
routi nes as function units" (see colum 7, lines 31

to 36). Hence, the Board considers that the function
prograns of D3 are neant to be used as program parts of
a larger program and that there is no substanti al

di fference between such "function prograns” and the
"program parts” recited in claiml.

As to step (g) of claiml, the managenent information
shown in Figure 14A of docunent D3 is used during the
sequenti al execution of the function prograns for

determ ning the location of each function program Thus,
under the interpretation explained supra, step (g) is

al so di scl osed by docunment D3.
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The met hod according to claim1l of the patent in suit
thus differs fromthat of D3 only by the presence of
steps (c) to (f) which define how a program part can be
rewitten without affecting the other parts.

Starting fromthe nethod known from D3, the problem
sol ved by the contested patent could be defined as
reduci ng the overhead associated with rewiting a | ong
program stored in the nmenory of the IC card.

The updating of function prograns in docunent D3 is
only briefly nmentioned in colum 8, lines 36 to 42.
However, since each function programis individually
addressable, it is obvious that there is no need to
rewite all function prograns only because sone require
updating. To the person skilled in the art, the
sinplest, nost direct way of rewiting a function
program according to D3 woul d consist in sending the
function code of the function programto be updated to
the 1 C card, selecting the function program
corresponding to the function code based on the
managenent information, sending the new function
programto the I1C card and rewiting the new function
programover its old version. Such steps correspond
effectively to steps (c) to (f) of the clained nethod.

Hence, the Board finds that it would be obvious to a
person skilled in the art, starting fromthe teaching
of D3, to arrive at a nethod falling within the terns

of claiml1l.

Since the subject-matter of claim1l does not involve an
inventive step within the nmeaning of Article 56 EPC,
the contested patent has to be revoked.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
R Schumacher G Davies
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