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Summary of Facts and Subm ssi ons

1171.D

An appeal was | odged by the opponent against the

deci sion of the opposition division which rejected the
opposi tion agai nst the European patent 0 480 519 having
the title "Solid lactulose". Claim1l as granted read as
fol | ows:

"1l. Method for the preparation of water-free
crystalline |lactul ose by reduction of the water content
by evaporation of an aqueous | actul ose sol ution or

| act ul ose suspension, optionally in the presence of
seed crystals, characterized in that the reduction by
evaporation is carried out sinultaneously with
continuous mxing and is continued until the total of
the material is converted into a powder.".

Claims 2 and 3 were dependent on claim 1 and defi ned
specific conditions of the reduction by evaporation.

The patent was opposed on the grounds of |ack of
novelty and inventive step (Article 100(a) EPC)
Docunent EP O 318 630 (Dl) was cited as anticipating
the clained nmethod (Article 54 EPC), whereas the
conmbi nati on of docunment D1 with docunent Kirk-Q hmer
"Encycl opedi a of Chem cal Technol ogy"”, 3rd edition,
1979, Vol. 7, pages 268 to 269 (D2), was considered by
t he opponent to prejudice the inventive step
(Article 56 EPC). In the context of inventive step,
reference was made by the opponent to the technical
contribution of the patent in suit and to several

di sadvant ages of the method of claim1l which, inits
view, resulted in a yell ow product not suitable for
phar maceuti cal use.
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In a reply to the notice of opposition, the patentee
argued on the novelty and the inventive step of the
patent in suit. No comments were nade on the all eged
t echni cal di sadvantages referred to by the opponent
because, in its view, there was no requirenent in the
EPC for the presence of any technical advantage. The
| ack of technical progress or advantages was not a
val i d ground of opposition.

In the sumons to the oral proceedings, the opposition
di vi sion gave a prelimnary, non-binding opinion on
novelty and inventive step. In respect of the alleged
unsuitability of the product, the opposition division
explicitly indicated that the quality of the starting
mat eri al could possibly be the origin of |ack of
reproducibility of the desired results and that the
burden of proof was on the opponent. A specific
protocol with all relevant experinental paraneters
shoul d be provided sufficiently early to the opposition
di vision and the proprietor. The opposition division
set the final date of 3 nonths before the date set for
oral proceedings for making witten subm ssions
according to Rule 71a EPC and for filing appropriate
conparati ve experinents.

In preparation for the oral proceedings, the opponent
referred to unsuccessful efforts to obtain the drying
equi pnent nentioned in the patent in suit or simlar
equi prents and concl uded therefromthat the drying

equi pnent nentioned in the patent in suit no | onger

exi sted. Relying essentially on the evidence cited in
the notice of opposition, the yellow col our of the
product obtained was said to be due to the presence of
a substantial anmount of unknown degradati on substances.
The opponent also filed a report of a technical expert
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(Prof. Dr van Rosmal en) conparing the properties of
di fferent products, one of them all egedly having been
produced by the nethod of the contested patent.

By letter dated 24 Septenber 1998 the patentee,
replying both to the prelimnary opinion of the
opposition division and to the comments of the
opponent, filed several docunents as evidence for the
exi stence of the drying equipnent indicated in the
contested patent at the filing date of the patent in
suit (faxes of 19 March 1990 and 9 April 1990
respectively between P. Lais (Riniker AG and H Pluim
(Duphar) dealing with and confirm ng the use of the
dryi ng equi pnment MZA 100 for crystallisation
experinments) and supplied informati on concerning a
suitable alternative drying equi pnment conparable to the
Ri ni ker MZA 100 nentioned in the patent in suit (fax of
A att-1nox of 8 Septenber 1998 and docunentation datt -
| NOX dryers). The patentee referred to Article 114 EPC,
to the decision G 10/91 of the Enlarged Board of Appeal
(Q3 EPO 1993, 420), and objected to the introduction of
t he ground of opposition under Articles 100(b), 83 EPC.

At the oral proceedings held before the opposition

di vision on 10 Novenber 1998, the opponent filed
conparative experinments performed with a "mn

| aboratory pilot plant"” set up by the opponent,
conprising a drying equi pnent different from but

al l egedly conparable to the one used in the patent in
suit. The opponent indicated that this had been done
due to the inpossibility to verify the patent in suit
wi th the machine indicated by the patentee. According
to the mnutes of the oral proceedings, the opposition
di vision indicated at the begi nning of the proceedi ngs
that any argunments presented by the opponent relating



VI,

1171.D

- 4 - T 0165/ 99

to an alleged | ack of sufficient disclosure and/or
reproducibility were not admtted in the proceedi ngs,
failing the patentee's agreenent, as the ground of
opposition was not filed within the nine-nonth tine
[imt prescribed for opposition. In the reasons for its
deci sion the opposition division repeated this and,
nor eover, considered that the conparative experinents
did not prima facie prejudice the patent in suit and
di sregarded them Novelty and inventive step were
acknow edged and the opposition was rejected pursuant
to Article 102(2) EPC

In the statenment of grounds of appeal the appell ant
(opponent) referred both to |l ack of inventive step and
of reproducibility and filed two additional conparative
experinments, which were carried out using the
alternative drying equi pnent indicated by the patentee
(cf Section VI), as further technical evidence for
supporting the objection of |ack of reproducibility
(attachnment X1).

In a reply to the statenment of grounds of appeal and
concerning the objection of |ack of reproducibility,

t he respondent (patentee) filed experinental evidence
corresponding to the exanple of the contested patent
and three further experinmental tests (appendix 5 of
respondent’'s letter of 13 July 1999: "Report on
experinments on the crystallisation of lactulose with
the aid of Riniker MZA 100, prepared by K D
Gessel | schaft fur Abwassertechnik with attached opinion
of the firm R ni ker AG of Rupperswill, Swtzerland"
dated 1 March 1990). Additional docunents were filed
for denonstrating that docunent D1 was not enabling
(appendi x 1: "Decision of the Opposition Division of
the EPO to revoke EP 0318630", appendix 2: "Jeffrey et
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al ., Carbohydrate Research 1992, Vol. 226, pages 29 to
42" ; appendix 3: "Decision T 644/96 of 15 May 1999" and
Appendi x 4: "EP 0375046").

The appellant replied to the respondent’'s subm ssions
argui ng agai nst inventive step of the contested patent
and comrenting on the respondent's technical evidence.
Ref erence was al so made to the conparative experinents
filed with the statenent of grounds of appeal.

The board issued an official comunication pursuant to
Article 11 of the rules of the procedure of the boards
of appeal with a provisional, prelimnary opinion on
the issues to be discussed, in particular on the issue
under Articles 100(b), 83 EPC.

In reply to the board' s conmuni cation, the appell ant
further pleaded for the consideration of this ground of
opposition by the board. Anong ot her argunents, the
appel lant referred to the fact that disregarding

evi dence under Articles 100(b), 83 EPC as a new ground
of opposition because the patentee did not consent to
its introduction into the proceedi ngs was a prerogative
of appeal proceedi ngs not of opposition proceedings
and, thus, the opposition division had commtted a
substantial procedural violation. Mreover, the

appel lant submtted that the discretion left to the
opposition division by Article 114 EPC shoul d have been
applied in a nore bal anced nmanner.

Wth reference to the decisions of the Enlarged Board
of Appeal G 10/91 (supra) and G 1/95 (QJ EPO 1996
615), the respondent in its letter of reply dated

29 January 2003 objected to the introduction of the
said ground of opposition.
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XIV. Oral proceedi ngs before the board of appeal were held
on 3 March 2003. Wth respect to the ground of
opposi tion under Articles 100(b), 83 EPC, the board
deci ded, after hearing the pleadings of the parties, to
consider it.

XV. The appel | ant (opponent) requested that the decision
under appeal be set aside and that European patent
No. O 480 519 be revoked.

As a main request the respondent (patentee) requested
that the appeal be dismi ssed. As auxiliary request,
shoul d the board conme to the conclusion that the patent
in suit lacked sufficient disclosure, the respondent
requested that the decision under appeal be set aside
and the case be remtted to the opposition division for
further prosecution.

Reasons for the Deci sion

Adm ssibility of considering the ground of opposition of
Articles 100(b), 83 EPC at the appeal stage.

1. The appel lant's opposition was - at |east expressly -
originally only based on |ack of novelty and inventive
step. Further argunents presented by the appellant in
t he course of proceedings and an experinmental protocol
filed at the oral proceedings were disregarded by the
opposition division on the ground that an all eged | ack
of sufficient disclosure and/or reproducibility of the
subj ect matter of the patent could not be admtted, at
this stage of proceedings, without the patentee's
agreenent, which had not been given.

1171.D Y A
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2. According to opinion G 10/91, QJ 1993, 408 and 420,
Headnote I11., fresh grounds for opposition nay be
consi dered in appeal proceedings only wth the approval
of the patentee. As it can be derived fromthe Enl arged
Board of Appeal's argunentation in point 18. of the
reasons, the term"fresh ground of opposition" neans a
ground which is relied upon for the first time in
appeal proceedings (T 986/93, QJ 1993, 215, point 2.3
of the reasons), which is not the case here.

3. Were a belatedly submtted ground of opposition had
been di sregarded by the opposition division pursuant to
Article 114(2) EPC, the board of appeal is at |east not
barred from considering such ground if it is of the
opi nion that the opposition division exercised its
di scretion wongly in this respect, T 986/93 (supra),
Headnot e. The procedural decision of an opposition
division to disregard subm ssions fornms an essenti al
el ement of its decision-making process and as such
bel ongs to the issues subject to review when the final
deci sion of the opposition division is chall enged on
its merits, T 986/93, point 2.4 of the reasons.

4. In the present case the opposition division exercised
its discretion wongly:

(1) In point 10. of its comruni cati on acconpanyi ng
t he sunmons to oral proceedings the opposition
di vi si on made remarks about a possible origin of
the | ack of reproducibility of the desired
results alleged by the appellant and poi nted out
that the burden of proof lay with the appellant.
The communi cation then went on to say that a
specific protocol indicating all relevant
experinmental paraneters should be provided to the

1171.D Y A
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opposition division and the proprietor 3 nonths
prior to the oral proceedings.

(iit) In response to the appellant's subm ssion that
its enquiries about the machine nentioned in the
only exanple of the patent in suit had reveal ed
that the said machi ne no | onger existed and that
it was inpossible to verify the results obtained
by the patentee with | aboratory equi pnents, the
respondent indicated, by |letter dated
24 Septenber 1998, a firmwhere a machi ne was
avai l abl e which was in its view conparable to the
machi ne nentioned in the patent in suit.

(iii) According to point 3 of the mnutes of the oral
proceedi ngs held before the opposition division
on 10 Novenber 1998, the Chairman opened the
di scussion on the case by indicating that any
argunents presented by the opponent relating to
an alleged | ack of sufficient disclosure and/or
reproducibility of the subject matter of the
pat ent, although potentially significant by
t hensel ves, could not be admitted at this stage
of proceedi ngs without the patentee's agreenent
and woul d therefore be dism ssed, since the
ground for opposition was not filed within the
nine-nonth time limt prescribed for opposition.
The further documents produced by the opponent
relevant to this point, ie also the experinental
protocol filed during the oral proceedings (D5),
wer e excluded from considerati on.

5. As it is apparent therefrom at the oral proceedi ngs

t he opposition division did not even |let the appellant
speak on the issue of whether or not the ground of

1171.D Y A
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opposition of Articles 100(b), 83 EPC and the
experinments submitted in the oral proceedi ngs were
still to be considered. Al this, although the
opposition division had itself invited the appellant to
provi de such data, and, furthernore, in spite of the
fact that the appellant could hardly have produced the
experinmental results much earlier than it actually did
after having unsuccessfully tried to use the machine

i ndi cated by the respondent. It is true that point 10.
of the opposition division's comunication does not
expressly nention Articles 100(b), 83 EPC or the ground
of insufficiency. However, neverthel ess, the appell ant
had good reasons to believe that asking for the said
data was consi dered by the opposition division to be
rel evant under an issue different fromnovelty and
inventive step because the latter issues had al ready
been dealt with in points 8 and 9 of the opposition

di vi sion's conmuni cati on.

By opening the discussion in the oral proceedings with
the above cited statenent that any argunents relating
to an alleged | ack of sufficient disclosure and/or
reproduci bility including the docunentation D5 could
not be admtted at this stage of proceedi ngs w thout
the patentee's agreenent, and by not even letting the
appel | ant speak on the issue, the opposition division
has not only violated the appellant's right to be
heard, but nmade also a legally incorrect statenent.
According to G 10/91 (supra), consent of the patentee
is not as such a requirenment for considering a new
ground of opposition before the opposition division.
The opposition division's incorrect approach is
repeated under point 5.2 of the reasons for the
appeal ed deci sion, where the opposition division sets
out that the issue of whether or not the patent
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provi ded sufficient information for carrying out the
invention did not constitute a ground for opposition
within the nine-month tine limt and should therefore
not be allowed to be introduced. Although at another
place in the reasons for the decision, in point 2, in
an uncl ear context, the opposition division points out
that the "lately filed docunents” (these including D5)
did not appear "prima facie" to prejudice the patent in
suit, this aspect is not addressed at all or referred
to under the said point 5.2 of the reasons dealing with
the | ate ground of opposition.

It is to be concluded therefromthat the decision of

t he opposition division not to consider the ground of

i nsufficient disclosure and the experinental evidence
filed therefor in the oral proceedings and to not even
| et the appellant speak on the issue was essentially
based on its erroneous view that considering such
ground was subject to the consent of the patentee.
Because the opposition division exercised its

di scretion wongly when excluding the appellant's

subm ssions from consideration fromthe outset, after
having itself expressly asked for further evidence, the
present board is not barred from considering the issue
of insufficiency of disclosure.

Article 83 EPC

1171.D

According to Articles 100(b), 83 EPC, the clained

i nvention nust be disclosed in the European patent and
in the European patent application in a manner
sufficiently clear and conplete that it can be put into
practice by the person skilled in the art w thout undue
burden taking into consideration also commopn gener al
knowl edge. These requirenents refer to the European
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pat ent and the European patent application taken as a
whol e, ie taken the conplete technical information or
content disclosed therein.

Techni cal information or content of the patent in suit

10.

1171.D

The nethod of claim1 as granted conprises the
followi ng technical features: (i) reduction of the

wat er content by evaporation, (ii) which is carried out
simul taneously with (iii) continuous mxing and (iv) is
continued until the total of the material (aqueous

| actul ose sol ution or suspension) is converted into a
powder. The resulting product is water-free crystalline
| actul ose (colum 2, lines 46 to 47). The cl ai ned

met hod is worded in general terns wthout any specific
[imtation (starting material, conditions of m xing and
evaporation). Mreover, by the presence of an optional
feature, the claimenbraces two possible enbodi nents, a
first one covering a nethod carried out in the presence
of seed crystals and a second enbodi nent covering a

nmet hod wi t hout seed crystals.

The description provides nore detail ed technical
information. In particular, it states that the
evaporation should preferably take place under reduced
pressure (less than 100-200 nbar) (colum 2, lines 16
to 19), the tenperature should be naintai ned bel ow t he
deconposition tenperature of the |lactul ose (preferably
not exceed 70-80°C) (colum 2, lines 34 to 37) and the
| actul ose content based on total dry substance shoul d
preferably be at |east 80-95% (colum 2, lines 24 to
26). It is indicated that, due to the dramatic increase
of the viscosity at the onset of the crystallization
process, "a very powerful mxing equipnent is required”
(colum 2, lines 38 to 41). The reduction by
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evaporation and sinultaneous mxing is continued until
the total of the material is converted into powder,
preferably until the water content is |less than 1% by
wei ght (colum 2, lines 42 to 45). Specific conditions
for the enbodinment with seed crystals are al so

di scl osed (colum 2, lines 22 to 34). The resulting
crystalline |lactul ose powder is said to consi st
conpletely of water-free non-hygroscopic |actul ose

sui tabl e for pharmaceutical purposes (colum 2, lines 9
to 10 and 46 to 50).

The teaching of the description is exenplified by a
singl e exanple, wherein the starting material (50 kg

| actul ose syrup, 65.3%by weight) is initially
concentrated (100 min) in a drying equi pmrent MZA 100
(Rini ker) at reduced pressure (< 0.2 bar) and | ow
tenperature (< 60°C) until a concentration of about 85%
by wei ght. The concentrated solution is seeded (2.4 kg
of crystalline lactulose) and further concentrated by
evaporation (65-70°C, 40 min). The final product is
described as a white powder with 0.8% wat er content
(colum 2, line 56 to colum 3, line 7).

The experinental evidence provided by the appell ant

12.

13.

1171.D

The appel |l ant has provi ded experinental evidence to
show that the clainmed invention could not be reproduced
wi t hout undue burden.

The experinental evidence provided by the appell ant
during the oral proceedi ngs before the opposition
division relied on three trials performed with starting
materi al s and under operating conditions of the drying
equi prent falling under those nentioned in the patent
in suit, nanely (i) the tenperature of the circulating
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fluid thernostatic bath was about 65°C, (ii) the vacuum
was | ower than 50 nmbar and (iii) the reduction by
evaporation took place with sinultaneous m xi ng
(choppers wel ded on the stirrer's paddels). Wth
operating tines (80 to 120 min) simlar to those of the
contested patent, none of the three trials could be,
however, conpleted due to technical problens related to
t he powerful mxing required. The final products were
identified as viscous and sticky masses different from
t he expected crystalline powder of the patent in suit.

Furt her experinental evidence was provided in the
statenent of the grounds of appeal (attachnment X1),
wherein the drying equi pnent used (d att-1nox |IUT 100)
was the one identified by the respondent as having
essentially the same technical characteristics as the
one used in the contested patent (MZA 100, Riniker) (cf
Section VI). The starting material (70.6 kg |actul ose
98.1% and 74.3 kg |l actul ose 87.6% and the operating
conditions (tenmperature < 77-78°C and pressure

< 30 nbar) were, in both trials of this evidence,
falling under those disclosed in the contested patent
and the behavi our of the nobst inportant paraneters
(tinme, tenperature, pressure, water evaporated) was
described in detail for the conplete process. Wereas
no seed crystals were used in the first trial, seed
crystals were added in the second trial. Both trials
referred to a powerful mxing (10 rpmstirrer and

500 rpm chopper) and they were ended after observing no
nore changes in the norphol ogy of the product (first
trial) or after considering the sl owness of water
evaporation (second trial) with final times (215 and
195 min) longer than the one shown in the contested
patent. A small anmount (0.5% of crystalline |actul ose
powder was obtained in the first trial, whereas,
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however, the greater part of the material was a spongy
sticky mass (first trial) or only aggregates, spherules
and bl ocks (second trial). Contrary to the patent in
suit, the crystalline powder was hygroscopi ¢ and none
of the sanpl es anal ysed had a content of water | ower
than 1%

Consi dering this experinental evidence, there is no
apparent reason for the failure to obtain water-free
crystalline |lactul ose. As possible reasons for this
failure, the respondent has identified several
technical problens, in particular in relation to (i)
the suitability of the drying equi pment and m xi ng
conditions used, (ii) the anpbunt and quality of the
starting material, (iii) the tenperature of the sanple
and (iv) the general optim sation of operating
parameters, in particular, (v) the presence of seed
crystals. However, none of these reasons casts serious
doubts on the validity and the concl usi veness of the
experinmental evidence provided by the appellant as the
operating conditions were within the framework of those
provi ded by the description of the patent

speci fication.

In order to fulfil the requirenments of Article 83 EPC,
all the essential features required for carrying out
the invention and achieving the desired effect nust be
clearly identified as such in the patent as a whol e.
For the purpose of reproducibility, it is not possible
to rely on the presence of further essential features
whi ch have not been clearly identified as such in the
patent as a whol e.

(1) Apart fromthe reference to "a very powerfu
m xi ng equi pnent” (colum 2, lines 38 to 41) and
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to the drying equi pnent MZA 100 (colum 2,

lines 57 to 58) which no |longer exists, there is
no further information in the patent in suit
concerning the specific technical characteristics
required for the drying equi pnent or the
operating conditions (cf items 9 to 11 supra).
Thus, there is no reason to doubt that the drying
equi pnent used by the appellant in the above
referred experinental evidence could indeed
provide a "very powerful m xing" as required
(certainly not for the drying equipnment datt-

| nox 1UT 100; cf Section VI). Moreover, the
operating conditions enployed in this evidence
were essentially in line wth those used in the
experinments nmade by the respondent before the
filing date of its patent application (cf itens
17 and 17.i infra).

There is only one reference in the patent in suit
to the anbunt of starting material used (50 kg).
However, a specific anmount is neither clained nor
it isidentified as being an essential feature of
the clained process and the patent in suit is
conpletely silent regarding any effects of
changing or altering the anmount of starting

mat eri al .

The quality of the starting material used in the
appel l ant's experinmental evidence (77.6%to
85.5% 98.1% and 87.6% was within the range
indicated in the patent in suit (80-95%

colum 2, lines 19 to 21) and exenplified therein
too (initial solution of 65.3%which is
concentrated to 85% before seeding).
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As required by the patent in suit (colum 2,
lines 34 to 37), the tenperature of the product
never exceeded the deconposition tenperature of
the lactulose (70 to 80°C). Wereas in one case,

t he product tenperature (tenperature of the syrup
inside the dryer) was close to the highest given
value (77 to 78°C), in the other case it was
certainly lower (65°C, the tenperature of the
"circulating fluid thernostatic bath").

Articles 100(b), 83 EPC do not require to

di scl ose the "best node" of carrying out the

i nvention. Inprovenents or an optimsation of the
exenplified subject-matter are considered to be
within the normal ability of the person skilled
in the art. However, the reproducibility required
by Article 83 EPC nust not place an undue burden
on the skilled person and thus, it cannot be nade
conpl etely dependent on the sel ection and/or
optim sation of different paraneters or val ues
for which no guidance is given in the patent in
suit. To transforma conplete failure as in the
present case (no lactulose crystals with the

cl ai med property of being non-hygroscopic, see
item 14 supra) into a significant success

(conpl ete production of powder and significant
production of non-hygroscopic |actul ose crystals)
as required to be obtained by the clainmed nethod
woul d require nore than nere inprovenments and it
cannot be seen as a matter of routine
optimsation. In this case, it places an undue
burden on the skilled person.

In this respect, the presence of seed crystals
possi bly inproves the nethod. However, this
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presence is only disclosed (and cl ai ned) as an
optional feature and not as a mandatory one.

Mor eover, seed crystals were used in one trial of
t he experinental evidence but w thout any
apparent success. Admttedly, the crystal
concentration used did not fall within the
preferred range indicated in the patent in suit
(1 to 5% but it was still within the range

di scl osed therein (at least 1% (colum 2,

lines 32 to 34).

The count er-experinmental evidence provided by the respondent

17.

1171.D

The respondent has provided experinental evidence
(appendi x 5) conmprising four trials (cf Section |IX).
Sai d evidence, which is dated 1 March 1990, relates to
t he experinental work nade before the filing of a
patent application. The first and second trials
correspond indeed to the nethod exenplified in the
patent in suit, whereas the third and fourth trials
concern simlar nethods except for the continuous

i ntroduction of |actulose syrup (third trial) or for

t he production of hygroscopic crystalline |actul ose
(fourth trial). It is now undisputed that the drying
equi pnent Ri ni ker MZA 100 nentioned in the patent in
suit and used by the respondent for the said
experinmental work is no |onger available. It may,
however, remai n undeci ded what the | egal consequences
t hereof m ght be as regards the issue of
reproducibility in view of the concl usions reached
under itens 18 to 20 infra. In view of the trials nmade
by the respondent, the board also notes that:

(1) The operating conditions of the drying-equi prent
MZA 100 (Riniker), in particular the speeds of
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the stirrer (10 to 20 rpm and chopper (300 to
1300 rpm) as well as the value of the vacuum (20
to 600 nbar), were simlar to the ones used in

t he experinental evidence provided by the
appellant (20 rpmfor the stirrer and < 50 nbar
or 10 rpmfor the stirrer, 500 rpmfor the
chopper and < 30 nbar).

(i) Al trials refer to strong mxing with the
resul ting equi pnment overl oading and the
associ ated technical problens, which were,
however, in all cases successfully overcone by
the follow ng nodifications and changes: the
speed of both the stirrer and the chopper was
significantly increased during seedi ng, whereas
t he vacuum was progressively reduced before
seeding (in order to increase the tenperature of
the product) and it was significantly increased
after seeding.

(iii) Al trials were carried out using seed crystals
and there is no technical evidence show ng the
successful preparation of water-free crystalline
| actul ose in the absence of seed crystals.

Board's final considerations

18.

1171.D

The technical teaching disclosed in the patent in suit
is by far less conplete than the one provided in the
respondent’'s experinmental evidence (appendix 5). In
particular, the operating conditions (item 17.i supra)
as well as the nodifications required after seeding,
nore particularly the changes in speed and vacuum (item
17.i1 supra), are certainly essential for a successful
achi evenent of the expected result. In fact, these



19.

20.

21.

1171.D
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nodi fi cations and changes are the only apparent reason
for the appellant's failure. However, none of themis
clearly disclosed in the contested patent and the

skill ed person could not be expected to achi eve them
wi t hout undue burden. The respondent has obviously
decided not to include the nore detailed experinental
evi dence of appendix 5 in the description of the patent
appl i cation.

Moreover, there is no technical evidence on file (apart
fromappellant's failed trial, item 14 supra) show ng
the preparation of water-free crystalline |actul ose

wi t hout using seed crystals, which are, however, only
clainmed as being optional. In the absence of this

evi dence, there are substantial doubts that this

enbodi nent can be carried out with the technical
information of the patent in suit.

Moreover, there is also evidence on file (cf Section

| X, Appendi xes 1 to 3) show ng that aqueous | actul ose
crystals were not available earlier than 1992, ie two
years after the priority date of the patent in suit. In
t he absence of any information in the patent in suit
(or in the submtted experinmental evidence) concerning
t he source, properties and availability of these seed
crystals, there are substantial doubts that this
particul ar enmbodi ment can be reproduced w t hout undue
bur den.

Therefore, the board concludes that the requirenents of
Article 83 EPC are not fulfilled by the patent in suit.
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Remttal to the first instance

22.

23.

24.

1171.D

As an auxiliary request, should the board cone to the
conclusion that the patent in suit |acked sufficient
di scl osure, the respondent has requested that the
deci si on under appeal be set aside and the case be
remtted to the opposition division for further
prosecuti on.

According to Article 111(1), second sentence, EPC it is
within the board' s discretion either to decide the case
itself or toremt it for further prosecution to the
department who has taken the appeal ed decision. In the
|atter alternative according to Article 111(2), first
sentence, EPC the opposition division shall be bound by
the ratio decidendi of the board, insofar as the facts
are the sanme. Therefore, to remt the case to the
opposi tion division, as the respondent has requested,

if the board has cone to the conclusion that the patent
in suit lacks sufficient disclosure would nake no sense
because the opposition division could not then decide
differently. However, even if said request, in
conjunction with the respondent’'s objection agai nst
consi dering the ground of opposition of

Articles 100(b), 83 EPC in appeal proceedings, was
interpreted to nean that the board should not consider
this issue at all but instead remt the case to the
opposi tion division for consideration of this ground of
opposi tion, the board would not have found such
remttal justified, for the follow ng reasons.

As has been expl ai ned above, the ground of opposition

of Articles 100(b), 83 EPC has not been raised for the
first tinme in appeal proceedi ngs. Mreover, although in
a different context, the opposition division had indeed
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al ready dealt with the experinmental data filed by the
appellant in the oral proceedings and had forned an

opi nion on them by declaring that they did not appear
prima facie to be relevant. Therefore, the additional
experinments filed with the grounds of appeal did not
introduce entirely new facts. They were intended to
reinforce the |ine of arguments unsuccessfully
presented before the opposition division and they can
therefore be regarded as a response to the rejection of
t he appel l ant's subm ssions by the opposition division.
They do not create a fresh case. The further
experinmental data have been presented with the grounds
of appeal, ie with letter dated 26 March 1999. The
respondent had thus al nost four years tinme to consider
themand to react to them It has been acknow edged in
the jurisprudence of the boards of appeal that there is
no absolute right of a party to have every aspect of a
case examned in two instances (T 133/87 of 23 June
1988, point 2. of the reasons), even if as a
consequence the patent is revoked for the first tinme by
t he board of appeal (T 557/94 of 12 Decenber 1996,
point 1.3 of the reasons). Qther criteria, eg the
general interest that proceedings are brought to a
close within an appropriate period of time, have al so
to be taken into account by the board when deci ding
whet her or not to remt a case. The filing date of the
patent is 4 Cctober 1991. Qpposition and appeal
proceedi ngs have | asted six years. A possible
consequence of remttal, possibly ensuing further
appeal proceedings on the issue of reproducibility,
could be that a final decision on the validity of the
patent woul d be not taken before the expiry of the
patent. The board has therefore decided not to remt
the case but to decide on it itself.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
A. Wl i nski L. Galligan

1171.D

T 0165/ 99



