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Summary of Facts and Submn ssions

0856. D

Eur opean patent No. 261 112 was the subject of two
adm ssi bl e oppositions. Both opponents requested
revocation of the patent on the grounds of |ack of

i nventive step, Article 100(a) EPC, and added subj ect -
matter, Article 100(c) EPC. Opponent 2 additionally
rai sed an objection of insufficiency, Article 100(b)
EPC

The opponents cited inter alia the foll ow ng docunents
(using the opposition division's notation):

(b) NEC Res. & Develop., No. 76, Jan 1985, pages 24 to
35, Tokyo, Hiyama et al.: "Digital Radio
Concentrat or System (DRCS)".

(c) CATT Recommendation R 101, pages 95 to 109,
Geneva 1985, "Code and Speed Dependent TDM System
for Anisochronous Tel egraph and Data Transm ssi on
Using Bit Interleaving".

(d) EP-A-169 713.

In the course of the opposition the patentee w thdrew
the granted clains and filed clainms of a new nain
request and also clains of an auxiliary request. In the
course of the oral proceedings before the opposition
division this new nmain request was itself w thdrawn and
repl aced by a further nmain request including amendnents
to the dependent clains and a new first auxiliary
request. The previous auxiliary request was naintai ned
as a second auxiliary request.

The opposition division held that the main request and
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the first auxiliary request were inadm ssible pursuant
to Rule 71a(1) EPC. The opposition division went on to
find that the second auxiliary request was not

al | onabl e because the subject-matter of the independent
clainms was obvious in view of the prior art, in
particul ar the conbination of prior art docunents (b)
and (c) as well as the conbination of prior art
docunents (b) and (d). The patent was accordingly
revoked.

The patentee | odged an appeal against this decision and
paid the prescribed fee. A statenent of grounds of
appeal was filed in due tinme. The Patentee's main
request was for the patent as granted, the requests
consi dered by the opposition division in the ora
proceedi ngs al so being maintained as first to third
auxiliary requests. A conditional request was nade for
oral proceedings.

The opponents (respondents) each requested that the
appeal be dism ssed and each nade a conditional request
for oral proceedings. In essence they argued that
certain appendant clains of both requests gave rise to
added subject-matter, Articles 100(c) and 123(2) EPC,
whi | st the subject-matter of the independent clains of
both requests | acked an inventive step.

Oral proceedings were held on 6 March 2001 in the
absence of both respondents, who had indicated in
advance that they would not attend. In the course of
the oral proceedings the appellant wthdrew the second
and third auxiliary requests. Claim1l of the main
request reads as foll ows:

"A nmethod for controlling a renote conmuni cati on
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device to transmt voice or data signals preanbled by a
data signal in a tinme division nultiplex conmunication
system (100) having at |east one primary station (106)
and a plurality of renote devices (104, 108),
conprising the steps of:

(a) synchronising to a signal (306, 308) received
fromthe primary station

(b) enabling a vo-coding anal yzer (406) to vo-code
a voice signal at a first rate to provide an
i nformati on signal;

(c) buffering (408) said information signal to
provide a buffered signal;

(d) transmitting (414) said buffered signal froma
first device through a first subset of tine slots in a
given set of tine slots, preanbled by a data signal,
characterised by:

(e) vo-coding voice signals at a second hi gher
rate in a second renote device;

(f) transmtting fromsaid second device through a
second subset of tinme slots in the set of tinme slots,
wherein the second subset conprises nore tine slots
than the first subset."

Claim2 of this request is appended to claim1l and
i ncludes the follow ng additional step:

"The step of transmtting the buffered signals includes
the step of transmitting an identification signa
identifying the vo-coding rate for that device".

Caim3 is an independent nethod claimfor controlling
a renote communi cation device to receive (as opposed to
transmt) voice or data signals; clains 5 and 7 are

I ndependent clains to devices for respectively
transmtting and receiving voice or data signals having
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the features of clains 1 and 3. Clains 4, 6 and 8 are
respectively appended to clains 3, 5 and 7, and rel ate
to subject-nmatter anal ogous of that of claim 2.

The i ndependent clainms of the first auxiliary request
are in substance identical to those of the main
request. This request differs fromthe main request in
that the dependent clains, clains 3 and 6, relate
respectively to a step of receiving vocoded signals and
nmeans for receiving vocoded signals; claim3 is
appended to claim 2 and adds the followi ng feature:

"the step of receiving the vocoded signals includes the
step of receiving an identification signal which
contains information to operate on at | east one TDM
slot™.

Caim6 is appended to claim5 and includes anal ogous
subj ect-matter

In the witten procedure both respondents argued that
the main request was not all owabl e because the
appendant cl ai ns disclosed subject-matter not derivable
fromthe originally filed application and therefore
open to objection under Article 123(2) EPC. Both al so
argued that the independent clains of the first
auxiliary request were open to objection of |ack of

i nventive step on the basis of a conbination of
docunents (b) and (c) or (b) and (d).

The appel |l ant argued that the skilled person woul d not
make the conbi nati on of docunments put forward by the
opposi tion division and the respondents. Docunent (b)
related to a wireless local loop for a rural tel ephone
system and nade use of conparatively high power with
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| arge cells. It provided a TDM systemwth 16 tine
slots, one for control purposes and 15 speech channel s.
The docunent was correctly acknow edged in the patent
and formed the basis of the delimtation of the

I ndependent cl ai ns.

The i nvention was concerned with two rel ated probl ens;
on the one hand, future-proofing the existing system
and on the other hand, enabling the use of different
speech qualities, i.e. with different billing rates,
within a single system Docunent (b) used speech
channel s of fixed bandw dth and gave no hint that the
above-nenti oned probl ens existed. Although as

acknow edged in the originally filed application at
page 8, lines 1 to 3 it was known at the priority date
to use differing vocoder rates, there was no suggestion
that different rates could be conmbined in a single
system

Docunent (c) was an international standard concerned
with tel etype, which had a nuch | ower data rate than
was used in the patent. The exanples given in

docunent (c) included data rates such as 50 or 75 baud,
much [ ower than the | owest data rate nentioned in the
patent, 2,4 kb/s. The skilled person would not turn to
this docunent to solve a problemin the field of nobile
phones. | ndeed, docunent (c) was, albeit an

i nternational standard, relatively unknown and woul d
not have been consi dered by the nobil e phone engi neer.
It nmerely proved that in |low data rate systens it was
known to send at different data rates sinultaneously.
There was no evidence that the arrangenent described in
docunent (c) had ever been put into practice and only
Wi th the wi sdom of hindsight could it be applied to a
nobi | e phone system The skilled person, facing the
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problens referred to above in the context of the
docunent (b) system would not have found the clained
solution in docunent (c). There was no reason why the
skill ed person woul d, as opposed to could, conbine the
teachi ng of these docunents.

Docunent (d) was concerned with the probl em of dupl ex
communi cation and had as its object the reduction of
bandwi dth in a point-to-point link. This was achieved
by a quasi-dupl ex connection in which a single |link was
ti me-divided between the stations rather than providing
two separate links. Since in general only one station
woul d be transmitting i.e. speaking, at any given tine
the dupl ex effect was achi eved by allocating nost of
the bandwi dth to the speaking station and a nuch
smaller portion to the |istening station. Such a system
was referred to in the art as tine-division duplex
(TDD) as opposed to tine-division nultiplex (TDM. It
nerely gave the effect of a full duplex systemand only
related to a single channel. The inplication of the
docunent, read as a whole, was that the channels were
in a FDM system as opposed to a TDM system The obvi ous
conbi nation with docunent (b) would be to provide TDD
on each channel. The principle of TDD could not be used
in a cellular TDM system since the two stations woul d
be allocated the sane tine slots and would inevitably
collide. Although docunent (d) inplied sone fram ng
structure the discussion in the docunent was
specul ati ve and appeared to relate to a system which
had never been put into practice; it did not constitute
an enabl i ng di scl osure.

Reasons for the Decision

0856. D
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Backgr ound

The patent is concerned with the efficient use of the
frequency spectrumin a TDM (tine division nultiplexed)
nobi |l e radio system Each slot or channel is said
normally to have a digital data rate of 12-16 kb/s and
a bandwi dth of 25 kHz, but it has been discovered that
by the use of an inproved vocoder to conpress the
speech the necessary bandw dth per user can be reduced.
The channel s could be halved in width to 12.5 kHz; a

di sadvant age however is that a once-and-for-all change
in the systemand its nobile units to mgrate to
narrower channels nust take place. If at a future date
vocoders were to inprove to the point that a fourfold
conpression at unchanged speech quality were possible,
anot her system w de change woul d have to take pl ace.
The object of the invention is therefore to nmake the
known system nore versatile so as on the one hand to
make it future-proof and on the other hand permt
differing vocoders requiring different bandw dths to be
used, thereby enabling subscriber billing to be related
to speech quality.

This object is nmet by defining a plurality of
sub-channel s, or sub-slots, for each channel, i.e. by
providing tinme-division nultiplexing within individua
TDM sl ots. In the preferred enbodi nent ei ght sub-slots
are defined, which can be grouped in dependence on the
desired quality of speech coding: grouping two
sub-slots gives speech of |esser quality, four
sub-slots provides better quality, and so forth. As the
performance of speech coding systens inproves, the
nunber of sub-slots needed can be reduced.

It was common ground between the parties that the
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singl e nost rel evant docunment is docunment (b), which is
acknow edged in the patent and forns the basis for the
delimtation of the independent clains. It discloses a
wirel ess local loop for a rural tel ephone system see
Figure 1, in which each cell can contain a repeater or
primary station and a plurality of subscribers or
renote devices. The wireless connection within a cel
uses TDVA with a 32 kb/s data rate, see paragraph 3.2.1
at page 25 and Figure 5 at page 27. The passage at

page 25 al so di scloses the use both of an ADPCM vocoder
Wi th the vocoded speech buffered for the duration of a
frame and of tine slot synchronization. There are 16
time slots per rf channel, 15 being used for speech and
one as a control channel, wth the voice data in each
sl ot being preanbled by a data signal, see Figure 5.

The Board accordi ngly agrees that docunment (b)

di scl oses a nethod of controlling a renote

communi cation device to transmt and receive voice or
data signals in accordance with the preanbl e of

clainms 1 and 3 respectively of the main request,
corresponding to clains 1 and 2 of the auxiliary
request, and a renote conmuni cation device to transmt
and receive voice or data signals in accordance with
the preanble of clains 5 and 7 respectively of the main
request, corresponding to clains 4 and 5 of the
auxi |l iary request.

The issues to be decided are firstly whether the
appendant clains of both requests add subject-nmatter,
Article 123(2) EPC, and, if they do not, whether the
subject-matter of the independent clains involves an
i nventive step

Added subject-matter (Article 123(2) EPC)
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Claim2 of the main request includes, for the step of
transmtting the buffered signal froma renote device,
the additional step of "transmtting an identification
signal identifying the vocoding rate for that device".
In other words the renpte sends the prinmary station a
signal identifying the vocoding rate it wll use.
Appendant clains 4, 6 and 8 relate to anal ogous

subj ect-matter

The appel |l ant argued that the feature could be found in
the originally filed application at page 8, lines 1 to
17, in which the provision of different conbinations of
sub-slots for different vocoder rates is discussed, and
at page 10, lines 1 to 9, which states that the

recei ving renote device receives a "subfrane ID code"
containing "information which is used by a renote unit
to control and direct the receiving circuitry to
operate on at |east one TDM sl ot".

The cited passages do not state that a signal is sent
froma renote to identify the vocoding rate. The only
rel evant passages in the originally filed description
are at page 16, lines 14 to 18, which states that the
controller in a renote device checks to see whether a
present tinme slot is that device s assigned tine slot,
and at page 17, lines 6 to 15, according to which a
renote device receiving a vocoded signal also receives
i nformati on updating a nenory | ocation which stores the
sl ot assignnments. These passages indicate that at the
date of filing it was understood that the sl ot
assignnents are nade by the primary station and then
passed to the renote devices.

It is thus apparent that the primary station determ nes
the slot allocation. The appell ant was unable to point
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to any passage in the originally filed application

whi ch teaches that a renote device chooses its own
vocoding rate and transmts an identification signa
identifying the vocoding rate. The Board accordingly
concludes that clainms 2, 4, 6 and 8 of the main request
contain added subject-matter, wth the result that the
request as a whole is not allowable. The main request
is accordingly refused.

2.5 Turning now to the auxiliary request, in accordance
with claim3 the step of receiving a vo-coded voi ce
signal at a renote device, see claim2, includes the
addi tional step of "receiving an identification signa
whi ch contains infornmation to operate on at | east one
TDM slot". Claim6 relates to anal ogous subject-matter.

2.6 This wording is not wholly identical to the passage at
page 10, lines 1 to 9 of the originally filed
application, which states that the receiving renote
devi ce receives a "subfrane I D code" which contains
"information which is used by a renpte unit to contro
and direct the receiving circuitry to operate on at
| east one TDM sl ot". The respondents argued that the
wor di ng used was an internedi ate generalization which
could not be derived fromthe originally filed
descri ption.

2.7 In the context of a renote unit the Board can see no
di vergence between the clained subject-matter and the
original disclosure. Although the description states
that the received information causes the receiving
circuitry to operate on a TDM sl ot, whereas the claim
does not nention the receiving circuitry, this is
inplicit in any practical receiver and no technica
di stinction can be seen. Simlarly, although receiving

0856. D Y A
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an identification signal nay be broader in scope than
receiving a subfrane ID (or identification) code, no
new techni cal teaching arises fromthis distinction.
The Board accordingly concludes that claim3 of the
auxi liary request does not give rise to objection under
Article 123(2) EPC. The sane applies, nutatis nutandis,
to claim®6.

I nventive step Articles 52(1) and 56 EPC

As discussed at points 1.3 and 1.4 above the single
nost rel evant docunent is docunent (b). Although
docunent (b) devotes considerable discussion to the
reducti on of power consunption, the Board takes the
view that the skilled person, seeking to put the
teachi ng of docunent (b) into effect, would al so have
in mnd the pressure on the frequency spectrum and the
need to conserve bandw dth. The skill ed person,

i npl ementi ng docunent (b), would accordingly take
account of any teaching which would enable himto

i ncrease the nunber of stations which could operate
within a cell.

Docunent (d) discloses a duplex comunicati ons system
whi ch enabl es the skilled person to achieve this goal
It describes a systemsuitable for use inter alia in a
cellular radio tel ephone network, see page 1 line 8 and
page 6 line 17, in which two stations, which nay be
linked via a nobile switching center, comrunicate on
two channels which nmay be two distinct |inks at

di fferent frequencies. The preferred arrangenent
however, see page 7, lines 2 to 7, nmakes use of a
singl e TDM channel "where each station transmts
alternately for a brief period giving the effect of
full duplex comunications”. In other words, the TDM
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channel is itself sub-divided. In the enbodi nent

descri bed in the paragraph bridging pages 8 and 9 a
vari abl e-rate vocoder is disclosed which, as discussed
at pages 10 and 11, provides a bit rate of 250 bits/s,
16 kb/s or 31.75 kb/s. In an alternative enbodi nent

di scussed at page 16 the voice encoders nay have
continuously variable bit rates. It is al so envisaged,
see page 14, lines 8 to 21, that dynam c allocation of
channel capacity is provided so that the systemacts as
a formof concentrator.

The Board accordingly understands docunent (d) to

di scl ose a dupl ex conmuni cati ons systemin which voice
signals are vocoded at a plurality of differing rates
and using TDMwi th individual tinme slots sub-divided so
that one renote device nmay be allocated the greater
part of a slot and a second renote device the |esser,
remai ni ng part. The Board accordi ngly concl udes that
the skilled person, neking use of the teaching of
docunent (d) in the docunent (b) system would arrive
at the arrangenent clained in clains 1, 2, 4 and 5.
Each of the independent clains of the auxiliary request
accordingly lacks an inventive step.

The appel | ant argued that docunent (d) was concerned
wWth a quite different systemto that proposed in the
patent. It related to tine division duplex rather than
time division multiplex and nerely gave the effect of
full duplex comuni cation. Although it was true that
each channel could be nultiplexed this was never true
for nore than a single pair of speakers. The skilled
person woul d appreciate that the teaching of

docunent (d) could not be applied to that of

docunent (b) because it would be inpossible to avoid
collision between the speakers. The passages on
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pages 14 to 16 of docunent (d) referred to above were
specul ative and did not constitute an enabling
di scl osure.

The Board observes that claiml is nerely characterised
by the provision of two vocoder rates and the use of
subsets of tinme slots of different sizes. Both these
features are disclosed in docunent (d). As previously
noted the pressure to reduce bandw dth would | ead a
skill ed person to exam ne any nethod which clains to
facilitate this, so that the skilled person would, as
opposed to could, seek to apply the teaching of
docunent (d) to that of docunent (b). The Board accepts
that in the docunent (b) systemin which separate
frequencies are used for the up and down |inks, it
woul d not be feasible to allocate the subsets of a tine
slot to both stations; on the other hand, page 14,
lines 8 to 21 of docunent (d) refers to the dynamc

al l ocation of channel capacity and thus | eads the
skilled person in the direction of allocating a single
slot to, for exanple, two subscribers, one of whomis
speaki ng and the other |istening. The majority of the
sl ot would be allocated to the subscriber speaking and
the remaining portion to the subscriber listening. The
Board is unable to accept the appellant's argunent that
such an arrangenent does not constitute an enabling

di scl osure. G ven that TDM was well known at the
publicati on dates of docunents (b) and (d), the sub-
division of a TDMslot into snmaller TDM sl ots, once the
basic principle is grasped, would not appear to involve
any great difficulty for the skilled person. The
appel l ant's argunents as to whether the primry

enbodi nent of docunent (d) constitutes tinme division
dupl ex rather than tinme division multiplex appears
irrelevant since the independent clains do not require
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nore than two subscri bers.

The Board accepts that docunent (d) is primarily
concerned with providing three discrete vocoding rates,
a continuously variable vocoding rate being given as an
alternative. In particular, the docunent does not
suggest that a single TDM sl ot naybe sub-divided into
sub-slots of equal size. On the other hand, although
this feature is true of the described enbodinent in the
patent in suit, the independent clains nerely refer to
first and second subsets of tine slots wherein the
second subset conprises nore time slots than the first
subset (claim1l) and transmtting or receiving over a
subset of tine slots where the nunber of tine slots in
the subset is dependent on the vocoding rate for that
device (clains 2, 4 and 5). This can be taken to nean
that the subsets of tine slots are arranged in discrete
multiples of a basic tinme slot. The Board observes that
even if such an interpretation of the independent
clainms is adopted the enbodi nent described at page 10
of docunent (b) suggests a |owest bit rate of

250 bits/s; the higher bit rates of 16 kb/s and

31.75 kb/s are multiples of this rate.

The first auxiliary request is accordingly not

al | owabl e because the subject-matter of the independent
cl ai ns does not involve an inventive step. Since the
mai n request is not allowabl e because of added subject-
matter, it follows the appeal nust be di sm ssed.

For these reasons it is decided that:

0856. D
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The appeal is dism ssed.

The Regi strar: The Chai r man:

M Ki ehl A. S. delland

0856. D



