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(1) The description is an essential part of the patent
specification for the purpose of understanding and bei ng able
to carry out the invention (Article 83 EPC) and for

determ ning the scope of the clains pursuant to Article 69
EPC, and parts of the description cannot be replaced by a nere
reference to the A-publication (even if this mght save on
transl ati on costs).
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latter would in any case appear to have no basis under the EPC
or the EC Treaty Article 234 (ex 177).
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Summary of Facts of Subm ssions

3260. D

The application under consideration was filed on
11 Novenber 1993.

In a comuni cation dated 7 March 1997 the Exam ning
Division raised objection to Cains 1 and 7 under
Article 84 EPC and al so indicated that some anendnents
were required to the description, in particular that
prior art docunent EP-A-0 324 991 needed to be

acknow edged and briefly discussed in the introduction.

On 5 August 1997 an answeri ng subm ssion and new

pages 1 to 4 were filed, with pages 1 and 2 contai ni ng
an introduction and brief discussion of the prior art
and ending in a paragraph reading:

"Reference is nade to the Article 93 publication

(EP- A-0, 598, 442) of this application for a description
in detail of at |east one way of carrying out the

i nvention clained using exanples and referring to
drawi ngs, that has to be taken into account for the
pur poses of Articles 69 and 83."

Pages 3 and 4 contained only an anended set of clains 1
to 7. It was requested as main request that a patent be
granted on the basis of enclosed pages 1 through 4, as
first auxiliary request that a patent be granted on the
basi s of enclosed pages 1 through 4 in which page 3,
line 27 through page 4, line 9 of the description as
filed were reinserted, and the drawi ng sheets 1/1 [sic]
through 3/3 as filed, as second auxiliary request that
a patent be granted on encl osed pages 1 through 6
[sic], in which page 3 line 27 through page 9, of the
description as filed were reinserted, and the draw ng
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sheets 1/1 through 3/3 as filed. If the Exam ning
Division were not prepared to allow the main or first
auxiliary request, but were willing to allow this
second auxiliary request, they were asked to give an
appeal able interimdecision stating that the first two
requests were refused but that the application in
accordance with the second auxiliary request net the
requi renents of the EPC. The third auxiliary request
was for oral proceedings.

The argunents made in support of these requests were
substantially as foll ows:

- In view of Rule 34(1)(c) the description and the
drawi ng sheets had been replaced by a reference to
the A-publication of the application. It was
bel i eved obvi ously unnecessary and a nere waste of
i nk, paper and CD- ROM storage space, to repeat in
t he B-publication information which was al ready
present in the A-publication.

- Article 65 EPC allowed a Contracting State to
prescri be that the specification of a European
patent be translated into one of its official
| anguages if the patent was not granted in such a
| anguage. Since all major Contracting States
prescri bed such a translation, the grant procedure
of a European patent had becone costly.
| nvesti gations of the use of translations had
reveal ed that they were hardly ever consulted.
Hence, translation costs were not only high but
unnecessary.

- The TRI PS Agreenent had entered into force for al
EPC Contracting States on 1 January 1996 and had
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to be taken into account when applying the EPC in
view of customary international |aw as codified in
Article 30(3) of the Vienna Convention on the Law
of Treaties.

- Articles 62(4) and 41(2) of the TRI PS agreenent
prescri bed that procedures concerning the
acquisition of intellectual property rights should
not be unnecessarily conplicated or costly. The
hi gh and unnecessary translation costs for
obtaining grant of a patent under the EPC viol ated
t his.

- The proposed repl acenent woul d reduce such
unnecessary translation costs and was justified
under the TRIPS agreenent.

On 21 January 1999, the Exam ning Division issued a
conmuni cation pursuant to Rule 51(4) EPC indicating the
text and draw ngs on which they intended to grant the
patent. This corresponded substantially to the second
auxi liary request of 5 August 1997 (cited in point II
above) but with the reference to the Article 93 EPC
publication (cited in point Il above) deleted.

In an annex to this conmunication, the Exam ning
Di vision commented on the requests before it to the
effect that:

- Rul e 34(1)(c) EPC was seen as a questionabl e | egal
basis for substituting the description by a
reference to the A-publication. The purpose of
Rul e 34(1)(c) EPC was to keep the patent
specification free of unnecessary information to
make sure that its content related only to what
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was i nvented and what protection was sought for.
Therefore matter which was irrelevant fromthe
begi nni ng or becane irrelevant during the
exam ni ng procedure (for exanple enbodi nents which
were not new) fell under Rule 34(1)(c) EPC and
shoul d be del et ed.

- The part of the description for carrying out the
i nventi on was however an essential part of the
application, as showmn by Rule 27(1) EPC defining
the content of the description. The description
nmust sufficiently disclose the invention to neet
the requirements of Article 83 EPC, and it nust
provi de the support for the clains required by
Article 84 EPC. Therefore, none of the parts of
the description nmentioned in Rule 27(1) EPC as a
whol e could be regarded as irrelevant in the sense
of Rule 34(1)(c) EPC, and this rule provided no
justification for replacenent of disclosure by a
nere reference to anot her docunent.

- It was a basic principle that a patent
specification should be understandable on its own
such that all essential aspects of the invention
were present in the specification itself and did
not need to be searched for el sewhere. The
anmendnents nmade according to the main and first
auxiliary requests of 5 August 1997 woul d viol ate
this principle, since a reader of the patent
specification would al so have to consult the
A-publication in order to get information on the
i nvention.

VI, The Exam ning Division also indicated that the
reference to the A-publication in the second auxiliary

3260. D Y A
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request of 5 August 1997 was conpl etely superfl uous,
and thus had been del eted pursuant to Rule 34(1)(c)
EPC.

By letter of 4 February 1999 the appellant indicated
that it did not approve of the proposed text for grant.

By a decision dated 22 February 1999 the application
was refused pursuant to Article 97(1) and Rul e 51(5)
EPC by reason of the EPO having received the
applicant's express di sapproval of the proposed text
for grant, and there being no text to serve as a basis
for grant.

Agai nst this decision an appeal was | odged on 1 March
1999 and the appeal fee was paid the sane day. A
statenent setting out the grounds of appeal and
containing detailed argunentation and requests was
filed on 11 March 1999. The followi ng | egal questions
were proposed for referral to the Court of Justice of
t he European Communities and/or the Enlarged Board of
Appeal on page 7 of the statenment of grounds:

1. Is it necessary to take EC law into account in the
interpretation and application of the EPC?

2. It is [sic] necessary to take the TRI PS Agreenent
into account in the interpretation and application
of the EPC?

3. Is it allowable to replace those parts of a

Eur opean patent application that have not been
amended by a sinple reference to the correspondi ng
A-publication for the purposes of Articles 69, 83
and 84 EPC as well as Rule 27 EPC?
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On the 11 May 2001 the Board issued a communication
indicating its provisional view that the EPC nmade cl ear
that the patent specification as published had to
contain the description and not nerely a reference to
anot her docunent containing this, and that there was no
need to refer any |egal questions. The appellant filed
a witten response on 19 July 2001.

Oral proceedings were held on 26 Septenber 2001. The
appel lant's submi ssions made in witing and at the oral
proceedings in addition to those already submtted to
t he Exam ning Division (see point |V above) can be
sunmari zed as foll ows:

Rul e 34(1)(c) EPC

- Even though it was agreed that the information it
was proposed to give only by reference to the
A-publication was extrenely relevant for the
pur poses of Articles 69, 83 and 84 EPC, it was
obvi ously unnecessary within the nmeani ng of
Rule 34(1)(c) EPC to repeat in the B-publication
what was already easily available to the public by
means of the A-publication, so that in the
B-publication a sinple reference to the
A-publ i cation woul d suffice.

Article 98 EPC

- What was required to be published was not clear,
and needed to be interpreted in the light of al
treaties which had to be taken into account when
interpreting the provisions of the EPC. This
rai sed i nportant questions of |aw.
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Rul e 27 EPC

The reference to the A-publication would al so neet
the requirements of Rule 27 EPC. The requirenents
of Rule 27(1)(a)-(c) EPC are fulfilled by what is
left in the description and the requirenents of
Rule 27(1)(d)-(e) EPC would be fulfilled by the
reference to the A-publication

TRI PS

The TRI PS Agreenent being an intellectual property
law treaty of |ater date than the EPC, and all EPC
Contracting States (except Mnaco) being nenbers
to this later treaty, by virtue of (customary |aw
as codified in) Article 30(3) of the Vienna
Convention on the Law of Treaties, the TRIPS
Agreenment prevail ed over the EPC.

The EPC was primarily a tool for the 15 EPC Menber
States al so nmenbers of the ECto fulfill their EC
obligations in a manner conpatible with the EC
treaty, a legal situation accepted by the other
EPC Menber States. Thus the system of |aw
mentioned in Article 1 EPCis a systemthat is
subject to EC | aw, so the EPO nust observe
conventions such as the TRIPS Agreenment to which

t he EC has becone a party, and whenever a question
on the interpretation of EC |aw needs to be
answered by an EPO Board of Appeal or by the

Enl arged Board of Appeal, that Board has to apply
Article 177 EC Treaty (now Article 234) and refer
a legal question to the EC Court of Justice.

The TRI PS Agreenent contai ned provisions rel evant
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to patent acquisition procedures. As had been
rightly observed by the Gernman
Bundesver f assungsgericht, the EC had del egated its
patent granting tasks to the EPO See its decision
dated 4 April 2001 published in GRUR 2001, Heft 8,
pages 728 to 730, especially the first paragraph
at bb) in the left colum on page 729. So the

rel evant EC | aw as regards patent granting
procedures was the EPC, which neant that where the
EPC was not yet conpatible with the TRI PS
Agreenent, the EPC had to be anended, and that in
the nean tinme, as nuch as possible, the EPC had to
be interpreted in line with the TRIPS Agreenent.

The nenti oned deci sion by the Gernman
Bundesver f assungsgeri cht was rel evant in anot her
respect: it said that the EC had del egat ed
functions to the EPO. This statenment underlined
that the EPO s power to grant patents was not an
original power; it was a power that was derived
fromthose who gave that power to the EPQO, i.e.
the EC and the EPC Contracting States. Because of
t he generally accepted | egal principle neno dat

pl us quam habet (nobody gives nore than he has),

t he power given to the EPO was subject to the sane
[imtations as the original powers of the EC and
the EPC Contracting States, as the EC and the EPC
Contracting States were sinply not able to give
unlimted powers to the EPO The EPC Contracting
States that are EC Menber States were bound by EC
| aw (of which the TRIPS Agreenent formed part), so
that they could not give a power to the EPO to
grant patents that was not limted by EC | aw
(including the TRIPS Agreenent) in the very sane
manner as they were bound thensel ves. As the power
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of the EC and all EPC Contracting States but
Monaco to grant patents was subject to the TRIPS
Agreenment, so was the EPO s power to grant
patents.

The fact that the absence of an obligation to
transl ate patent specifications did not cause any
probl enms in Luxenbourg or Monaco, and had caused
no problens in Germany or Britain in relation to
Eur opean Patents granted before an obligation to
translate existed in these countries, showed that
the obligation to transl ate caused unnecessary
costs contrary to Articles 62(4) and 41(2) of the
TRI PS Agreenent.

Article 30 EC Treaty

The requirements to translate the full text of a
granted patent conbined with the requirenent of
the Exam ning Division to keep the full text of
the application as filed, resulted in a situation
in which it was not affordable to obtain patent
protection for the whole Internal Market, and thus
t hese requirenents anmounted to a viol ation of
Article 30 EC Treaty (now Article 28).

Even t hough the decision of the Court of Justice
of the European Communities (European Court of
Justice - ECJ) C-44/98 BASF did admttedly decide
that the translations provided for in

Article 65 EPC are not barred by Article 28 EC
Treaty, this court had not deci ded on whether the
TRI PS Agreement would no |onger allow this, as

t hat question was not before the court, which was
confined to answering the questions that were put
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to it.

XIll. At the close of debate the requests on which the
appel  ant asked the Board to decide were as foll ows:

That the decision under appeal be set aside and

as main request that a patent be granted on the basis
of the main request filed wth the Exam ning Division
on 5 August 1997, or

as first auxiliary request on the basis of the first
auxiliary request filed with the Exam ning Division on
5 August 1997, or

as second auxiliary request to refer |egal questions,
in particular those set out on page 7 of the G ounds of
Appeal of 5 March 1999 to the Court of Justice of the
Eur opean Communities and/or to the Enlarged Board of

Appeal , or

as third auxiliary request to grant a European patent
on the basis of the Communication under Rule 51(4) EPC
dated 21 January 1999.

Xl V. At the end of the oral proceedings, the Board's

deci si on was announced.

Reasons for the Decision

Adm ssibility

1. The appeal is adm ssible, as the appellant was a party
to the proceedings before the first instance, and on a

3260. D Y A
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broad view is adversely affected as a patent on the
basis of the text he primarily wanted has been refused.
The formal time limts of Article 108 EPC have al so
been observed.

Main and first auxiliary requests

3260. D

Article 93 EPC requires the European Patent Ofice to
publ i sh the European patent application, containing the
description, clainms and drawings as filed. Article 98
EPC requires the European Patent O fice to publish a
specification of the European patent containing the
description, clainms and any drawi ngs. Article 93(1) EPC
even provides that the European patent application be
publ i shed simultaneously with the publication of the
specification of the European patent when the grant of
t he patent has becone effective before the expiry of
the tine limt for publishing the European patent
application. Both types of publication are required,
and one cannot serve as a substitute, in whole or in
part, for the other, as indicated by the |egislator
requiring both to be published even in these speci al

ci rcumst ances.

The patent specification is the docunent of nost
critical inportance to the legal rights that are
created and can be enforced under a European patent in
force in any particular nmenber state. As stated in
decision T 150/89 (see Case Law of the Boards of Appeal
of the European Patent O fice 4th ed. 2001, page 390),
t he patent specification reproduces the decision to
grant a patent as regards exi stence and scope of the
patent. The patent specification is an official
docunent published by a public authority for general
informati on and as such has | egal force before the
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courts. The description and clains as appearing in the
patent specification will have been exam ned and

al l oned by the European Patent O fice, and normally
contain text that differs fromthe original
application. The patent specification (or a translation
of it into an official |anguage of the Menber State
concerned) will be the prinme docunment used by a court
to determ ne what |egal rights exist and whether there
is infringenent or not. Article 69 EPC and the protocol
t hereon nmake the description and drawi ngs of critical

i mportance for interpreting the scope of protection
determ ned by the terns of the clainms. It is thus

i nperative that the description and draw ngs be as
conpl ete as necessary for this purpose.

Not even the appellant is arguing that the draw ngs and
the parts of the description that he seeks to
incorporate in the patent specification by a nere
reference to the publication under Article 93 EPC ("A-
publication"), are not of inportance for the purposes
of Articles 69 and 83 EPC, as is apparent fromthe very
formthe reference to the A-publication takes (see
point 111 above). Sonmething which is critical for the
under standi ng of the invention should appear in the

pat ent specification, and not be incorporated by a
reference. Where a reference in the descriptionis to
publ i shed prior art, a nere reference may be sufficient
as such prior publication will not nornmally relate to

t he essence of the invention. Even in such a situation
it may be necessary that for ease of consultation some
prior published information should appear explicitly in
the patent specification rather than by a nere
reference (see decision T 211/83 of 18 May 1984, not
published in QJ EPO).
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Substituting an admttedly essential part of the
description by a reference to the A-publication would
sinmply i npose an added burden on all who had to | ook at
t he patent specification and m ght introduce

consi derabl e uncertainty. Wen considering novelty of a
patent over a prior art docunent referring to another
prior art docunent for details, the boards of appeal
have had consi derabl e experience of the difficulties
that arise when trying to ascertain what the conbi ned
di scl osure anmounts to. To allow the introduction of a
reference to the A-publication could give rise to
simlar difficulties, and is not sonething that should
be inflicted on users of the system It is quite

i nconsistent with the purpose of exam nation to end up
with a reference to the unexam ned text.

The preparatory di scussions which led to the EPC (see
for exanple Mnutes of the Munich D plomatic Conference
for the Setting up of a European Systemfor the G ant
of Patents (Munich, 10 Septenber to 5 Cctober, 1973,

M PR/'I paragraphs 395 to 406, in particular 398) state
explicitly that the reason for choosing the very |ong
period of nine nonths fromgrant in which oppositions
may be filed, was to allow interested parties in
Contracting States to see a translation into their own
| anguage before deci ding whether to oppose or not.
Wthout a translation of the full description, which is
frequently the only part of the specification which can
be readily understood, and which is essential for the
correct understanding of the clains, such parties would
be at a serious di sadvantage when consi dering whet her
or not to file an opposition.

The Board concludes that the substitution of a
reference to the A-publication for the drawi ngs and at
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| east part of the description in the patent
specification is not allowable under the European

Pat ent Convention taken by itself. The Board does not
agree with the appellant that the matter is unclear or
in need of interpretation: what the appellant is
seeking is sinply not in accordance with the

requi renents of the EPC.

TRI PS Agreenment related argunents

10.

3260. D

Leaving aside for the nmonent the question whether the
EPC nust be interpreted so as to be in conformty with
the TRIPS Agreenent, and this has been doubted (see
decision T 1173/97 Q) EPO 1999, 609), the Board w ||
first consider whether there is any serious argunent
that its above view of the requirenments of the EPC is
not in conformty with the requirenents of the TRIPS
Agr eenent .

The main line of argunent of the appellant is not that
substitution of the description nakes sense in the
context of the EPC, but that the TRI PS Agreenent
Articles 62(4) and 41(2) forbid inposing unnecessarily
conplicated or costly procedures concerning the
acquisition or enforcenent of intellectual property
rights, that Article 65 EPC all owi ng nenber states to
require translation of the patent specification anounts
to an unnecessarily costly procedure, and that this
shoul d serve as an excuse for the appellant to
substitute part of the description by a reference to
the A-publication and thereby save on sone transl ation
costs.

The appellant's argunent, according to which the
reference to the A-publication is supposed to nmake this
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an integral part of the patent specification for the
pur poses of Articles 69 and 83 EPC, but not for the

pur pose of Article 65 EPC is highly anbival ent. Which
line is taken seens to be based on no principle other

t han expedi ency for the patentee: the descriptionis to
be taken into account as inportant if it benefits the
patentee (that is for the purposes of Articles 69 and
83), but not if this mght inpose a burden on the
patentee (translation of the description for the
benefit of others). This anbival ent argunentati on seens
quite inappropriate to the Board, who considers that

t he appropriate view nust be univalent, nanely the
description is always inportant, whether this is to the
benefit of the patentee or not.

The point of the EPC route, conpared to obtaining

nati onal patents via a national route, was to allow the
applicant to proceed with an application in only a
single EPC official |anguage. Only on grant woul d any
necessity for translations arise for those Contracting
States for which the applicant at that stage wanted a
pat ent but which did not accept texts in the official

| anguage of the application at the EPO This avoided
the need to obtain translations for applications that
were refused, and shifted the need for translations to
a much later tine than before, and then only for
countries in which the patentee was still interested.
Prima facie this seens in conformty with TRIPS. That
different |anguages are in use in different parts of
the EU and that thereby comrunication is nore difficult
and expensive are facts. The Board cannot see that
TRIPS was intended to shift the burden of providing

pat ent specifications that were understandable in the
area in which the patent was to be in force fromthe
patentee to the other users of the patent system The
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appel l ant has not referred the Board to the views of
any other person to the effect that TRIPS is
inconpatible with requiring transl ations.

When view ng the obligation of providing a translation,
t he Board considers as appropriate the viewoint of a
pat ent ee who seriously contenplates having to enforce
his patent. Fromthat point of view the requirenent
that the whol e patent specification, including the
conpl ete description, be translated into at | east one
of ficial |anguage of the Menber State concerned, as
used by its courts, seens em nently reasonable. In fact
the obligation of Article 41(1) of the TRI PS Agreenent
t hat nmenbers shall ensure that enforcenent procedures
are avail abl e under their law so as to permt effective
action agai nst any act of infringenent of intellectual
property rights, including expeditious renedies to
prevent infringenents, could well be argued as
positively inposing a duty on nenber states to require
a translation into a | anguage used by their judicial
authorities. Cbviously if a patentee only wants a
patent for little nore than wall paper wth no
expectation that anybody will bother to read it in any
| anguage, then requiring translati ons adds consi derably
to the costs of such "wall paper”, but this cannot be
the typical case to be considered.

Further even if a reference to the A-publication were
substituted for the description, or part of it,

Article 65 EPC mght well be interpreted by the
authorities of a Menber State as entitling themin

t hose circunstances to demand a translation of the
conpl ete A-publication as an essential part of the text
in which the European Patent O fice intended to grant
the patent. In such case, the appellant's efforts to
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evade the translation costs would have failed, while
t he di sadvantageous result of all dealing with the
pat ent specification having to piece together a
conplete text for thensel ves woul d remain.

When the European Court of Justice decided its case
C-44/98 BASF (www. curia.eu.int.jurisp), the Court held
that Article 30 (now 28) of the EC Treaty does not
precl ude provisions such as Art. 11(3) of the German
Law on International Patent Conventions (IntPatUGg
requiring translations of patent specifications
publ i shed in another than the official |anguage of the
Menber State. The Attorney General Antonia La Pergol a
even commented in 8 15 (citing the Finnish Government)
that it nust be doubtful if there is a general public
interest in having patents whose economc value is so
low that they are not worth obtaining for the patentee
(because of translation costs). The Board does not
overl ook the fact, that the question brought before the
Court of Justice was one concerning a German | egal
provision. But this German | egal provision is based
upon Art. 65 EPC and therefore the Court considered
EPC- provisions as well (883 to 6 of cited decision).
The Court of Justice did not express any reservations
agai nst the EPC-provisions in this context.

The Boards of Appeal are bound by the provisions of the
EPC (Article 23(3) EPC). What the appellant is seeking
in his main and first auxiliary requests is against

t hese provisions, and the Board cannot regard the

appel  ant as havi ng made out any serious case by
reference to the TRIPS Agreenent or the EU treaties
that mght justify allow ng sonething forbidden by the
EPC.
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16. The main and first auxiliary requests thus nust be
ref used.

Second auxiliary request

A Referral to the Court of Justice of the European

Communi ti es

17. Under the EC Treaty referrals to the Court of Justice
of the European Conmunities are governed by Article 234
(ex Article 177) reading:

"The Court of Justice shall have jurisdiction to give

prelimnary rulings concerning:

(a) the interpretation of this Treaty;

(b) the validity and interpretation of acts of the
institutions of the Community and of the ECB

(c) the interpretation of statutes of bodies
established by an act of the Council, where those
statutes so provide.

Where such a question is raised before any court or
tribunal of a Menber State, that court or tribunal may,
if it considers that a decision on the question is
necessary to enable it to give judgenent, request the
Court of Justice to give a ruling thereon.

Where any such question is raised in a case pending
before a court or tribunal of a Menber State against
whose decisions there is no judicial remedy under
national |aw, that court or tribunal shall bring the
matter before the Court of Justice.”

Prima facie as the EPO Boards of Appeal are not a court
or tribunal of an EU Menber State, they do not have the

3260. D Y A
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status to refer a question to the Court of Justice of
t he European Union. Further the question that this
Board has to decide directly is what the European

Pat ent Convention requires for the description of a
patent to be granted. On the wording of Article 234
this does not fall under any of the headings (a), (b)
or (c) setting out the jurisdiction of the Court of
Justice to give prelimnary rulings.

The appel |l ant seens to have m sunderstood the conments
of the German Bundesverfassungsgericht (BVerfG

(4. Kammer des Zweiten Senats), Beschl. v. 4.4.2001- 2
BvR 2368/ 99, published in GRUR 2001, Heft 8, pages 728
to 730). A fuller translation of point bb) at page 729
woul d be:

"The European Patent Organisation is an interstate
institution in the sense of Article 24 |1 [sic] of the
Basi ¢ Law (Grundgesetz). It is an organization "on the
fringes of the EU' (T. Oppermann, EuropaR 3. Aufl.
Rdnr. 461) having | egal personality under international
law, to which the exercise of functions of the European
Community has been del egated, without it yet having
becone part of the European Union..."

The point is that the delegation referred to here is

t he del egation of powers to the EPO directly by the EPC
Contracting States who are al so nenbers of the EU, and
not any delegation fromthe EU itself. There is also

del egati on of powers by the non-EU Contracting States.
Because the European Patent Organisation is not part of
t he European Union institutions, and because the

del egati on of powers by the non-EU Contracting States
is to the EPO but not to the European Union or its
institutions, there exists no obvious basis for
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referring a question to the Court of Justice of the
Eur opean Communities froma Board of Appeal of the
Eur opean Patent O fice.

The real grievance of the appellant seens to be agai nst
the practice of Contracting States al so nenbers of the
EU in exercising their rights under Article 65 EPC
This is sonething that would be open to challenge in
nati onal proceedi ngs before the courts of an EU nenber
state. Indeed such a chall enge was nmade before a Gernman
court, who did refer the matter to the Court of

Justice. The challenge failed (see point 14 above). It
is true that inconpatibility was only argued wth
Article 30 (ex 28) of the EC Treaty, and not in
relation to TRIPS, but TRIPS appears then already to
have been in force. That the point in relation to TRI PS
was neither argued before nor decided by the Gernman
Court or the Court of Justice, m ght be explai ned not
because the point was overl ooked, but because the TRI PS
rel ated argunments were consi dered devoi d of chances of
success. In the circunstances the Board sees neither a
prima facie basis nor any need to refer any question to
the Court of Justice.

Referral to the Enl arged Board of Appeal of the
Eur opean Patent O fice

On the issues that can be decided in this appeal the
Board sees no inportant question of |law arising, such
as mght require a referral to the Enlarged Board of
Appeal . Whet her and to what extent, and at what | evel,

t he Boards of Appeal should take into account the TRIPS
Agreenment or EU law, or refer questions of law to the
EC Court of Justice, are inportant questions of |aw
that m ght need to be referred to the Enlarged Board of
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Appeal in some future case. Here however what the
appellant is seeking in the main and first auxiliary
request is so clearly contrary to the EPC, and the
argunent s seeki ng support for a different conclusion
based on the TRIPS agreement or the EC treaty so feeble
and farfetched that they cannot be treated as raising
an inportant question of law. Thus a reference to the
Enl arged Board of Appeal is not justified.

Third auxiliary request

21. The Board sees no objection to the patent being granted
in the form proposed by the Exam ning D vision.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The request for referral of |egal questions to the
Court of Justice of the European Communities is
ref used.

3. The request for referral of |egal questions to the

Enl arged Board of Appeal is refused.

4. The matter is remtted to the Examning Division with
the order to grant a patent on the basis of the text
acconpanyi ng the Comruni cati on under Rule 51(4) EPC
dated 21 January 1999.

The Regi strar: The Chai r man:
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M Ki ehl S. V. Steinbrener
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