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Summary of Facts and Submn ssions

2320.D

The applicant | odged an appeal against the decision of
t he exam ning division issued on 28 COctober 1998

wher eby the European patent application 90 903 729.3
(publ i shed as WO A-90/10073 = EP 0 425 597) was
refused. Basis of the refusal were clains 1 to 11 of
which claiml was filed with letter dated 16 January
1998 and clains 2 to 11 were filed with letter dated
23 May 1995.

Caiml read as foll ows:

"A DNA fragnment conprising an isolated and purified DNA
sequence encodi ng a plant tryptophan decarboxyl ase,
wherei n the plant decarboxyl ase has the foll ow ng DNA
sequence:

CTCTCT [...] AAAAAAA"

In the view of the exam ning division, the subject-
matter of the clains was obvious to a person skilled in
the art having regard to the foll ow ng docunent:

(B) Plant Mol ecular Biology, 1984, Vol. 3, pages 281
to 288,

whi ch represented the closest prior art, in conbination
with the foll ow ng docunents:

(C© Proc. Natl. Acad. Sci. USA, March 1983, Vol. 80,
pages 1194 to 1198;

(D) Science, 18 Novenber 1983, Vol. 222, pages 778 to
782.
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Wth the statenent of grounds of appeal, the appellant
filed the affidavit of Dr Brian E. Ellis and a new
docunent. It was essentially submtted that there were
in the prior art significant obstacles which had to be
overcone in order to isolate a DNA encodi ng tryptophan
decar boxyl ase (TDC) and thus there was no reasonabl e
expectation of success in cloning such a DNA. Docunent
(B) disclosed the purification of plant TDC, but the
am no acid sequence of the protein was not predictable
fromthe said reference. Nor was it predictable from an
anal ogy with TDC sequences from ani mal sources.
Therefore, the isolation of the specific DNA sequence
referred to in the clainms was not obvious. The
experinmental data (Schedule A) filed during prosecution
bef ore the exam ni ng division showed that the clained
subj ect-matter could be used for the successful
transformati on of plants and thus had an unexpected
usef ul ness.

The exam ning division did not rectify its decision
under Article 109(1) EPC, and remtted the appeal to
the board of appeal, cf Article 109(2) EPC

In view of the appellant's request for ora

proceedi ngs, the board issued the sunmobns to ora
proceedi ngs schedul ed to take place on 28 Sept enber
2001. A comuni cation with a provisional, non-binding
opi nion on the issues to be discussed was annexed to
the sumons. Therein, the board drew the appellants’
attention inter alia to the fact that is was not clear
fromclaim1l1 on file whether the whol e sequence recited
therein was neant to be clainmed or any sequence within
that recited, and that, consequently, the said claim
seened not to be allowable under Article 84 EPC
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On 13 Septenber 2001, the appellant infornmed the board
of the intention not to attend oral proceedi ngs on

28 Septenber 2001. No anendnents to the clai mrequest
on file were submtted.

Oral proceedi ngs took place on 28 Septenber 2001. No
one appeared on behalf of the appellant. It was
establ i shed that the appellant had requested in witing
that the decision under appeal be set aside and that a
patent be granted on the basis of clains 1 to 11 on
file. After deliberation, the decision of the board was
announced.

Reasons for the Decision

2320.D

The present application was refused by the exam ni ng
division for |ack of inventive step.

As stated in decision G 10/93 (QJ EPO 1995, 172),
“[1]n an appeal from a decision of an exam ning
division in which a European patent application was
refused the board of appeal has the power to exam ne
whet her the application or invention to which it
relates neets the requirenents of the EPC. The sane is
true for requirenents which the exam ning division did
not take into consideration in the exam nation
proceedi ngs or which it regarded as having been net. If
there is reason to believe that such a requirenent has
not been net, the board shall include this ground in

t he proceedings."”

In the present case, the board noted that claim1l is
not clearly fornul ated because, firstly, a plant
decar boxyl ase cannot have a DNA sequence (either it has
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an am no acid sequence, or it is encoded by a given DNA
sequence), and, secondly, it is not clear fromits
wor di ng whet her by the term "DNA fragnent" the whol e
sequence recited in the claimis nmeant or any sequence
within that recited.

This lack of clarity objection under Article 84 EPC was
officially communicated to the appellant as a

provi sional view of the board in the annex to the
summons to oral proceedings (cf Section V above).

The appell ant, who had indicated in the statenent of
grounds of appeal that "the clains of record are
restricted to one such nucl eoti de and one such am no
aci d sequence" (cf page 12, fourth paragraph), decided
not to reply to the board' s objection and not to
propose any anendnent to the clains on file. Mreover,
t he appellant decided not to attend oral proceedi ngs
where the question m ght have been clarified.

In respect of the first clarity problemof claim1, it
can be seen as being caused by an unfortunate
formul ati on which the skilled person would be able to
recogni se and put in the correct perspective. However,
the board cannot of its own notion adopt a clearer
fornmul ation of the claim

The second clarity problemis a nore serious one as it
| eaves the addressee guessing as to what exactly falls
within the ternms of the claim In fact, the wording "a
DNA fragnment conprising an isolated and purified DNA
sequence encodi ng a plant tryptophan decarboxyl ase,
wherei n the plant decarboxyl ase has the foll ow ng DNA
sequence” does not unanbi guously indicate that the
claimis limted to a DNA fragnent conprising only the
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entire sequence CTCTCT.... AAAAAAA recited therein. The
claimleaves open to interpretation the exact structure
of the DNA sequence encodi ng a plant tryptophan

decar boxyl ase which is conprised in the claimed DNA
fragment.

8. For these reasons, the board considers that claim1l on
file does not neet the requirenents of Article 84 EPC

9. Under these circunstances, it is not necessary to enter
into the nerit of the inventive step question.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r person:

U. Bul t mann U. Ki nkel dey
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