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Summary of Facts and Subm ssi ons

2566.D

Thi s appeal is against the decision of the opposition
di vi sion posted on 28 January 1999 to revoke European
patent No. 0 324 938 ("the patent") based on European
pat ent application No. 88 120 371.5 and concerning a
"Concentrated stabilized m crobubble-type ultrasonic

i magi ng agent and nethod of production”. Opposition was
filed by the respondent agai nst product clainms 1 to 9
as granted, which all are directed to an ultrasonic

i magi ng agent as such, on the grounds of |ack of
inventive step (Articles 56 and 100(a) EPC), |ack of

i ndustrial applicability (Articles 57 and 100(a) EPC)
and insufficient disclosure (Articles 83 and 100(b)
EPC). None of the nethod clains 10 to 14 have been
attacked in the notice of opposition. The clains of the
patent as granted read as foll ows:

"1l. A concentrated roomtenperature stable ultrasonic
i magi ng agent conprising a parenterally
adm ni strabl e aqueous nedi um containing a
di spersion of mcrospheres at |east 80% of which
have dianeters in the range of 1 to 9 mm said
m crospheres consi sting of gas m crobubbl es
encapsul ated in a water-insolubilized
heat - denat ur abl e bi oconpati bl e protein, said
i magi ng agent havi ng a honogeneously di spersed
concentration of greater than 100 x 10°
m crospheres per m and maintaining this
concentration for over 4 weeks at a tenperature of
20 to 25°C.

2. The i magi ng agent of claim1 which has a
honmogeneously di spersed concentration of said

m crospheres greater than 200 x 10° m cr ospheres
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per m and which maintains this concentration for
over 4 weeks at a tenperature of 20 to 25°C

The imagi ng agent of claim1 in which said

m crobubbl es are encapsul ated wi th human serum

al bum n.

The imagi ng agent of claim1 in which said

m crospheres are suspended in an aqueous sol ution
of the same protein in which the m crobubbles are
encapsul at ed.

The i magi ng agent of claim4 which has a
honbgeneousl y di spersed concentration of from 300
to 600 x 10° m crospheres per m, and which
mai nt ai ns such concentration for at |east 8 weeks
at a tenperature of 20 to 25°C.

The imagi ng agent of claim4 or claim5 in which
said protein is human serum al bum n.

The imagi ng agent of claim4 or claim5 in which
90% or nore of said mcrospheres have dianeters in
the range from2 to 8 mm

A concentrated roomtenperature stable ultrasonic
i magi ng agent for intravenous adm nistration,
conprising a sterile agueous solution of human
serum al bum n contai ning a di spersion of

m crospheres at | east 80% of which have dianeters
inthe range of 1 to 9 mm said m crospheres
consisting of a bubble of air encapsulated in a
wat er-i nsol ubilized | ayer of said al bumn, said

i magi ng agent havi ng a honogeneousl y-di spersed
concentration of from 300 to 600 x 10° m cr ospheres
per mM and maintaining this concentration for at

| east 8 weeks at a tenperature of 20 to 25°C.

The i magi ng agent of claim8 in which at |east 90%
of said m crospheres have dianeters in the range

of 2to 8 mm
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10. A nmethod of producing a dispersion of mcrospheres
according to any of clainms 1 to 9 for use as an
ul trasoni c i magi ng agent in which an aqueous
solution of a heat-denaturabl e bioconpatible
protein is subjected to sonication to form gas
m crobubbl es while heating said solution to
i nsolubilize a portion of the protein, wherein the
i mprovenent conprises: during an initial
soni cati on phase directly contacting the tip of
t he sonicator horn with said solution and carrying
out the sonication and heating of said solution
wi t hout appreciable foam ng, then w thdraw ng the
soni cator horn to a position in the anbient
at nosphere proxinmate to the surface of said
solution and foam ng the solution to increase the
popul ati on of m crobubbl es, and encapsul ati ng the
m crobubbles with denatured protein to obtain a
di spersion of stabilized m crospheres of increased
concentration.

11. The nmethod of claim 10 in which said proteinis
human serum al bum n.

12. A method of producing a concentrated dispersion of
m crospheres for use as an ultrasonic inmaging
agent in which a solution of human serum al bum n
is subjected to a sonication process according to
claim 10, wherein the inprovenment conprises
hol di ng a body of the thus-obtained m crosphere
di spersion without agitation for sufficient tine
to permt the mcrospheres to rise therein and
concentrate in an upper |layer above the clarified
al bum n solution, and separating a portion of the
clarified al bum n solution fromthe concentrated
| ayer to obtain a dispersion of greater

m crosphere concentrati on.

2566.D
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13. The nmethod of claim 12 in which said dispersion of
greater concentration is fractionated by
wi t hdrawi ng a di spersion containing nost of the
m crospheres whil e | eaving behind a m crosphere
fraction containing the |largest size m crospheres
whi ch had col | ected near the upper surface of the
di sper si on.

14. The method of claim 12 in which at |east 80% of
sai d m crospheres have dianeters in the range from
1 to 9 mmbut include mcrospheres of |arger
di aneters, which nmethod includes the further steps
of holding a body of the m crosphere dispersions
wi thout agitation for sufficient tinme to permt at
| east the m crospheres of larger than 10 mm
dianmeter to rise therein and concentrate in an
upper layer, and withdrawi ng a dispersion from
beneat h sai d upper |ayer containing nost of the
m crospheres of |less than 10 mm di anmeter while
| eavi ng behind a mcrosphere fraction containing
nost of the m crospheres of larger than 10 mm
di aneter. "

O the numerous docunments cited in the course of the
first instance opposition and subsequent appeal
proceedi ngs, the following are referred to in this

deci si on:

(4) EP-A-0 224 934:

(5 M W Keller et al, "Successful left ventricular
opaci fication follow ng peripheral venous
i njection of sonicated contrast agent: An
experinental evaluation", Am Heart J. 114, 1987,
pp 570-575.
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At the close of the oral proceedings, held on

7 Decenber 1998, the opposition division decided that
the clained subject-matter in the patent as granted,

al t hough conplying with Articles 57 and 83 EPC and
bei ng novel, |acked an inventive step. The essence of

t he reasoning in the opposition division' s decision was
as foll ows:

There was general agreenment that citation (4)
represented the closest state of the art. This citation
di scl osed a contrast agent for ultrasonic imaging in
the formof an aqueous protein solution conprising

m cr obubbl es (m crospheres) produced by subjecting an
aqueous sol ution of human serum al bum n (HSA) to high-
frequency ultrasonic energy. O the m crobubbles
produced, approximtely 9.5 x 10%/ n of solution were in
the 2-6 mcron range, and rel atively negligible amunts
of m crobubbles in the range above 6 mcrons were
formed (see (4) especially bottomof page 7). As an
alternative to denaturation of the protein |ayer of the
m crobubbl es al ready resulting from devel opnment of heat
during sonication, the protein could be further
denaturated and the m crospheres stabilized by an
additional heat treatnment at a tenperature in the range
of 50 to 60°C. The m crospheres fornmed froma 5%
aqueous al bum n sol ution which had been sonicated and
stabilized existed for 48 hours or |onger (see (4),
page 8, penultimate paragraph). Such mcrospheres could
successfully be used for left ventricular opacification
foll owi ng peripheral venous injection and elim nated
the air enmbolismtoxicity risks inherent in this

di agnosti ¢ et hod.
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Citation (5), of which the inventor of (4) was a co-
aut hor, also reported successful left-ventricular
opacification by the injection of m crospheres obtai ned
by a sonication process simlar to that descried in
(4). The nean particle size of the m crospheres of (5)
was bel ow 9 nm and the mean concentration 22 x 10°

m crospheres/ m, although even higher concentrations up
to 30-50 x 10° m crospheres/ M woul d appear to be

achi evabl e by the sonication nethod disclosed in (5).

The opposition division then specifically pointed to
the follow ng statenents in (5), nanely that "the

i ndicator-dilution analysis used indicated a |inear
rel ati onshi p between bubbl e concentrati on and

ul trasound backscatter” and that "further devel opnent
and standardi zation techniques wll certainly yield

m cr obubbl es nore uniformin size and nore stable".

The opposition division found that the only difference
bet ween the cl ained subject-matter and the prior art of
(4) and (5) was the higher concentration of

m crospheres/m in the ultrasonic imging agent in the
patent. It enphasised that, according to the
respondent’'s own submi ssions, a direct relationship
between stability and concentration of the m crospheres
existed. This led the opposition division to infer in

t he deci sion under appeal that the "figures of
concentration and stability duration are arbitrarily
chosen over those known fromthe prior art" (see
bottom of page 11 of the deci sion.

On the basis of its analysis of the cited state of the
art the opposition division reached the concl usion that
citation (4) had disclosed the use of high
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concentrations of mcrobubbles in ultrasonic inmaging
agents and that citation (5) clearly suggested to those
skilled in the art that even higher concentrations

m ght be highly desirable to inprove the ultrasonic
contrast. Moreover, in the opinion of the opposition

di vision, those citations had already taught that a
direct relationship existed between the stability of
the m crospheres and their concentration in the
ultrasoni c i magi ng agent. The opposition division

concl uded therefromthat the clainmed ultrasonic inmaging
agent was the result of an obvious conbination of the
teachings of citations (4) and (5) and thus devoi d of
an inventive step. This was all the nore so, because
the use of a simlar type of m crobubbles was reported
in (4) to elimnate the air enbolismtoxicity risks

i nherent in the adm nistration of ultrasonic contrast
agents and therefore the all eged technical prejudice
agai nst using the claimed contrast agents in the patent
no | onger exi sted.

The proprietor (appellant) filed a notice of appeal and
paid the appeal fee on 18 March 1999 and filed a
statenent of grounds of appeal on 28 May 1999. The
respondent requested a two nonth extension of tine to
respond to the statenent of grounds of appeal in a
letter of 27 Septenber 1999 and a further two nonth
extension of tinme in a letter of 22 Novenber 1999.

By a letter dated 1 Decenber 1999, the Registrar of the
board notified the parties of the board' s refusal of

the respondent's request for a second extension of tine.
In a comuni cation of 10 Decenber 1999, sent in

response to a tel ephone call of 10 Decenber 1999 by the
respondent’'s representative to the Registrar, detailed
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reasons were given why the board had decided not to
grant the further extension.

In response to the summons to oral proceedings,
schedul ed for 22 January 2003, the respondent's
representative inforned the board in a letter of

16 Decenber 2002 that the respondent woul d neither be
present nor represented at those oral proceedings.

I n advance of the oral proceedings the appellant filed
by facsimle of 10 January 2003, |ess than two weeks
before the date fixed for the hearing before the board,
further observations and three anended sets of clains
formng its first, second and third auxiliary requests.

The i ndependent product claiml1l of the first auxiliary
request reads as follows, with the sol e anmendnent
indicated belowin bold italic letters:

"1l. A concentrated roomtenperature stable ultrasonic
i magi ng agent conprising a parenterally
adm ni strabl e aqueous nedi um containing a
di spersion of mcrospheres at |east 80% of which
have dianeters in the range of 1 to 9 mm said
m crospheres consi sting of gas m crobubbl es
encapsul ated in human serum al bum n, said i maging
agent havi ng a honogeneously di spersed
concentration of greater than 100 x 10°
m crospheres per m and maintaining this
concentration for over 4 weeks at a tenperature of
20 to 25°C.
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The i ndependent product claiml of the second auxiliary

request reads as follows, with the sol e anmendnent

indicated below in bold italic letters:

"1.

A concentrated roomtenperature stable ultrasonic
i magi ng agent conprising a parenterally

adm ni strabl e aqueous mnedi um containing a

di spersion of mcrospheres at |east 80% of which
have dianeters in the range of 1 to 9 mm said

m crospheres consi sting of gas m crobubbl es
encapsul ated in a water-insolubilized heat-
denat ur abl e bi oconpati bl e protein, said inmging
agent havi ng a honogeneously di spersed
concentration of greater than 200 x 10°

m crospheres per m and maintaining this
concentration for over 4 weeks at a tenperature of
20 to 25°C."

The product clainms 1 to 5 of the third auxiliary

request read as follows, with the amendnents in claim1l

indicated below in bold italic letters:

"1.

A concentrated roomtenperature stable ultrasonic
i magi ng agent conprising a parenterally

adm ni strabl e aqueous mnedi um containing a

di spersion of mcrospheres at |east 80% of which
have dianeters in the range of 1 to 9 mm said

m crospheres consi sting of gas m crobubbl es
encapsul ated in a water-insolubilized heat-

denat urabl e bi oconpati ble protein, and being
suspended in an aqueous solution of the sane
protein in which the m crobubbles are

encapsul ated, said imagi ng agent having a
honogeneously di spersed concentration of from 300
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to 600 x 10° mi crospheres per nmi and which
mai nt ai ns such concentration for at |east 8 weeks
at a tenperature of 20 to 25°C.

2. The i magi ng agent of claim1 in which said
m crobubbl es are encapsul ated wi th human serum
al bum n.

3. The i magi ng agent of claim 1 in which 90% or nore
of said m crospheres have dianeters in the range
from2 to 8 nm

4. A concentrated roomtenperature stable ultrasonic
i magi ng agent for intravenous adm nistration,
conprising a sterile agueous solution of human
serum al bum n contai ning a di spersion of
m crospheres at | east 80% of which have dianeters
inthe range of 1 to 9 mm said m crospheres
consi sting of a bubble of air encapsulated in a
wat er-i nsol ubili zed | ayer of said al bumn, said
i magi ng agent havi ng a honogeneousl y-di spersed
concentration of from 300 to 600 x 10° m cr ospheres
per mM and maintaining this concentration for at
| east 8 weeks at a tenperature of 20 to 25°C.

5. The i magi ng agent of claim4 in which at |east 90%
of said m crospheres have dianeters in the range

of 2to 8 NMm "

The nethod clains 6 to 10 correspond to the nethod
clainms 10 to 14 as granted, with the dependencies
anended as necessary.

Oral proceedi ngs before the board were held in the
absence of the respondent as provided for in Rule 71(2)
EPC. At the end of the hearing, the board decided to
continue the proceedings in witing, in accordance with

directions to be given in a comunication, in order to
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gi ve the absent respondent the opportunity to present
its cooments on the appellant's late-filed auxiliary
requests.

In the said communi cation, sent on 27 January 2003, the
board infornmed the parties that it had becone cl ear
during the oral proceedings that the board woul d be
unlikely to allow the appellant's main request filed
with the statenent of grounds of appeal (maintenance of
the patent in the formas granted), or its first or
second auxiliary request. In the board' s judgnent, it
appear ed uncl ear whether, in assessing inventive step
usi ng the probl enfsol ution approach, the problem as

di scussed during the oral proceedings had, according to
claim1l of the above-nentioned requests, been shown to
be sol ved across the whole range. As a result of the

di scussion of the case at the hearing, it appeared,
however, that the above objection would not arise as
regards the clains of the third auxiliary request.
However, the board considered the auxiliary requests
filed with the appellant's facsimle of 10 January 2003
to be prima facie inadm ssible by reason of being filed
so late that, if one of those requests was indeed held
to be adm ssible without giving the respondent an
opportunity to coment on them it mght be said the
respondent had been prejudiced.

The board nade the following directions inits

conmuni cati on

"1. The proceedings shall be continued in witing only
for the purpose of giving the respondent an
opportunity to coment on the allowability of the
auxiliary requests. If it so wishes, it should
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file witten observations to be received no |l ater
than two nonths after the deened date of receipt
of this conmuni cati on.

2. | f the respondent does file such observations, the
appel l ant should file any observations in reply,
and limted to replying thereto, to be received
within two nonth after the deened date of receipt
fromthe board of the respondent's observations.

3. The tine limts in 1 and 2 above will not be
ext ended.
4. No subm ssions of any kind and no new evi dence or

requests (including requests for further oral
proceedi ngs) fromeither party will be considered.

5. The board's decision will include an order for
apportionnment of costs so that the appellant pays
any costs incurred by the respondent after
10 January 2003. It follows fromthe above that
those costs will be limted to only those
reasonabl e costs properly incurred by the
respondent in conplying with these directions.

6. Since the continuation of the appeal proceedi ngs
wi |l have the effect of continuing the period
during which the effect of the decision under
appeal is suspended (Article 106(1) EPC), the
appel I ant has undertaken not to start any
i nfringenment proceedings on the patent in suit
until the effective date of the board' s decision.”

2566.D
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Inits reply of 24 March 2003 to the board's

comuni cation (i.e. the first subm ssion of the
respondent in the course of the appeal proceedings),
t he respondent argued essentially as foll ows:

The first and second auxiliary requests did not appear
to inprove the appellant's position over the main
request, since the only enabling disclosure in the
patent was to a process that inevitably resulted in a
suspensi on of the protein mcrocapsules in the protein
solution that had been sonicated. The m crocapsul es
coul d not be separated fromthe solution and either
presented dry or suspended in another liquid. A
suspensi on of the mcrocapsules in a solution of their
own protein was the only product for which the

appel  ant had any evidence of stability. This issue
applied to albumn in accordance with the first

auxi liary request just as nuch as to any other protein.
In addition, as the respondent's experinental reports
had shown, concentrations at the | ower end of the
concentration range (ie below 300 x 106/n1) inclaiml
as granted were not stable. Hence, the second auxiliary
request was al so not acceptabl e.

However, the respondent did not wish to object to
claims 1 to 3 of the appellant's third auxiliary
request (see | X above). However, it did object to
claims 4 and 5 of the third auxiliary request (again,
see | X above), since they were, in the respondent’'s
opinion, not limted to the m crospheres being
suspended in a solution of the sane protein as was used
to prepare and encapsul ate the m crobubbles. It
appeared that the om ssion of this feature from

claims 4 and 5 of the third auxiliary request was an
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oversight, since the appellant's description of this
clai mrequest on page 2 of its letter of 10 January
2003 indicated that the request was supposed to be "a
conmbination of clains 1, 4 and 5 as granted" and that
"the m crospheres are stated as being suspended in an
aqueous solution of the same protein (in) which the

m cr obubbl es are encapsul at ed”.

| f the appellant amended its third auxiliary request to
delete clains 4 and 5, or to nmake these dependent on
claim1, and nmade this his only claimrequest, then the
respondent would withdraw its opposition.

In a further conmunication of 16 March 2004 the board
repeated its view that the main request (maintenance of
the patent with the clainms as granted) and the first
and second auxiliary requests would not appear to be
acceptable for the reasons summari sed in paragraph 2 of
its previous comunication of 23 January 2003. In this
second conmuni cation, the board al so remai ned of the
view that the clainms of the third auxiliary request did
not suffer fromthis objection and were potentially
allowable. In this respect the board noted that the
respondent had submitted it would withdraw its
opposition if the third auxiliary request was anended
as set out in XIl above, |ast paragraph.

The board comuni cated to the parties its opinion that,
if the matter was capable of resolution on terns the
parties could agree and which the board could in the
public interest approve, then such a resolution should
be advanced. Further, if the parties agreed on a single
request, the board would have to give effect to that
agreenent by ending the appeal proceedings (T 615/96 of
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13 Novenber 2001, unpublished in Q3 EPO). Although the
respondent had indicated it would withdraw its
opposition and thus cease for alnost all purposes to be
a party to the proceedings, it should remain a party in
order for the condition of identity of pending requests
to be satisfied. Both parties should also find it in
their interest to have a formal decision and order - in
the respondent’'s case to be able to enforce the order
for an apportionment of costs and, in the appellant's
case, to have confirmation that its undertaking of

22 January 2003 (not to take infringenment proceedings
until the effective date of the board's decision) was
di schar ged.

Accordingly, the board's previous direction that no
further requests woul d be considered was nodified to
t he extent necessary to accommpdate the foll ow ng
further directions: "Wthin two nonths of the deened
date of receipt of this comunication:

- the appellant, if it so wishes, should file a
request (called "sole request”) in the formof the
third auxiliary request filed on 10 January 2003
anmended in one of the ways indicated by the
respondent, withdraw its other requests and file
its witten consent to an order being nade by the
board in the terns of the annexed draft;

- the respondent, if it so wishes, should file its
witten consent to the "sole request” and to an
order being nade by the board in terns of the
annexed draft."
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The draft order annexed to the communi cation read as
foll ows:

"1. The decision under appeal is set aside.

2. The case is remtted to the first instance with
the order to maintain the patent on the basis of
the clains in the request entitled "sole request”
filed on (....... full date to be inserted when
known) .

3. The respondent's costs shall be apportioned so
that the appellant pays to the respondent £ 494
(the sumto be paid was expressed in pounds
sterling since it appeared the parties had agreed
a sumin that currency).

4. The undertaking given to the board by the
appel l ant on 22 January 2003, not to start any
i nfringenment proceedings on the patent in suit
until the effective date of the board's decision,
i s hereby discharged (the effective date of the
deci sion and thus the date of the discharge of the
undertaki ng, would be the date the decision is
given to the EPO postal service, see G 12/91, QJ
EPO 1994, 285)."

At the end of this comunication, the board nmade it
unanbi guously clear that, if the above directions were
not conplied with within the tinme indicated above, it
woul d proceed to prepare and issue a decision on the
basis of the materials then on file.
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Inits reply of 6 May 2004, the appellant indicated
that there were four requests on file. These were the
mai n request and its first, second and third auxiliary
requests. It enphasised, however, that it would be
prepared to file the third auxiliary request as a sole
request (but not anended in one of the ways indicated
by the respondent), if this assisted the board in these
proceedings. It further noted that claim4 of the third
auxiliary request was originally claim8 in the granted
patent and it seenmed that the respondent only commented
on the third auxiliary request when invited to do so by
the board in January 2003. It |ikew se appeared that

t he board had not specifically comented either, in a
positive or negative manner, on the patentability of
claim4 of the third auxiliary request.

The respondent essentially argued in its reply to the
board's comuni cation that the technical feature of
keepi ng the m crospheres in a solution of the sane
protein fromwhich they were nade appeared to be
essential for stability. This feature was present in
claiml1l of auxiliary request 3 but was, in the
respondent’'s opinion, not present in independent
claim4 of auxiliary request 3. This was why it
continued to oppose it and could not w thdraw the
opposi tion.

In view of the foregoing the follow ng requests are on
file:

The appel | ant requests that the decision under appeal
be set aside and that the patent be maintained on the
basis of its main request or its first, second or third
auxiliary request in that order.
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The respondent requests that the appeal be di sm ssed.

Reasons for the Decision

1

The appeal is adm ssible.

| nt roductory remarks

2566.D

Fromthe history of the case it is clear that the need
to continue these proceedings in witing resulted
solely fromthe late introduction of the appellant's
first, second and third auxiliary requests with its
facsimle of 10 January 2003, i.e. only 12 days before
t he hearing before the board on 22 January 2003,

wi t hout giving any previous warning or any sound
reasons or explanation for such | ateness. The board's
concl usion was that these requests were prinma facie

i nadm ssible by being filed so late that if one of them
was hel d adm ssi bl e without giving the respondent an
opportunity to comment on them it mght justifiably be
said that the respondent had to been prejudiced by
violation of its rights guaranteed in Article 113(1)
EPC.

Both during the oral proceedings and subsequently in

its comuni cations of 23 January 2003 and 16 March 2004,
the board clearly expressed its view that the

appel lant's main request (maintenance of the patent

with the clains as granted) and likewise its first and
second auxiliary requests could not be allowed for the
reasons summari sed, inter alia, in the said

conmuni cations. The board nmade it simlarly clear that
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2.3
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the only justification for exercising its discretion in
favour of the appellant and for admtting the
|ate-filed requests into the proceedings lay in the
fact that the clains of the appellant's third auxiliary
request appeared, in the board' s prelimnary opinion,
prima facie allowable, provided the respondent’s
witten submssions in reply to the official

comuni cations would not | ead the board to adopt a

di fferent opinion.

One reason for holding late-filed requests (or other
subm ssions) inadm ssible is the delay which would

ot herwi se be caused to the proceedi ngs. Such del ay may
not only prejudice other parties to the case but al so
parties to other pending cases and, in a nore general
sense, sections of the public who have an interest in
the outcone of a appeal in that the existence or not of
a patent, or the scope of a patent, nmay affect their
commercial activities. Such delay nmay be made worse by
t he suspensive effect of an appeal (Article 106(1) EPC)
whi ch may nean that a patent revoked at first instance
remai ns "alive" even beyond the date of the oral
proceedi ngs in the appeal sinply because a patentee has
filed new requests at a very late stage. In that sense
it my be said the system encourages the w thhol di ng by
patentees until a |ate stage of the requests nost
likely to succeed. If however one of those requests has
sonme nerits, a finding of inadmssibility, and thus
uphol ding of the first instance revocation deci sion,
may be seen as harsh. The question thus becones how to
bal ance procedural and substantive fairness.

That was the position with which the board was faced in
the present case. The immediate injustice to the
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respondent which m ght have been caused by finding the
|ate-filed requests adm ssible could be mtigated by an
apportionment of costs in the respondent’'s favour.
There remai ned however the further possible injustice,
to both the respondent and the public, arising fromthe
conbi nati on of delay and the suspensive effect. The
board avoided this injustice by requiring the appell ant
to give an undertaking to the board not to conmence

i nfringenment proceedings on the patent in suit until a
decision in the present appeal proceedings was issued.
Such a requirenent may appear harsh but, in the board's
opinion, this is a situation which calls for "tough
justice" - the patentee who files a late request is

al l oned the chance to pursue that request, and thereby
to save its patent, but at the price of not being able
to enforce the patent in the neantinme. O course, if
the possibility of such an undertaki ng being required
per suades patentees to file the requests nost likely to
succeed at an early stage of proceedings, so nuch the
better for both other parties and the public.

It may be asked, what is the value of such an
undert aki n