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Summary of Facts and Submn ssions

1858.D

The appellants | and Il (opponents 02 and 03) | odged an
appeal against the interlocutory decision of the

Opposi tion Division maintaining European patent

No. O 551 894 in anended form

Qppositions were filed against the patent as a whol e
and based on Article 100(a) EPC (Il ack of novelty and
I nventive step).

The Qpposition Division decided not to admt anended
clainms filed as a nmain request in the course of ora
proceedi ngs before the Opposition Division, pursuant to
Rul e 71a EPC, but held that the grounds for opposition
cited in the Article 100(a) EPC did not prejudice the
mai nt enance of the patent as anmended on the basis of

t he docunents filed as fourth auxiliary request during
oral proceedings held on 11 February 1999.

The respondent (patentee) |odged an appeal against the
deci sion not to have admtted the anmended clains filed
as mai n request.

Oral proceedings were held before the Board of Appea
on 10 July 2001.

(i) The appellants | and Il and the party to the
appeal proceedings as of right (opponent 01)
requested that the decision under appeal be set
asi de and the patent be revoked.

(ii) The respondent w thdrew his appeal and requested
that the appeals of the opponents be di sm ssed.
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Caim1l of the patent in suit as mmintained by the
Qpposition Division reads as fol |l ows:

"A dye-receiving elenent for thermal dye transfer
conprising a base having thereon a dye inmage-receiving
| ayer, wherein the base conprises a conposite film

| am nated to a support, the dye inage-receiving | ayer
bei ng on the conposite filmside of the base, and the
conmposite filmconprising a mcrovoided thernopl astic
core layer and at |east one substantially void-free

t hernopl astic surface | ayer, said conposite film being
made by coextrusion of said core and surface |ayer(s),
foll owed by biaxial orientation, the thickness of said
conposite filmbeing from30 to 70 um and said core

| ayer of said conposite filmconprising from30 to 85%
of the thickness of said conposite film"

The foll owi ng docunents have been referred to in the
appeal procedure:

S3: EP-A-0 439 049; and

S4: US-A-4 377 616.

Appel l ant 1 argued essentially as foll ows:

(i) Docunent S3 disclosed a dye-receiving el enent
conprising all the features of claim1 of the
patent in suit as anmended, in particular, the

features which had been under dispute, nanely that

(a) the base conprised a conposite film
| am nated to a support and that

(b) the conposite filmconprised at | east one
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substantially void-free thernopl astic
surface | ayer.

Wth regard to the above-nenti oned feature (a)
docunent S3 di sclosed that the dye receiving
el ement m ght contain, in addition to the
conposite film a backing layer and thus a
support.

Furthernore, in the English | anguage, the term

"l am nated" al so was used in connection with
coextruded | ayers and the term "support” was not
further specified in claim1. Thus, the subject-
matter of claim 1l al so enconpasses an el enent
according to conparative exanple 4 of docunent S3
because it conprised a plurality of coextruded

| ayers. Consequently, claim1l of the patent in
suit as anended did not differ in that point from
the prior art.

Wth regard to the above-nenti oned feature (b),
docunent S3 di scl osed exanpl es of dye receiving

el ements, conparative exanple 4 included, wherein
the surface | ayers conprised 3% cal ci um car bonat e,
fromwhich the respondent concl uded that these
surface | ayers were not void-free.

However, the addendum cal ci um carbonate in a

pol ymer | ayer m ght have two functions; firstly,
provi ding a surface roughness which allowed a
proper handling of the filnms (anti bl ocking), and,
secondly, the function of a voiding agent.

Docunent S3 did not disclose that the cal ci um
carbonate included in the surface |ayers should
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function as a voiding agent. On the contrary, a
person skilled in the art would recogni ze that

cal ci um carbonate was added to the surface | ayer
in order to achieve the desired surface roughness.
A |l arge nunber of indications in docunent S3
showed that the surface |ayers disclosed in
docunent S3 were void-free, even though they
conpri sed 3% cal ci um car bonat e:

- Docunent S3 nade reference to a porous core
| ayer but did not nmention the surface |ayer
bei ng porous;

- it suggested surface |layers containing 0%to 5%
by wei ght of an inorganic fine powder;

- it referred to a surface |ayer containing
substantially no inorganic fine powder for
i mproving surface snoothness w thout inpairing
cushi oni ng properties;

- it taught that if the surface | ayer was too
thick, the conpressibility of the support was
decr eased; and,

- in Figure 2, a conposite filmwas shown wherein
m crovoids only were present in the core |ayer.

Furthernore, the presence of an inconpatible
powder material in a polyneric filmwas a
necessary, but not a sufficient prerequisite for
the creation of mcrovoids by stretching of the
filmbiaxially. Further paraneters, |ike
tenperature and speed of the stretching process,
the particle size and the nature of the powder
material, and the properties of the polyneric
material had to be properly selected in order to
create m crovoi ds.
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Thus, it was clear, that, with conparative

exanpl e 4, docunent S3 disclosed a dye receiving
el ement wherein the surface |ayers were
substantially void-free. Mreover, the thicknesses
of the core layer and the surface |ayers fel
within the range indicated in claim1l of the
patent in suit as anended. Thus, the subject-
matter of claim1l was not novel with regard to the
prior art as disclosed in docunent S3.

Furthernore, the subject-matter of claim1l did not
i nvol ve an inventive step with regard to the
general teaching of docunent S3.

The cl osest prior art was represented by the
general teaching of docunment S3 rather than by any
speci fic exanpl es described in docunent S3.

Docunent S3 di sclosed a dye receiving el enent
conprising a support and a conposite film

consi sting of a mcrovoided thernoplastic core

| ayer and void-free surface |ayers (0% powder
material). The dye-receiving el enents according to
the invention as disclosed in docunment S3

conpri sed conposite filnms |am nated to a support
wherein the thicknesses of the surface | ayers of
the conposite filns were between 0.3 and 1.5 um

The subject-matter of claiml differed fromthe
general teaching of docunent S3 only in that the
surface | ayers were thicker

The objective underlying the patent in suit could
be seen in seeking the nost favourable paraneters
know ng and taking into account the positive and
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negative effects that a variation in a specific
paraneter m ght have.

The effects of thicker surface |ayers were known
from docunent S3, nanely a higher snoothness of
the surface and a decrease of conpressibility and
thus of the col our density.

However, a person skilled in the art, seeking to
optim ze a product, would also consider a
nodi fi cation of a paraneter, which mght result,
in one aspect, in a |less favourable property of a
product, in particular, as he knew about the
effect of such a variation.

Thus, it was obvious to provide a dye receiving

el ement with thicker surface |ayers, in particular
as the thicknesses of surface |ayers indicated in
docunent S3 (1.5 um differed only slightly from
the m ni mumthickness (2.25 um of the surface

| ayers as clained in claim1 of the patent in suit
as amended.

Wth regard to the question of |lack of novelty,
appellant Il added that it had to be taken into further
consideration that the patent in suit conprised a
nunber of exanples wherein the surface |ayers were

pi gmented, but void-free filns. The inclusion of
pigments in a thernoplastic filmthus did not
inevitably result in the creation of voids.

Wth regard to the question of |lack of inventive step,
appel lant |1 argued essentially as foll ows:

The cl osest prior art was represented by application
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exanpl e 2 of docunent S3 from which the subject-matter
of claiml1l of the patent in suit as anended only
differed in that the surface |layers had a greater

t hi ckness.

The probl em underlying the patent in suit could not be
seen in an inprovenent of the prior art, in particular
of application exanple 2 of docunent S3. The enbodi nent
of the patent in suit as granted (receiver D), which
had shown the best results with regard to col our
density, nottle and curl, had been cancell ed, because
it fell no longer within the scope of the anmended
clainms. This enbodi nent, however, was very simlar to
application exanple 2 of docunent S3, now constituting
the cl osest prior art.

A problemunderlying the patent in suit therefore m ght
be seen in providing an alternative dye receiving
el ement .

However, it did not require an inventive step to
suggest a dye receiving el enment having | ess favourable
properties, in particular when taking into account the
narrow gap between the thickness of the surface |ayers
i ndi cated in docunment S3 and the m ninumthickness of
the surface layers as clained in claim1l of the patent
in suit as anended, and that docunment S3 nmakes nention
of the use of thicker surface |ayers.

The party to the appeal proceedings as of right argued
essentially as follows:

The subject-matter of claim1l was not novel with regard
to the prior art as disclosed in docunent S3.
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The surface | ayers of the dye receiving el enent
according to docunent S3 were void-free. The situation
wWithin a thin surface |ayer was conpletely different to
that of a thick core layer and the inclusion of powder
material in these |ayers mght result in the creation
of voids in one |ayer but not necessarily in the other

| ayer. The purpose of powder material in surface |ayers
was the generation of a specific mcroroughness of the
surface | ayers. The patent in suit as well as docunent
S3 suggested surface |ayers conprising the sane type of
powder material .

Wth regard to the generic disclosure of docunent S3,
the subject-matter of claim1 did not neet the
criterion for a selection of being novel, because claim
1 neither clainmed a narrower range nor did its subject-
matter have a useful purpose. The cl ained selection did
not lead to better results.

Furthernore, the subject-matter of claim1l did not

i nvolve an inventive step with regard to the prior art
as disclosed in docunent S3 alone or in conbination

wi th docunent $4.

Docunent S3 represented the closest prior art. However,
in view of the fact that claim1l concerned alternative
el ements which were worse in conparison to those of the
prior art, no specific problemcould be defined. By
suggesting thicker surface |ayers, the patent in suit
as amended was directed to alternatives which were

obvi ous.

Mor eover, docunent S4 di scl osed conposite filns having
the features of claim1l of the patent in suit wherein
it was explicitly taught that the skin |ayers of such
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conposite films should not be too thin.

The respondent argued essentially as follows:

The subject-matter of claim1 was novel, because
docunent S3 neither disclosed that the conposite film
according to the conparative exanple 4 of docunent S3
was |am nated to a support, nor that the surface |ayers
of the conparative exanple 4 were substantially void-
free.

Docunent S3 taught that the supports according to the
i nvention as disclosed in docunent S3 may conprise a
backi ng | ayer. This suggestion did not concern
conparative exanple 4.

No evi dence was produced that the term"lam nated" was
used in connection wth coextruded filns. If there was
any unclarity, then the specification of the patent in
suit could be taken into consideration which clearly
descri bed the neaning of the term"lamnated to a
support™.

As could be seen fromtable 1 of docunent S3, the
surface | ayers of conparative exanple 4 conprised 3%
CaCO; which was a known voi ding agent. The content of
voi di ng agent in these surface |ayers was 30% of that
in the core layer. Thus, the level of void initiating
agent in the surface |ayers was substantial and
therefore, docunent S3 did not teach conposite filns
conprising substantially void-free surface | ayers.

The subject-matter of claim1l also involved an
I nventive step
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Docunent S3, in particular application exanple 2,
represented the closest prior art. It disclosed dye
transfer type printing sheets conprising conposite
films wherein the surface | ayers of the conposite filns
had a thi ckness of between 0.3 and 1.5 pum The

t hi cknesses of the core layers indicated in the
exanpl es, which represent the invention according to
docunent S3, were above 95% of the thickness of the
respective conposite film Furthernore, in all these
exanpl es, the surface |ayers had voi ds because they
conprised 3% of the voiding agent CaCo..

The probl em underlying the patent in suit was to
provide alternative dye receiving el enents which
exhibited | ow curl, good gloss characteristics and yet
mai nt ai ned good col our density and gradati on.

The patent in suit concerned dye receiving el enents
conprising a conposite filmhaving thicker and
substantially void-free surface |ayers and a thinner
core | ayer.

Thi s approach was not suggested by docunent S3.
Docunent S3 showed with conparative exanple 4 that the
use of thicker surface |layers did not produce
acceptable results. It led away from such an approach
by expressly stating that with thicker surface |ayers
the conpressibility would be reduced and the recording
sheet woul d have a reduced col our density.

Docunent S4 belonged to a technical field different
fromthat of the patent in suit and did not disclose a
dye-receiving elenent for thermal dye transfer.
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Reasons for the Deci sion

1858.D

Novel ty

Wth regard to the question of novelty, it has to be
exam ned whet her a dye-receiving elenment having all the
features of claim1 of the patent in suit as anended is
di scl osed as such in the docunents representing the
prior art. Accordingly, the follow ng has to be
consi der ed:

Docunent S3 describes, on the one hand, a group of
enbodi nents representing the invention according to
docunent S3, and, on the other, a group of enbodi nents
representing conparative exanples. These are two

di fferent groups and, consequently, any conbination of
a feature or statenent disclosed with regard to one of
these groups with a feature or statenment disclosed with
regard to the other of these groups goes beyond the

di scl osure of docunment S3, if that feature or statenent
is disclosed only with regard to one of these groups.

Conparative exanple 4 of docunent S3 concerns a three-
| ayer coextruded conposite filmwherein the thickness
of the core layer conprises 50% of the total thickness
of that conposite film It thus falls wthin the range
indicated in claim1l of the patent in suit as anended
as far as the proportion between the thickness of the
core layer and that of the conposite filmis concerned.
Conparative exanple 4 is the only exanpl e anong the
conposite films disclosed in docunent S3, which neets

t hat requirenent.

However, docunent S3 does not disclose the conposite
filmof conparative exanple 4 of docunent S3 being
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| am nated to a support. Such an option is disclosed in
docunent S3 only with regard to conposite filns
according to the invention as disclosed in docunent S3.
That option therefore does not apply to the conparative
exanpl es described in docunment S3, in particular
conparative exanple 4.

The term "a conposite filmlamnated to a support™ used
in claiml also has a clear technical neaning. Caim1l
of the patent in suit as anended specifies that the
dye-receiving el enent conprises a base wherein the base
conprises a conposite filmlamnated to a support. In
the following, reference is nade to the conposite film
side of the base, and the conposite filmis defined as
bei ng nade by coextrusion of a core and surface | ayers.
The base of the dye-receiving el enent according to
claiml of the patent in suit as anended thus conprises
two different elenents, nanely the conposite film and

t he support. Accordingly, the support cannot be
construed as being a part of the conposite film in
particul ar, as being one of the core or surface | ayers
formng the conposite film

Furt hernore, docunent S3 does not disclose that the
surface | ayers of conparative exanple 4 are
substantially void-free thernoplastic surface |ayers.

These surface |ayers conprise 3% of the known voi di ng
agent CaCO,, which represents 30% of the anmount of CaCO,
conprised in the core | ayer

According to the statenents of appellant | and the
party as of right, the formati on of m crovoi ds depends
not only on the fact that a voi di ng agent was present.
It al so depends on material and process paraneters.
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Docunment S3, however, neither explicitly discloses that
the surface | ayers of conparative exanple 4 are
substantially void-free, nor is that assunption

di rectly and unanbi guously derivable fromthe

i ndication of the material and process paraneters in
docunent S3.

Furthernore, it cannot be concluded fromthe physica
properties of the various enbodi nents indicated in
table | of docunent S3, that in particular the surface
| ayers of conparative exanple 4 were substantially

voi d-free.

Since the extent to which the powder material included
in the core |ayer and the powder material included in
the surface | ayers effectively contribute to the
creation of voids in these |ayers is not disclosed in
docunent S3, it is not possible to conclude definitely
fromthe physical properties indicated in table | of
docunment S3 that, in particular, the powder materi al
in the surface layers did not create voids and that
these | ayers were substantially void-free.

Mor eover, the thickness of the surface |ayers of
conparative exanple 4 differs significantly fromthat

of all other exanples, which makes it difficult to draw
further precise conclusions froma conparison of the
physi cal properties indicated in table |I of docunent S3
with regard the various exanples. Such considerations
were nmade by the parties but |ed to divergent
concl usi ons.

Consequently, it is not directly and unanbi guously
derivable fromthe disclosure of docunent S3 that the
surface | ayers of the dye-receiving el enent according
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to conparative exanple 4 are substantially void-free.

Docunent S4 does not concern a dye-receiving el enent
for thermal dye transfer. The conposite filns disclosed
therein do not conprise a dye imge-receiving |ayer.

Therefore, the subject-matter of claim1 of the patent
in suit as anended is novel with respect to the

di scl osure of docunents S3 and S4. The sane applies to
the subject-matter of dependent clains 2 to 8 and 10
and of process claim9. The latter includes the use of
a dye-receiving elenent as defined in claim1l of the
patent in suit as amended.

I nventive step

Cl osest prior art

Docunent S3, which represents the closest prior art,

di scl oses, in general form a dye-receiving el ement
conprising a base having thereon a dye inage-receivVing
| ayer. The base conprises a conposite film which may
be lam nated to a backing |ayer. That conposite film
conprises a porous m crovoi ded thernopl astic core |ayer
containing an inorganic fine powder and a thernoplastic
surface | ayer having a thickness of from0.3 to 1.5 yum
The conposite filmis nade by coextrusion of said core
and surface |ayers, followed by biaxial orientation.

The thernoplastic resin used for form ng the surface

| ayers contains substantially no inorganic fine powder
(0O to 5% by weight); the thernoplastic resin used for
formng the core |ayer contains 15 to 45% by wei ght of
an inorganic fine powder.
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Docunment S3 does not teach, in a general form a
specific rel ationship between the thickness of the core
| ayer and the total thickness of the conposite film In
the exanples 1 to 9 (cf. page 8, table |I of docunent
S3), which illustrate the invention as disclosed in
docunent S3, thicknesses of the core |ayers (57, 58, 59
and 148 um respectively) and those of the surface

|l ayers (1.5, 1.0, 0.5 pum are indicated. According to
these figures, the thickness of the core |ayer
conprises nore than 95% of the thickness of the
conposite film

The subject-matter of claim1l of the patent in suit as
anended differs fromthe prior art as represented by
the general teaching of docunent S3 in that the core

| ayer of said conposite filmconprises from30 to 85%
of the thickness of said conposite filmand that the
surface | ayers of such a conposite film are
substantially void-free.

2.2 Pr obl em Sol uti on

The object of the invention is to provide a base that
is planar both before and after printing, yields an

i mage of high uniformty and dye density, has a

phot ographi ¢ | ook and is inexpensive to manufacture;
thus to provide a base for a thermal dye-transfer

recei ver which exhibits ow curl and good uniformty
and provides for efficient dye-transfer (cf. page 2b of
the patent in suit as anended).

The object is acconplished in accordance with the
invention as defined in claim1l of the patent as
anmended (cf. page 2c, lines 1 to 14 of the patent in
suit as anended). That statenent in the patent

1858.D Y A
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specification was not in dispute.

Admttedly, it has not been shown that the dye-
receiving elenents according to the patent in suit as
anmended give rise to an inprovenent in conparison with
the elenments disclosed in the prior art, and sone of

t he enbodi nents disclosed in the specification of the
patent in suit as granted, which had been cancell ed,
appear to show better results.

However, the subject-matter of the clains of the patent
in suit as anended has to be examned with regard to
the prior art, and, in accordance with established case
| aw, an i nprovenent of the prior art is not a necessary
prerequisite for involving an inventive step.

Thus, the problemto be solved al so nay be seen in
providing alternative enbodi nents of dye receiving
el ements acconplishing the above-nenti oned objecti ves.

Obvi ousness

Consequently, the question to be answered is, whether

it was obvious for a person skilled in the art, in view
of the above-nentioned objectives, to provide a dye-
receiving elenent with a conposite film wherein the
core layer conprises 85%or |ess of the thickness of
the conposite film and wherein the surface |ayers are
substantially void-free.

This question has to be answered i ndependently of the
questi on whet her the dye-receiving el enent thus
suggested yields better or worse results in conparison
Wi th dye-receiving elenents as disclosed in the prior
art.
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Docunent S3 suggests, in the formof sone specific
exanpl es, conposite filnms wherein the core | ayer
conprises 95% and nore of the thickness of the
conposite film It further teaches, in particular, the
use of surface layers having a thickness of fromO0,3 to
1,5 um (cf. page 3, line 37 and claim 1) and nentions
that "if the outernost surface layer is too thick,

the void (porosity) of the support is decreased to
reduce conpressibility, and the resulting recording
sheet has a reduced col our density" (cf. page 4,

lines 24 to 26).

Docunent S3 thus |eads the person skilled in the art in
a different direction and does not suggest the use of a
conposite filmconprising thicker surface |ayers or, in
ot her words, of a conposite filmwherein the core |ayer
conprises less than 95% in particular, |ess than 85%
of the thickness of the conposite film Conparative
exanple 4 further shows that the use of thicker surface
| ayers apparently does not produce acceptable results.

Furthernore, in view of the indications in docunent S3
that, on the one hand, the conpressibility of the

el enent is reduced, if the surface |layers are too
thick, and, on the other, that the conpressibility is
determ ned by the anpbunt of mcrovoids wthin the

| ayers of the conposite filns, the use of thicker, but
neverthel ess substantially void-free surface |ayers
does not appear to be obvious.

To sumup, in order to solve the problem of providing
alternative dye-receiving el enents, the person skilled
in the art, firstly, would have to consider nodifying
the thickness of the surface |ayers of the known dye

recei ving el enents, secondly, would have to decide to
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go in a direction which is against the teaching of the
prior art, and, thirdly, would have to decide to keep
the surface | ayers substantially void-free, despite
their greater thickness.

Docunent S4 does not concern a dye-receiving el enent
havi ng thereon a dye inmage-receiving |layer and there is
nothing in the disclosure of docunent S4 which woul d
suggest to the person skilled in the art that the
conposite filns disclosed therein would be of benefit
in providing alternative enbodi nents of dye-receiving
el ements and in solving the problens arising fromthat
specific application.

Docunent S4 suggests that the skin |ayers of a
conposite filmshould be sufficiently thick. However, a
simlar remark can be found in docunent S3, where it is
noted: "If the thickness of the outernost surface |ayer
is less than 0.3 um the Beck's snpothness is reduced
due to the influence of the inorganic fine powder
projected on the surface of base layer” (cf. page 4,
lines 26 to 29). The fact, that the limt is set at a
rather low |l evel of 0.3 um does not hint towards the
use of surface layers having a significantly greater

t hi ckness, in particular a thickness exceeding that of
the upper limt of 1.5 pum suggested in docunent S3.

Thus, the subject-matter of claim1l of the patent in
suit as amended involves an inventive step with regard
to the prior art as disclosed in docunents S3 and $4
and therefore neets the requirenents of Article 56 EPC
The subject-matter of clainms 2 to 10 simlarly involves
an inventive step.
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For these reasons it is decided that:

The appeal s are di sm ssed.

The Regi strar: The Chai r man:

M Dai nese A. Burkhart
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