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Summary of Facts and Subm ssi ons
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The appel | ant (opponent) | odged an appeal against the
deci sion of the Opposition Division rejecting the
opposi tion agai nst the European patent No. 0 504 146.

Opposition was filed against the patent as a whole and
based on Article 100(a) EPC (lack of novelty,

Article 54 EPC, and |ack of inventive step, Article 56
EPC), Article 100(b) EPC and Article 100(c) EPC. The
Qpposition Division held that the grounds for
opposition did not prejudice the maintenance of the
patent in suit.

Oral proceedings were held before the Board of Appeal
on 28 August 2002.

The respondent (patent proprietor), although duly
summoned by the Board, was not represented at these
pr oceedi ngs.

The appel | ant requested that the decision under appeal
be set aside and that the European patent No. 0 504 146
be revoked.

The respondent requested that the appeal be dism ssed.

Claim1l of the patent in suit as granted reads as
foll ows:

"1l. A nethod of preparing a polyester preformfor
further processing into a polyester bottle, said

met hod conprising the follow ng sequence of steps:

produci ng a polyester preformfor a bottle by
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extrusion or injection noul ding;

applying a coating of a material that |owers the
coefficient of friction of the polyester on the
outer surface of the said preformto reduce damage
to the preformresulting in surface defects of the
bottl e, due to nutual contact of the preforns;

allow ng the coating to dry;

transporting the dried, coated preforns and

storing the said dried coated preforns.”

In the witten procedure and during oral proceedings,
t he appel l ant argued essentially as foll ows:

In the application as filed, the feature of drying of a
coating was disclosed only in conbination with coatings
in the form of aqueous emul sions, which appeared
reasonabl e since drying had to be construed as neani ng
reduci ng the water content. Liquid coatings not
cont ai ni ng water need not be dri ed.

According to claim1l of the patent in suit, however,
any coating should be allowed to dry, enul sions as well
as paraffin waxes, oils, silicon oils and other fats.
Drying of the latter, however, was not disclosed in the
application as filed.

Mor eover, the expression "allowing to dry" used in
claiml of the patent in suit as granted included
passi ve and active drying. However, the option of
passive drying of a coating was not disclosed in the
application as filed.
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Claim 1 had thus been anended in such a way that it
cont ai ned subj ect-matter which extended beyond the
content of the application as filed.

In the witten procedure, the respondent argued
essentially as foll ows:

In the statenment setting out the grounds of appeal, the
appel l ant had raised a new i ssue based on Article 123
EPC, which was thus not adm ssible.

As for the rest, the appellant's argunents were w t hout
merit. The liquid coating could be in the formof an
aqueous emulsion or in the formof a wax which was
liquid at the tenperature of use (10 - 75°C). Either
way, the coating was applied in a liquid formand had
to dry. Thus, the drying step related to the drying of
the coating itself and not, as contended by the
appel l ant, specifically to the reduction of the water
content of the enulsion of a specific enbodi ment. There
was no statenment in the patent in suit that waxes, oils
and fats should not be dried.

Reasons for the Decision
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Extension (Article 123(2) EPC

The ground of opposition according to Article 100(c)
EPC was nentioned in the notice of opposition, was
subj ect of the opposition procedure, was a point of
di scussion during the oral proceedings before the
Qpposition Division, and was subject of the inpugned
deci sion. Accordingly, the ground of opposition
according Article 100(c) EPC was introduced in the
course of the opposition procedure.
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Consequently, the objections raised with respect to the
requi renents of Article 123(2) EPC have to be
consi der ed.

In the Board's view, the fact that, during the appeal
procedure, the appellant referred to further features,
whi ch, allegedly, were not disclosed in the application
as filed ("allowing the coating to dry"), is tantanount
to bringing forward further argunents rather than

i ntroduci ng a new ground of opposition.

The step of drying the coating is disclosed in the
application as filed in the foll ow ng passages:

- page 2, line 36 to page 3, line 14: "In a
preferred enbodi nent of the invention the coating
is applied in liquid form- nanely, as an aqueous
emulsion - to the preforms ... The application of
the emulsion is followed by drying of the
preforms. Drying may for instance be effected by

- page 4, lines 14 to 18: "Wile still warm these
preforns were then sprayed with a 0.5% by wei ght
enul si on of pol ypropyl ene wax in water. After
drying, the preforns were handl ed and processed to
formbottles in the sane manner as in the
Conpar ati ve Exanpl e";

- claim6: "... wherein the coating is applied by
spraying the preformw th or imrersing the preform
in an aqueous emul sion of the coating agent,
optionally followed by drying the treated
preform”
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Accordingly, drying of a coating is disclosed in the
application as filed only in conbination wi th applying
a coating in the formof an aqueous enul sion.

The met hod according to claim1l of the patent in suit,
conprises the steps of applying a coating of a materi al
on the outer surface of a preformand allow ng the
coating to dry. Caim1l thus does not specify whether
the coating is in the formof an aqueous emnul sion or
not. Therefore, claiml1l of the patent in suit conprises
t he new aspect that any coating, whether in the form of
an aqueous emulsion or not, is allowed to dry.

Furthernore, according to the application as filed, cf.
claim6 of the application as filed, the step of drying
is denoted as being optional. Thus, it is not directly
and unanbi guously derivable fromthe application as
filed that any form of coating necessarily requires
dryi ng.

Consequently, the fact that coatings in general, thus
al so coatings which are not in formof an aqueous

enmul sion, should be allowed to dry is not disclosed in
the application as fil ed.

Consequently, claim1 of the patent in suit has been
anended in such a way that it contains subject-matter
whi ch ext ends beyond the content of the application as
filed. Therefore, the patent in suit as granted does
not neet the requirenments of Article 123(2) EPC,
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For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
M Dai nese W Moser

2249 D

T 0408/ 99



