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may, neverthel ess, not be deleted under Article 123(2) EPC if
t he passage after anendnent arguably conveys a different
techni cal teaching; cf reasons 5. 3.
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Summary of Facts and Submn ssions

0660. D

This is an appeal by the opponent as sol e appel | ant
fromthe interlocutory decision of the opposition
di vi sion proposing to nmai ntain European patent

No. 493 114 in anended form

Caim1l of the application as originally filed reads as
fol | ows:

"1. A nmagnetic recording nmedi um conpri sing:

a non-nmagneti c support provided thereon a
plurality of |ayers, anbng which the outernost |ayer
contai ns a magnetic netal powder having an average
maj or axis length of not nore than 250 nmand a ratio
of the average major axis |length divided by an average
X-ray neasured particle size (board' s enphasis) being
| ess than 12."

The description of the application as originally filed
(page 6, lines 19 to 24, corresponding to page 3,
lines 33 to 35 of the published application) includes
the foll owi ng definition:

"The above-nentioned term 'an average crystallite
size', nmeans an average val ue obtai ned by neasuring 100
pi eces of particles in the (111) direction (board's
enphasis) in an X-ray diffraction nethod, and the

aver age val ue thereby obtained corresponds to the
average val ue of the m nor axes of the sane particles.”

In the course of the exam nation procedure the
applicant anended this definition by deleting the words
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"in the (111) direction in" and inserting "by" to form
the text of the description of the granted patent and
of the anended patent as approved by the opposition

di vision in the decision under appeal.

That part of claim 1l as approved by the opposition

di vision which - proleptically speaking, in view of the
conclusion below - is relevant to the present decision
reads as foll ows:

"1l. A magnetic recordi ng nmedi um conpri sing:

a non-nmagneti c support provided thereon a
plurality of layers including an outernost |ayer,
wherein the outernpst |ayer contains a magnetic netal
powder of the Fe-Al type having an average maj or axis
| ength of I ess than 250 nmand a ratio of the average
maj or axis length divided by average crystallite size
measured by X-ray diffractionmetry (board' s enphasis) of
| ess than 10, and wherein the average crystallite size
I's an average val ue obtai ned by neasuring 100 pieces of
the magnetic particles by an X-ray diffraction nethod,

excluding....'

L1l In a communi cati on annexed to a sumons to ora
proceedi ngs the board expressed a reasoned provisiona
view that the appellant opponent's contention that the
description had been anended inperm ssibly by del etion
of the phrase "in the (111) direction" appeared to be
correct.

| V. At oral proceedi ngs which took place before the board
on 24 January 2002 the respondent proprietor filed a
main and two auxiliary requests. The rel evant part of
claim1l1l of the main request reads as foll ows:
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"1. A nmagnetic recording nmedi um conpri sing:

a non-nmagneti c support provided thereon a
plurality of layers including an outernost |ayer,
wherein the outernost |ayer contains a nagnetic netal
powder of the Fe-Al type having an average nmjor axis
| ength of less than 250 nmand a ratio of the average
maj or axis length divided by average crystallite size
nmeasured in the (110) direction (board s enphasis) by
X-ray diffractionetry of less than 10, and wherein the
average crystallite size is an average val ue obt ai ned
by nmeasuring 100 pieces of the nmagnetic particles by an
X-ray diffraction nethod, excluding......

The wording of the relevant parts of clains 1 of the
first and second auxiliary requests is the sanme as that
approved by the opposition division (end of point I
above), ie it omts the phrase "in the (110)
direction".

The foll ow ng docunents were filed, anong others, with
t he statenent of opposition:

D4: Moore, Physikalische Cheme, 3. Auflage,
Seite 1046

D5: Technical Data for Magnetic Powder, Dowa M ni ng
Conpany, Produkt HW 1Al 3 Decenber 1988 and
Pi gnment pr tf ungsbericht, BASF, Probe HW1,
10 April 1990.

In the course of the appeal the appellant opponent
filed further docunments referenced D10 and D10A to D1OE
whi ch are commerci al correspondence and shi ppi ng
docunents relating to the product HW 1Al nenti oned



VI .

0660. D

- 4 - T 0438/ 99

i n Db5.

Al'so in the course of the appeal, the respondent
proprietor filed docunents including:

DP1: Declaration of M. Narito Goto dated
20 Decenber 2001

DP2: X-ray diffraction neasurenents on Fe-Al powder,
sanpl e K1650SB- 159.

The appel | ant opponent’'s argunments on the prelimnary

i ssue of the permssibility under Article 123(2) EPC of
the anendnent of the description by deletion of the
phrase "in the (111) direction” and its possible

repl acenent by the phrase "in the (110) direction” can
be summari sed as foll ows:

The criteria to be applied in judging the

perm ssibility of a correction under Rule 88, second
sentence, EPC had been set out in decision G 11/91 of
the Enl arged Board of Appeal, in particular at

points 5, 6 and 7 of the reasons and neither of the
corrections requested by the respondent proprietor, ie
repl acenent of (111) by (110) (main request), or sinple
deletion (1st and 2nd auxiliary requests), net this

st andar d.

The teaching in the description of the application as
originally filed at page 6, line 19 to 24, that
particle or crystallite size neant size neasured by
X-ray diffraction along the (111) direction was an
essential aspect of the original disclosure. It was
common general know edge in the art, as evidenced by
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D4, that there was a plurality of directions,
conventionally represented by the MIler indices (hkl)
of the corresponding set of diffracting planes, along
which the X-ray diffraction neasurenent coul d take
place; this was true in particular for the body-centred
cubic (bcc) lattice (the relevant |lattice for FeAl) for
which the drawing in D4 illustrated three exanples,

viz (200), (110) and (222). Furthernore different

di rections of neasurenent gave rise to different
crystallite sizes as was shown by the data sheet D5,
which reported different crystallite sizes d,, viz 15.5
and 12.5 nmfor the directions (110) and (200)
respectively for the magneti c powder which was the

subj ect of that report. The value for the coercivity H
of 110 kAm! specified in D5 indicated to the person
skilled in the art that the powder concerned was a
metal powder of the FeAl type.

Al t hough (111) was not a usual direction, being a very
weak peak, the person skilled in the art could not
conclude directly and unanbi guously that the
description of the application as originally filed was
not teaching this as an invention; even |ess could he
conclude directly and unanbi guously that the
description was actually teaching (110). Al though the
direction (110) was nentioned in the priority docunent,
G 11/91 explicitly decided at point 7 of the reasons
that the latter could not be used to justify a
correction under Rule 88, second sentence, EPC, since
it was not part of the application as originally filed
for the purpose of establishing the origina

di scl osure.

As regards the declaration of M. Narito Goto, who was
one of the inventors and not an independent expert, an

0660. D Y A
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obj ective assessnent of this docunment (DPl) showed t hat
in fact it confirmed the existence of different (hkl)
values and that, in particular, further peaks exist,

al beit weaker. It was also notable that DP1 did not
mention the direction (200), which as shown in D5 and
confirmed by the respondent proprietor's own docunent
DP2 filed at the oral proceedings before the board,

al so provided a peak usable for neasuring crystallite
size. Hence DPl1l provided no support for the
respondent's contention that the person skilled in the
art would realise not only that (111) was not a

pl ausi bl e direction, but that (200) was al so not

pl ausi bl e.

The respondent proprietor's argunents on the
prelimnary issue of the permssibility under Article
123(2) EPC of the anendnent of the description by

del etion of the phrase "in the (111) direction" and its
possi bl e repl acenent by the phrase "in the (110)
direction"” can be summarised as foll ows:

The reference in the description of the application as
originally filed to (111) resulted froma sinple
clerical error in the act of transcribing the correct
and i ntended value (110) fromthe priority docunent. As
was evi denced by the declaration of M. Narita Goto
(DP1) (an expert in the field whose evidence shoul d not
be di scounted nerely because he was al so one of the

i nventors), and confirnmed by the X-ray diffraction
nmeasurenents (DP2) on FeAl powder of the type featuring
in the present application, the | ocal peak occurring in
the (111) direction was extrenely faint conpared to the
conventional (110) peak. Hence the person skilled in
the art would realise imediately that the value (111)
was i nplausible. As was also confirned both by DP1 and
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DP2, he would equally i medi ately appreci ate that of
the two reasonably plausible alternative directions
(110) and (200), the fornmer was the overwhel m ngly

pl ausi bl e candidate for correcting the obviously
erroneous value. It was the conventional direction, it
had the | argest neasurenent peak by far, and it was
typographically closest to the clearly erroneous val ue.

Al t hough the priority docunent could not be relied on
directly to correct the erroneous value (111) to (110),
it could, nonethel ess, be adduced as evidence of the
conmon general know edge in the art that (110) was the
conventional direction used for neasuring crystallite
size by X-ray diffractionetry in the case of an FeAl
ferromagnetic netal powder having a crystal structure
represented by a body-centred cubic |attice;

cf G 11/91, reasons point 7, second sentence ("As a
result of the prohibition of extension under Article
123(2) EPC, docunents other than the description,
clainms and drawi ngs may only be used insofar as they
are sufficient for proving the cormmon general know edge
on the date of filing").

VIIl. The appellant opponent requested that the decision
under appeal be set aside and that the patent be
r evoked.

I X. The respondent proprietor requested that the appeal be

di sm ssed and that the patent be nmintai ned as anmended
i n accordance wth the foll ow ng requests:

mai n request: Claims 1 to 6 filed as main
request with letter of
3 March 2000, with repl acenent
page 1 filed during the oral

0660. D Y A
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proceedi ngs before the board,;

1st auxiliary request: Clains 1 to 6 filed as main
request with letter of
3 March 2000;

2nd auxiliary request: Clains 1 to 6 filed as
first auxiliary request
with letter of 3 March 2000.

Reasons for the Decision

1

0660. D

The appeal is adm ssible.

A prelimnary and potentially determ native issue to be
decided in this appeal is the permssibility under
Article 123(2) EPC of the amendnent of the description
of the application as originally filed by del etion of
the reference to the use of the (111) crystall ographic
direction for determnation of crystallite size by X-
ray diffraction, an anmendnent which was effected in the
exam nation procedure, objected to by the opponent in
the notice of opposition and explicitly approved by the
opposi tion division in the decision under appeal at
point 2 of the reasons. A second and closely |inked
issue is the permssibility under Article 123(2) EPC of
t he proposed anendnent of claiml in the present appea
proceedi ngs by insertion of a reference to the (110)

di rection, an anmendnent which, by the sane token, the
opposition division indicated as one which the
exam ni ng division "could also have all owed" as a
correction of a typographical error under Rule 88,
second sentence, EPC.
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As regards this first issue, the Enlarged Board of
Appeal in its decision G 11/91, Qu-dn / Celtrix

QJ EPO 1993, 125 explained the relationship between
Article 123(2) EPC and Rul e 88, second sentence, EPC,
and summarised it as follows:

"1l. The parts of a European patent application or of a
Eur opean patent relating to the disclosure (the
description, clains and drawi ngs) nay be corrected
under Rule 88, second sentence, EPC only within the
limts of what a skilled person would derive directly
and unanbi guously, using conmon general know edge, and
seen objectively and relative to the date of filing,
fromthe whole of these docunents as filed. Such a
correction is of a strictly declaratory nature and thus
does not infringe the prohibition of extension under
Article 123(2) EPC

2. Evi dence of what was common general know edge on
the date of filing may be furnished in connection with
an adm ssi ble request for correction in any suitable
form™

In particular, at point 2 of the reasons, |ast two
sentences, the Enlarged Board of Appeal specified a
first precondition that a corrective anendnent nust
meet: "The requirenent laid dowmn in Rule 88, second
sentence, EPC that a correction nust be obvious further
inplies that the incorrect information is objectively
recogni sable, too. The skilled person nust thus be in a
position objectively and unanbi guously to recogni se the
i ncorrect information using common general know edge."

and agai n at point b5: such an obvious error that a
skilled person is in no doubt that this information is

not correct and - considered objectively - cannot be
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meant to read as such. If, on the other hand, it is
doubt ful whether any information at all is incorrect,
then a correction is ruled out. The sane applies if
incorrect information only becones apparent in the

| ight of the proposed correction.”

In addition, at point 6 of the reasons, the Enlarged
Board of Appeal specified a second precondition that a
corrective anendnent nust neet: "The parts of a

Eur opean patent application as filed which relate to
the disclosure nust further allow a skilled person -
usi ng the conmon general know edge on the date of
filing - directly and unequivocally to ascertain the
preci se content of the information the person making
the request actually neant to give, instead of the
incorrect particulars, on the date of filing or when
maki ng an anmendnment under Article 123 EPC, so that, for
said skilled person, "it is imediately evident that
not hi ng el se woul d have been i ntended than what is
offered as the correction” (Rule 88, second sentence,
EPC). However, if there is any doubt that nothing el se
woul d have been intended than what is offered as the
correction, a correction cannot be nade."

The board is persuaded of the plausibility of the
respondent proprietor's subm ssion that the person
skilled in the art would appreciate that the reference
in the description of the application as originally
filed to neasuring particle or crystallite size by
X-ray diffraction along the (111) direction could not
have been intended. The appel |l ant opponent has not
adduced any evi dence that neasurenents are ever made on
FeAl type bcc lattice powders along this direction, the
docunent D5 show ng only (110) and (200), while the
docunent DP2 provides, in the judgenent of the board,
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convi nci ng evidence that the (111) peak is so much
weaker than peaks for, eg (110) and (200), that it is
sinply not credible that the latter direction would
ever be used, and certainly would not be taught in a
pat ent application w thout conment.

For the avoi dance of doubt which could be provoked by
the board's conclusion on this first issue, three
concei vabl e argunents in support of this conclusion

whi ch, on reflection, are not convincing should be
nmentioned for conpleteness. Firstly - as is inplicit in
the Enl arged Board of Appeal's reasoni ng quoted above -
an argunent that a skilled person who attenpted to

i npl emrent the literal teaching of the application would
soon di scover that it was virtually inpossible to make
measurenents in the (111) direction because the peak
was scarcely above the noise |level, cannot be
entertained, since it would represent an undue burden
for the reader of the specification if he had to
conduct experinents to interpret or construe the

di scl osure. Secondly the nere disparity between the
value (111) in the description of the application as
originally filed and the value (110) in the priority
docunent does not of itself allow any conclusion to be
drawn about the existence of an error in the
application docunents proper. Thirdly the nention of
(110) in the priority docunent in this particul ar case
was not in a context which could provide significant
evi dential support for an assertion that it was a
matter of common general knowl edge in the art that the
value (111) could not be correct, although, as
correctly pointed out by the respondent proprietor, it
was in principle possible that a priority docunent
could constitute or include evidence as to the conmon
general know edge in the art; cf G 11/91,
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reasons point 7 : "docunents other than the
description, clainms and drawi ngs may only be used

i nsofar as they are sufficient for proving the comobn
general know edge on the date of filing."

Hence the board concludes that the first precondition
for the permssibility of a corrective anmendnent
(cf 3.1 above) is fulfilled.

As regards the second precondition (point 3.2 above),
however, ie that it should be imedi ately evident that
not hi ng el se woul d have been intended than what is
offered as the correction, the board is not persuaded
of the plausibility of the respondent proprietor's
argunent .

The "of fered correcti on" now takes two alternative
forns:

(i) replacenent of the erroneous value (111) by the
al | egedly obviously correct value (110), which
features in the respondent's main request or,

(ii) deletion w thout replacenment of the erroneous
val ue (111), which features in the other requests.

As regards the offered correction (110), the evidence
of usabl e neasurenent peaks in DP2 serves, in the

j udgenent of the board, to confirmthe evidence in D5
that (110) is not the only plausible correction. D5
cites (differing) results for crystallite size based on
(110) and (200) directions, while DP2 shows that
whereas the (110) peak is the | argest, other
significant peaks occur, eg at (200) and (211). The
respondent proprietor's argunent that the fact that the
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nost plausi ble value (110) differs in only one digit
fromthe recognisably fal se value (111) woul d enabl e
the person skilled in the art to resolve the anbiguity
in favour of (110), is not convincing, since precisely
in the disclosure of an invention the skilled person
has to expect the unexpected. An inventive teaching
necessarily departs fromroutine procedures at sone
point. Indeed it can be quite as plausibly argued that
if the standard or nost usual value (110) was to be
used it would not, as a default value, need to be

i ndi cated, whereas the fact that a specific neasurenent
direction is nmentioned suggests that significant
technical information was being inparted at this point.
In this connection the board is mndful of the fact,
evidenced by D5, that crystallite size is a paraneter
dependent on the neasurenent nethod enpl oyed, resulting
in different "sizes" for neasurenents al ong different
directions. In addition, the fact that the clained
powder is distinguished fromprior art powders by a
rather small difference in the crystallite size
suggests that the precise neasurenment nethod used to
determne this size could well be significant.

5.2.1 Hence the board concludes that the second precondition
of being i mediately evident that nothing el se would
have been intended than what is offered as the
correction, is not net by the offered correction
of (110) in accordance with the respondent’'s main
request. As pointed out in G 11/91 at point 6 of the
reasons, |ast sentence, the existence of a doubt
precludes the permssibilty of corrective anendnent.
Here the board judges that the appellant opponent has
convi nci ngly shown that such a doubt exists, at |east
as regards the choice of the "correct" val ue.

0660. D Y A
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As regards the offered correction of deletion wthout
repl acenent the board judges this to be quite

i npl ausi ble. Although it is a usual pragmatic practice
for a reader who encounters a termin a docunent which
is unintelligible in context to proceed at first by
ignoring the termand trying to make sense of the rest
of the docunent, this kind of next and best resort of
maki ng do with what one has is ipso facto not a way of
divining the author's intention in relation to the
unintelligible term so as to be able to correct the

| atter. The doubt as to the |ikelihood that the drafter
of the application as filed while witing "in the (111)
direction"” intended not to refer to any direction

what ever, which would be the effect of the proposed
corrective amendnent, is so great, in the judgenent of
the board, as to border on certainty. The fact that a
termor phrase cannot be interpreted or construed
because it is unresol vably anbi guous does not
necessarily nmean that its deletion is a permssible
amendnent under Article 123(2) EPC, there renmains a
residual clear neaning in the anbiguous term eg, as in
the present case, that a specific direction was taught
and suppressing this fact results in a different

techni cal teaching. In the unanended text the reader is
taught that the direction is significant, in the
proposed anended text the reader is taught, at |east
implicitly, that the direction is not significant.

Hence the board concludes that the second precondition
of being imediately evident that nothing el se would
have been intended than what is offered as the
correction, is not net by the offered correction of

del etion of (111) w thout replacenent (other than
consequential grammatical anmendnent) in accordance with
the respondent’'s first and second auxiliary requests.
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6. Since all the respondent proprietor's requests involve
anmendnents to the application or patent which are not
perm ssi bl e under Article 123(2) EPC, they all fall to
be refused.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
M  Hornel | WJ. L. Weeler
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