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Summary of facts and subm ssi ons
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The appeal lies fromthe Qpposition D vision s decision
to reject the opposition agai nst European patent
No. 0 612 739.

At the oral proceedings before the Board, which took
pl ace on 5 Novenber 2002 and on which the Appell ant
(Opponent) was not represented, as announced with
|etter dated 13 June 2002, the Respondent (Proprietor
of the patent) filed a set of 10 clains and an anended
page 2 of the description. The only independent claim
read:

"1. A process for the production of ketene dinmers from
fatty acid halides by reaction with tertiary am nes,
characterised in that at least 1.15 noles of tertiary
amne that is liquid at the reaction conditions is used
per nole of fatty acid halide and the process is
carried out in the presence of not nore than 10% by

wei ght, based on the anobunt of fatty acid halide, of an
addi ti onal solvent, whereby the produced ketene dinmer
is obtained by stripping of tertiary am ne foll owed by
separation of fornmed crystals of tertiary am ne
hydrogen halide by acid extraction."

Inits witten subm ssions, the Appellant essentially
argued that docunent

(1): US-A-2 369 919

represented the closest state of the art. Starting

therefrom the problem underlying the invention was the
provi sion of a process wherein undesirable solvents are
replaced with environnentally friendly ones while being
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able to readily separate the al kyl ketene di mer (AKD)
fromthe reaction m xture. The cl ai med process was
obviously derivable fromthe conbi ned teaching of
docunents (1) and

(2): DE-A-2 335 488,

because the use of an excess tertiary am ne as sol vent
was known from docunment (1) and the renoval of tertiary
am ne hydrogen halide by acidic extraction and the
renoval of solvent by stripping were known from
docunent (2).

The Respondent submitted, that docunent (1) did not
give any hint to use an excess of tertiary am ne
instead of organic solvent in case the tertiary am ne
hydrogen halide is to be renoved fromthe AKD.
Docunent (1) did al so not suggest to renpve the
tertiary am ne hydrogen halide by acid extraction. As
docunent (2) only mentioned the use of organic
solvents, the clained process was not obviously
derivabl e fromthe conbi ned teaching of documents (1)
and (2).

The Appel lant had requested in witing that the
deci si on under appeal be set aside and that the
Eur opean patent No. 0 612 739 be revoked.

The Respondents requested that the decision under
appeal be set aside and that the patent be maintained
on the follow ng basis:

Cl ai ns: 1 to 10 as submitted at oral proceedi ngs
on 5 Novenber 2002;
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Descri ption: page 2 as submtted at oral proceedings
on 5 Novenber 2002; and
pages 3-6 as granted.

At the end of the oral proceedings the decision of the
Board was given orally.

Reasons for the decision

1
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The appeal is adm ssible.

Article 123(2) and (3) EPC

The clai ns and anmended page 2 of the description differ
fromthe clainms as granted only by the specification in
the clained process that the tertiary amne is liquid
at the reaction conditions. As such feature was

di scl osed on page 3, lines 9 to 11, of the application
as filed and as the clainmed scope is restricted by such
feature, this anmendnent does not contravene

Article 123(2) and (3) EPC.

Novel ty

After exam nation of the cited prior art docunents, the

Board has reached the conclusion that none of those
docunents describes all features of the process as
defined in Cdaim1 and, consequently, that Cains 1

to 10 are novel over the cited prior art. Since this
was not disputed, it is not necessary to give detailed

reasons for this finding.

| nventive step
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It was not contested that docunent (1) represents the
cl osest state of the art.

Docunent (1) describes a process of reacting tertiary
am nes with acid halides under anhydrous conditions and
i sol ati ng, al so under anhydrous conditions, the AKD
(page 1, left-hand colum, lines 23 to 32). Although it
is the essential disclosure of docunent (1) that such
reaction is carried out in the presence of sufficient
inert solvent to dissolve the AKD, thus facilitating

t he separation of the insoluble tertiary am ne hydrogen
halide by filtration (see page 1, left-hand col um,
lines 36 to 44, page 2, right-hand colum, line 61

to page 3, left-hand colum, line 14, and al

exanples), it also nentions on page 3, |eft-hand
columm, lines 14 to 21, the possibility to use an
excess of the tertiary amne as solvent or to carry out
t he dehydrohal ogenation in the absence of a sol vent.

Starting fromthe disclosure of docunent (1), the |east
anbi ti ous problem solved by the clained process is the
provi sion of a further process of preparing AKD.

Since it was indisputably nmade pl ausi bl e by conparative
Exanple 1 and the Exanples 2 to 4 of the patent in suit
that this problemwas effectively solved and since the
Board comes to the conclusion that the claimed process
is not an obvious solution to that problemin view of
the cited prior art, it is not necessary to consider
whet her a nore anbitious problem as fornmulated by the
Appel l ant (see point 111), has been sol ved.

The Appell ant argued that docunment (1) discloses the
use of an excess of tertiary am ne as solvent and the
stripping step for renoving the solvent. As
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docunent (2) teaches that the hydrolysis of AKD,
occurring when contacting it with water, can be
overcome by working under acidic circunstances when
extracting the tertiary am ne hydrogen halide, the
Appel l ant was of the opinion, that all reaction
features were known from docunents (1) and (2) and,
consequently, that the clainmed process was obviously
derivabl e from both docunents.

Docunent (1), however, teaches on page 1, |eft-hand
columm, lines 36 to 42, to use a chem cally equival ent
amount of tertiary am ne, based on the anmount of fatty
acid halide.

Furthernore, on page 3, left-hand colum, l|ines 14

to 22, of document (1) it is stated (a) that it is also
feasible to use an excess of the tertiary am ne as
solvent in cases where the AKD can be readily separated
fromthe amne and its hydrogen halide and (b) that the
dehydr ohal ogenati on can be carried out in the absence
of solvent when the presence of the am ne hydrogen
halide in the product is not objectionable in the use
to which the AKD is to be put.

That statenent (a), which does not give any guidance in
whi ch cases the AKD m ght be readily separated fromthe
am ne and its hydrogen halide, is to be considered in

t he context of the conplete content of docunent (1). As
this docunent teaches on page 3, right-hand col um,
lines 36 to 39, that an excess of one of the reactants
may i ntroduce sone difficulty in isolating the AKD, a
skilled reader would conclude fromthe statenent a)
that by using an excess of tertiary amne, in the
absence of any additional inert solvent, difficulties
in isolating the AKD could be expected. Since it could,
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furthernore, be concluded fromstatenment b) that in the
absence of any solvent the AKD may not be conpletely
separated fromthe tertiary am ne hydrogen halide, a
skill ed reader would conclude that, in order to be able
to separate the am ne and its hydrogen halide fromthe
AKD wi t hout getting involved in serious separation
probl ens, besides an excess of tertiary amne a
consi der abl e amobunt of additional inert solvent should
be present.

Therefore, docunent (1) cannot be considered to suggest
the use of an excess of tertiary amne, let alone, the
use of an excess of tertiary amne in the presence of
not nore than 10% by wei ght, based on the anmount of
fatty acid halide, of an additional solvent.

Docunent (2), which is concerned with the probl em of
stabilising AKD, describes a process for preparing AKDs
by reacting fatty acid halides with tertiary amnes in
inert organic solvents, adding an aliphatic saturated
carboxylic acid having a pKg of at |east 3.5 once the
dehydr ohal ogenati on has been conpl eted, washing with
wat er and isolating the AKDs by distillation of the
solvent (see the first and second paragraph on page 2,
the | ast conpl ete paragraph on page 3, the paragraph
bridgi ng pages 3 and 4 and the second full paragraph on

page 4).

As it is stated in the last two sentences of the first
full paragraph of page 3 that the anmount of sol vent
must be at |east four times the anount of fatty acid
halide in order that the reaction m xture renains
stirrable and the quality of the AKD is not reduced,
docunent (2) cannot be considered to suggest the use of
not nore than 10% by wei ght, based on the anmount of
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fatty acid halide, of an additional solvent.

As, thus, neither docunment (1) nor document (2)
proposes the use of an excess of tertiary amne in the
presence of not nore than 10% by wei ght, based on the
anount of fatty acid halide, of an additional solvent,
then already for that reason alone, the clainmed process
is not rendered obvious by the cited prior art
docunents.

Therefore, the Board cones to the conclusion that the
process according to Caim1l is not obviously derivable
fromthe cited prior art according to Article 54(2)

EPC.

Claims 2 to 10, which represent preferred enbodi nents
of Claim1l, derive their |ack of obviousness fromthe
same inventive concept.

For these reasons it is decided:

2926.D

The deci sion under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent on the follow ng basis:

Cl ai ns: 1 to 10 as submitted at oral proceedi ngs
on 5 Novenber 2002;

Descri ption: page 2 as submtted at oral proceedings
on 5 Novenber 2002 and pages 3 to 5 as
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gr ant ed.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

2926.D



