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Summary of Facts and Subm ssi ons

0024.D

On 29 April 1999, the appellant (patentee) | odged an
appeal against the interlocutory decision of the
Qpposition Division posted 5 March 1999, refusing the
request of the appellant for naintenance of patent

No. O 493 068 in anmended formaccording to the main
request, but maintaining the patent in anended form
according to the auxiliary request of the appellant,

t he appeal fee being paid at the sane tinme. The
statenment setting out the grounds of appeal was filed
on 13 July 1999.

Opposition was filed against the patent as a whole
based on Article 100(a) EPC (lack of novelty and
inventive step). During the oral proceedings before the
Opposition Division the respondent (opponent) had

rai sed a fresh ground for opposition, viz. that the
patent, or nore particularly, claiml as granted
cont ai ned subj ect-matter extendi ng beyond the contents
of the application as filed (cf. Article 100(c) EPC)
Wth a view of overcom ng this objection, the appellant
had filed a new main request which replaced his forner
mai n request to maintain the patent as granted.

The Opposition Division held that whereas the grounds
of opposition did not prejudice the naintenance of the
patent in anended formaccording to the auxiliary
request, the new main request of the appellant was not
al l omabl e, since claim1l of said request did not neet
the requirements of Article 123(2) EPC.

The foll ow ng docunents were inter alia referred to in
t he appeal proceedings:
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E3: JP-A-57 158479 (English translation)

E8: DE-C-30 08 055

E11l: DE-A-31 25 478

1. Oral Proceedings were held before the Board of Appeal
on 22 Cctober 2002.

At the end of the oral proceedings, the requests of the
parties were as follows:

(i) The appellant requested that the decision under
appeal be set aside and that the patent be
mai ntai ned on the basis of the follow ng

docunent s:
(a) claims 1 to 8 as granted as main request; or
(b) claims 1 to 8 submitted as first auxiliary

request during oral proceedings; or

(c) claims 1 to 8 filed as second auxiliary
request on 20 Septenber 2002; or

(d) claims 1 to 8 filed as third auxiliary
request on 20 Septenber 2002; or

(e) claims 1 to 8 filed as fourth auxiliary
request on 20 Septenber 2002.

(1i) The respondent requested that the appeal be
di sm ssed.

L1, Claims 1 and 4 as granted (main request) read as

0024.D Y A
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foll ows:

"1. A nethod of manufacturing a panel unit (2)
conprising a panel (3), such as a wi ndow gl ass, and a
frame (5) fornmed on and around a peripheral edge of
sai d panel, said nethod conprising the steps of:

preparing nol ding die neans (11) having an
extrusion port (21) for extruding nolding material for
the frame; and

novi ng the peripheral edge of the panel relative
to said extrusion port (21) of the nolding die neans
(11) along a predeterm ned orbital path while extruding
nmol ding material fromsaid extrusion port (21) to
produce a frame (5) continuously forned on said
peri pheral edge of the panel (3) by extrusion nolding,
the external size of said panel unit (2) thereby
conformng to a predeterm ned size irrespective of
panel size fluctuation."”

"4. Apparatus for manufacturing a panel unit (2)
conprising a panel (3) such as a w ndow gl ass, and a
frame (5) formed on and around a peripheral edge of the
panel (3), said apparatus conpri sing:

nol di ng die means (11) for form ng said frame (5)
on the peripheral edge of said panel (3) by extrusion
nmol di ng;

panel retaining neans (60) |ocated adjacent to
said nol ding die neans (11); and

nmovi ng neans (24) connected to one of said nolding
die neans (11) and said panel retaining nmeans (60) for
provi di ng continuous relative novenent of said nolding
die neans (11) and said panel retaining neans (60)
al ong a predeterm ned orbital path;

said nol ding die neans (11) having an extrusion
port (21) for extruding a nolding material of said
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frame (5);

said extrusion port (21) of said nolding die neans
(11) being engageable wth the peripheral edge of said
panel (3) retained by said panel retaining neans (60);

said extrusion port (21) of said nolding die neans
(11) and the peripheral edge of said panel (3) being
novabl e continuously relative to each other by
operation of said noving neans (24)."

Clainms 1 and 4 according to the first auxiliary request
read as foll ows:

"1. A nethod of manufacturing a panel unit (2)
conprising a panel (3), such as a wi ndow gl ass, and a
frame (5) fornmed on and around a peripheral edge of
sai d panel, said nethod conprising the steps of:

preparing nol ding die neans (11) having an
extrusion port (21) for extruding nolding material for
the frame such that the cross section of the frane is
defined by the peripheral edge of the panel (3) and an
i nner peripheral surface of the extrusion port (21),
and

novi ng the peripheral edge of the panel relative
to said extrusion port (21) of the nolding die neans
(11) along a predeterm ned orbital path while extruding
nol ding material fromsaid extrusion port (21) to
produce a frame (4) continuously forned on said
peri pheral edge of the panel (3) by extrusion nolding,
the external size of said panel unit (2) thereby
conformng to a predeterm ned size irrespective of
panel size fluctuation."”

"4. Apparatus for manufacturing a panel unit (2)
conprising a panel (3), such as a wi ndow gl ass, and a
frame (5) fornmed on and around a peripheral edge of
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said panel (3), said apparatus conpri sing:

nol di ng die nmeans (11) for form ng said frame (5)
on the peripheral edge of said panel (3) by extrusion
nmol di ng;

panel retaining neans (60) |ocated adjacent to
said nolding die neans (11); and

nmovi ng neans (24) connected to one of said nolding
die neans (11) and said panel retaining nmeans (60) for
provi di ng continuous relative novenent of said nol ding
die neans (11) and said panel retaining neans (60)
al ong a predeterm ned orbital path;

said nol ding die neans (11) having an extrusion
port (21) for extruding a nolding material of said
frame (5) such that the cross section of the frane is
defined by the peripheral edge of the panel (3) and an
i nner peripheral surface of the extrusion port (21);

said extrusion port (21) of said nolding die neans
(11) being engageable with the peripheral edge of said
panel (3) retained by said panel retaining nmeans (60);

said extrusion port (21) of said nolding die neans
(11) and the peripheral edge of said panel (3) being
novabl e continuously relative to each other by
operation of said noving neans (24)."

The appel | ant argued essentially as foll ows:

Rei nstati ng broader clains in appeal proceedings than
t he cl ai ns defended before the Opposition Division?

It was only in response to the ground for opposition
under Article 100(c) EPC, raised by the respondent for
the first time during oral proceedings before the
Qpposition Division, that newclains 1 to 8 were filed
as main request, with a view to neeting the
requirenments of Article 123(2) EPC. |In decision
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T 123/85 (QJ EPO 1989, 336) it was held that a patentee
requesting mai ntenance of his patent in alimted form
did not, by virtue of such limtation, irrevocably
abandon subject-nmatter covered by the patent as
granted. It followed fromArticle 111(1) EPC and the
rul es governing the filing of amendnents in opposition
proceedi ngs that the adm ssion of requests other than
the requests rejected by the Opposition Division was a
matter of discretion of the Board of Appeal (see

T 840/93, QJ EPO 1996, 335).

| nadm ssi bl e extension in claim1l of the main request
(claim1l as granted)?

The feature in claiml as filed that the panel nust be
engaged into the extrusion port was nowhere in the
application as filed described as essential for the
performance of the invention. In the application as
filed the invention was explai ned by way of exanple
with reference to Figures 4 to 11. This exanpl e was
referred to as a preferred enbodi nent, see colum 4,
lines 14 to 16, of the A-specification. Admttedly, in
this exanple the panel was inserted into the extrusion
port. However, the skilled reader of the application
woul d readily appreciate that no special type of
engagenent was required for bringing the invention into
practice. The deletion of the "engagenent"” feature
during prosecution of the application was thus

al | owabl e.

Mai n request - novelty
Docunent E11 related to an injection nolding process,

wherein an injection nozzle was enployed for injecting
the nolding material in the opening between the
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tenpl ates, whereas claim 1l required the use of an
extrusion port which - by definition - defined the
shape of the extruded mass. By way of contrast, the
shape of the port of the injection nozzle shown in
docunent E11 was irrelevant for the final shape of the
frame. Wth the extrusion nolding process known from
docunent E8, a frame segnment was nol ded either onto a
single straight side of a panel at a tine, or onto two
opposite straight sides at a tinme. It was not possible
to continuously nold a conplete frane around the

peri pheral edge of the panel. The panel units produced
by the nethod according to docunent E8 did not have a
uni form si ze, since the outer dinension of the panels
basically varied with the outer dinension of the panels
to be framed. Document E3 was not rel evant, since the
frame was not nol ded onto the panel. The subject-nmatter
of claims 1 and 4 was thus new.

First auxiliary request - allowability of the
anmendnents, novelty and inventive step

A basis for the additional feature in clains 1 and 4
that the cross section of the frame was defined by the
peri pheral edge of the panel and the inner peripheral
surface of the extrusion port was disclosed in

colum 5, lines 3 to 8, of the published version of the
application as filed. The anmendnment thus net the

requi renments of Article 123(2) EPC. The subject-matter
of clainmse 1 and 4 was al so new and i nvol ved an
inventive step, since in the closest prior art docunent
E1ll the shape of the frane was defined in part by the
tenpl ates. Renoving the tenplates in the nol ding nethod
known from docunment E11 was not possible, since the
tenpl ates partly defined the nol ding space, and served
to guide the injection nozzle while it noved around the
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panel .

At the end of the oral proceedings, the representative
of the appellant presented the followng witten
decl aration to be annexed to the m nutes:

In the invention the cross section of the frane is
defined by the extrusion orifice and the outer edge of
t he panel. Therefore there nmust be any engagenent (very
narrow di stance) between the inner face of the
extrusion port and the peripheral edge of the panel,

ot herwi se material would | eak out.

The cross section of the nolding space is defining the
cross section of the frane.

The respondent argued essentially as foll ows:

Rei nstati ng broader clains in appeal proceedings than
t he cl ai ns defended before the Opposition Division?

The filing of the new main request before the
Qpposition Division had the effect that the fornmer main
request was replaced, i.e. withdrawn. The broader
requests were not the subject of the decision under
appeal, since the decision under appeal did not contain
a reasoned statenent about the clainms as granted. Such
reasoning was required if said clains were to be the
subj ect of the decision under appeal, cf. Rule 68(2)
EPC. The appellant was only adversely affected within

t he meaning of Article 107 EPC to the extent that his
mai n request before the Qpposition Division was
rejected. The Enl arged Board of Appeal had ruled in
decision G 9/91 (cf. point 18 of the Reasons) that the
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pur pose of the appeal procedure was to give the |osing
party the possibility of challenging the decision of
the Opposition Division on its nerits. This principle
was violated if new clains were accepted. This
principle was reiterated in decision G 9/92 (cf. point
9 of the Reasons), where the Enlarged Board stated that
the aimof an appeal was to elimnate an "adverse
effect”, and that the appeal could not be sinply
regarded as a neans of commenci ng the proceedi ngs. By
requesting that broader clains be considered, the
appellant was aimng at elimnating an "adverse effect”
beyond t hat caused by the decision under appeal. The
appellant was in fact starting a fresh case. If the
Board were to allow clains that were not the subject of
t he deci sion under appeal, the right to have requests
consi dered by two instances woul d be vi ol at ed.

| nadm ssi bl e extension in claim1l of the main request
(claim1l as granted)?

The del etion of the feature "engaging a part of the
peri pheral edge of said panel into said extrusion port
of said nolding die neans", which was present in
claiml1l as filed, was contrary to the requirenents of
Article 123(2) EPC. There was no disclosure in the
application as filed that the invention can be
performed wi thout the panel being inserted into the
extrusion port. The aforenentioned feature was al so
essential in that its omssion in claiml |eft open,
whet her the frane was produced directly on the panel,
or was forned separately and then applied to the panel.
For the latter interpretation of claim1l1l there was no
di sclosure in the application docunents as filed. Hence
t he scope of claim1 was inadm ssibly extended.
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Mai n request - novelty

The subject-matter of clainms 1 and 4 | acked novelty
with respect to docunment E11. Moreover, this docunent
addressed the sanme problemas the problemin the

i nvention, nanely to provide a nmethod and an appar at us
for making a panel unit which elimnated the problem of
the size variation. Al so docunents E3 and E8
substantially disclosed all the features of clains 1
and 4, respectively.

First auxiliary request - allowability of the

anmendnents, novelty and inventive step

The additional feature in clainms 1 and 4 was only

di scl osed for the case that the panel was inserted into
t he extrusion port. Mreover, the alleged basis for the
di sclosure, i.e. colum 5, lines 3 to 8 of the patent
application as filed (published A-version), recited
that the nol ding space, and not the cross section of
the frame, was defined by the panel and by an inner
surface of the extrusion port. Consequently, the
amendnment contravened Article 123(2) EPC. The term
"defined by" should not be interpreted as "exclusively
defined by". Wth respect to inventive step, the

cl osest prior art docunment was document E11. Starting
fromthe nol ding nethod known from docunent E11, the
problemto be solved was to provide a sinpler extrusion
port. The person skilled in the art was aware of the
extrusion port known from docunent E8, which was
sinmpler in ternms of design. The inner surface of this
extrusion port defined, together with the cross section
of the edge of the panel, the shape of the franme. The
subject-matter of claim1 thus | acked an inventive
step, contrary to Article 56 EPC.
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Reasons for the Decision

1

0024.D

The appeal is adm ssible.

Procedural nmmtter

According to decision T 123/85 (Q) EPO 1989, 336), a
pat ent proprietor requesting maintenance of his patent
inalimted formdoes not, by virtue of such
[imtation, irrevocably abandon subject-matter covered
by the patent as granted, but not by the request as
thus limted. According to that decision, the patent
proprietor may even reinstate the patent in the formit
was granted, provided this does not constitute an abuse
of procedural |aw. By way of contrast, from decision

T 840/93 (QJ EPO 1996, 335) it follows that, in appea
proceedi ngs, the patent proprietor who | odged an

adm ssi bl e appeal has the right to have the rejected
requests reconsi dered by the conpetent Board, and that
if the patent proprietor and appell ant wants ot her
requests to be considered, adm ssion of these requests
is a mtter of discretion of that Board, and is not a
matter of right.

During opposition proceedings, the appellant initially
requested that the opposition be rejected, which is
tant anmount to requesting the mai ntenance of the patent
as granted. It was only in response to the ground of
opposition pursuant to Article 100 (c) EPC, raised by
t he respondent for the first tinme during oral
proceedi ngs before the Opposition Division, that the
appel l ant submtted a limted version of clains 1 to 8
as main request. Thus, in the Board's judgenent, the
fact that the main request of the appellant ains at



- 12 - T 0473/ 99

reinstating the patent in suit in the formit was
granted may not be considered an abuse of procedural
law, and the admttance of this request into the appeal
proceedings is also justified in view of the findings
in decision T 840/93 (cf. supra).

The main request of the appellant is thus admtted into
t he proceedings. This applies nutatis nutandis to the
auxiliary request, which was filed with a viewto
overcom ng a novelty objection.

Mai n request (clains as granted)

3. | nadm ssi bl e extension of claim1 during the

exam nati on proceedi ngs?

3.1 The respondent has argued that the step "engaging a
part of the peripheral edge of said panel into said
extrusion port of said nolding die nmeans”, which was
present in claim1l of the application as filed, and
which is no | onger present in claim1 as granted,
shoul d be reinstated in the claim since its "del etion"”
was contrary to the requirements of Article 123(2) EPC.

3.2 Claim1l as granted recites that a panel unit,
conprising a panel and a frame on and around a
peri pheral edge of the panel, is manufactured by
"extruding nolding material fromsaid extrusion port
(21) to produce a franme (5) ... forned on said
peri pheral edge of the panel (3)". For the person
skilled in the art this inplies that the peripheral
edge of the panel, or at least a part of it, nust be
brought into an operable position with respect to the
extrusion port, or vice versa, before extruding can
commence. In other words, the edge of the panel and the

0024.D Y A
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extrusion port nust be "engaged” with each other.

In the Board's judgenent, the wording of the claim

| eaves no doubt that the frame is extruded in situ, and
formed directly on the edge of the panel. The claim
does not enconpass net hods whereby the frame is
produced in a separate step, or at a distance renote
fromthe panel, as alleged by the respondent.

The gist of the invention is that the edge of the panel
is noved relative to the extrusion port of the nolding
di e neans along a predeterm ned orbital path. The
person skilled in the art will readily realize that it
is not essential for the performance of the invention
that the edge of the panel is inserted into the
extrusion port. This is confirmed by the wording of the
apparatus claim4 of the application as filed, which
nmerely requires that the extrusion port is engageabl e
wi th the peripheral edge of the panel, and by the
description, colum 3, line 32, to colum 4, |ine 13,
of the published version of the application as fil ed.

In decision T 331/87 (QJ EPO 1991, 22) the Board held
(cf. point 6 of the Reasons) that the renobval of a
feature froma clai mdoes not offend agai nst

Article 123(2) EPCif the skilled person directly and
unanbi guously recognised that (i) the feature is not
expl ai ned as essential in the disclosure, (ii) it is
not, as such, indispensable for the function of the
invention in the light of the technical problemit
serves to solve, and (iii) the replacenent or renova
requires no real nodification of other features to
conpensate for the change.

Since all criteria are fulfilled in the present case,
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t he Board has come to the conclusion that claim1l as
granted does not contravene the requirenents of
Article 123(2) EPC

It was not necessary for the Board to rely on the
witten declaration of the representative of the
appel l ant presented during oral proceedi ngs before the
Board (see Summary of Facts and Subm ssions, point V)
to arrive at the above concl usion.

Novel ty

Docunent E11 di scloses a nethod of manufacturing a
panel unit, whereby tenplates are put around the

peri pheral edge of the panel, and nolding material is
"injected" on and around an edge of a panel by noving
an "injection" nozzle along a path (pre)determ ned by
the tenplates, thus producing a frane on a panel (cf.
Figure 1, and page 7, line 8, to page 9, line 26).

The tenpl ates extend beyond the boundary of the panel.
The injection nozzle ("Spritzdise"), indicated by the
reference nuneral (18) in Figure 5 of docunent E11, has
a flat surface. This surface is pressed against the two
peri pheral edges of the tenplates, as the injection
nozzl e noves around the tenplates, so that the space
between the tenplates and the panel is filled with

nol ding material and sinultaneously snoothed out. The
injection nozzle is equipped with three ports (23, 24)
t hrough which the nolding material is pressed into the
nol di ng space. The ports lead to and end up at the flat
surface of the nozzle, so that the exit openings of the
ports lie in the plane of the flat surface.

The nol di ng process according to docunent E11 is not a
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cl assical injection nolding process, since, firstly,

t he nol di ng space is not closed, and, secondly, a
surface of the nozzle is used to shape the nolding
mass. These two characteristics inply that the nol ding
techni que used in docunent E11 is rather an extrusion
process.

In the Board's judgenment, the flat surface conprising
the ports (23, 24) corresponds functionally to the
extrusion port according to the invention.

It is not imrediately evident that the frame (5) shown
in Figure 1 of docunent E11, which is apparently
produced by noving the nozzle cl ockw se al ong the

peri pheral edges of the tenplates, starting fromthe

| oner left hand side corner up to and around the | ower
ri ght hand side corner, can be made in a continuous
manner, since the |ower right hand side corner has a
right-angled corner. Claim1l as granted however does
not require that the "orbital path" is a closed orbital
path (as is evident fromFigure 1 of the patent in
suit). Since at |least three sides of the frames can be
produced in a continuous manner, which together qualify
as a "frame on and around the panel”, the Board is
satisfied that docunment E11 di scloses that said frane
is continuously formed. This view has been confirnmed by
t he appel | ant.

Consequently, the subject-matter of claim1l | acks
novelty wthin the meaning of Article 54 EPC with

respect to docunent E11

Therefore, the main request is not allowable.

Auxi |l iary request 1

0024.D
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Allowability of the amendnents

Clains 1 and 4 according to the first auxiliary request
essentially differ fromclains 1 and 4 as granted in
that the follow ng feature has been added: "such that
the cross section of the frame is defined by the

peri pheral edge of the panel (3) and an inner

peri pheral surface of the extrusion port (21)".

A basis for this amendnent can be found in the passage
in colum 5, lines 3 to 8, of the published version of
the application as filed. The respondent has argued
that the added feature was only disclosed in
conbination with the feature that the panel nust be
inserted into the extrusion port, since the passage in
question was part of the description of the preferred
enbodi nent shown in Figures 4 to 11. Consequently, the
amendnment contravened Article 123(2) EPC

As expl ai ned under point 3 above, the Board is of the
opinion that, for the invention in its broadest aspect,
a requirenment that the panel nust be inserted into the
extrusion port is not described as mandatory in the
application as filed. The additional feature in

claims 1 and 4 of the first auxiliary request nerely
enphasi zes that a frame is forned in situ without the
need of setting the panel within a pair of noul di ng
dies, and without the need to use tenplates. Al that
is needed to forma frane having a cross section that
is defined by the peripheral edge of the panel and by
an inner peripheral surface of the extrusion port, is
that the edge of the panel and the extrusion port nust
be engaged with each other. If a frame is formed on top
of the upper surface of the panel, and along the
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peri pheral side edge of the panel, but not on the |ower
surface of the panel, such a frane can be forned
wi thout inserting the panel "into" the extrusion port.

A second objection raised by the respondent is that in
the cited passage the nolding space - rather than the
cross section of the frame - is said to be defined by
t he peri pheral edge of the panel and by an inner

peri pheral surface of the extrusion port.

In the view of the Board, the skilled reader can only
understand the cited passage as neaning that during
extrusi on, when the panel is engaged with the extrusion
port, the cross section of the avail abl e nol di ng space,
viz. the cross section of the extrusion port mnus the
cross section of the edge of the panel, corresponds to
t he cross section of the frane.

Hence, there is no contradiction. It is also noted that
the expression "is defined by" neans exactly that.
Contrary to the opinion of the respondent, there are no
ot her surfaces than the ones defined in clains 1 and 4
t hat shape the cross section of the frane.

The amendnent thus neets the requirenent of
Article 123(2) EPC

Since the added feature results in a restriction of the
protection conferred by the clainms, the requirenent of
Article 123(3) EPCis also net.

The subject-matter of the amended clains 1 and 4 is

al so clear and conci se, and supported by the
description, so that the requirenents of Article 84 EPC
are nmet as well.
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Apart fromthe deletion of the reference to claim1l in
dependent claim 3, the dependent clains 2 to 3 and 5
to 8 have not been anended.

The wording in the description (cf. new page 2 of the
patent specification filed on 2 February 1999) is in
conformty with the clainms of the first auxiliary
request .

The respondent objected to the anended descri ption,
because in his opinion the objective problemto be
solved by the invention was no | onger the object that
was stated in colum 1, lines 47 to 53, of the patent
in suit as granted, but was to provide a sinpler
extrusion port, starting out fromthe nethod and
apparatus known from docunent E11. In view of the
assessnent of inventive step as set out under point 7
bel ow, the Board does not share this opinion.

Novel ty

None of the cited docunents disclose a nethod and an
apparatus for manufacturing a panel unit with all the
features of clainms 1 and 4, respectively. Since this
was no |onger disputed, there is no need for further
substantiation of this matter.

The subject-matter of clains 1 and 4 is therefore novel
within the nmeaning of Article 54 EPC

| nventive step
The invention relates to a nmethod and an appar at us of

manuf acturing a panel unit, whereby nolding material is
extruded on and around an edge of a panel, thus
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producing a frame on a panel. A problemthat is
encountered in the prior art is, when a frame having a
uni formthickness is extruded onto and in contact with
the side edge of the panel, that variations in the size
of the panel result in panel units having different
sizes. The problemthat variations in panel size may
give rise to corresponding variations in the size of
the final product is referred to as the size variation
pr obl em

The invention seeks to provide a nethod and an
apparatus for manufacturing a panel unit conprising a
panel and a frame, which allows accommodati on of m nor
variations in size of the panel so that the resulting
panel unit is of a predeterm ned uniformsize, which
can elimnate the awkward operation of nounting a frane
on the peripheral edge of a panel in a separate step,
and whi ch can be perfornmed wi thout having to take
recourse to nolding dies, cf. colum 1, lines 20 to 38
and 47 to 53, and colum 2, lines 36 to 41, of the
patent in suit as granted.

This problemis solved by the subject-matter of

claims 1 and 4, respectively. In particular, the edge
of the panel is noved relative to the extrusion port of
the nol ding die neans al ong a predeterm ned orbital
path, while nolding material is extruded, whereby the
shape of the formed frame is defined by the inner
surface of the extrusion port and the peripheral edge
of the panel. The orbital path is chosen such that a
panel unit with a predeterm ned external size is
produced, it is not necessarily a path that follows the
contour of the panel.

The size variation problemarises in manufacturing
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met hods for producing panel units, whereby the franme is
formed in situ by extruding nolding material on or
cl ose to the edge of the panel.

| f panel units are produced according to injection
nol di ng techni ques, the panel is introduced within a
pair of nolding dies, the internal size of which
corresponds to the external size of the frane. This

t echni que does of course not give rise to the size
variation problem since the external size of the panel
unit corresponds to the internal size of the nolding
di es, not of the panels. Drawbacks of this technique
are that the costs of nolding dies are high, that the
panel s can be danmaged when cl osing the dies, see
colum 1, lines 20 to 38, of the patent in suit as

gr ant ed.

A "hybrid" technique is disclosed in docunent E11,
wherein tenpl ates are put around the peripheral edge of
t he panel, and the extrusion port of the injection
(extrusion) nozzle (18) is noved along an orbital path
determ ned by the tenpl ates.

In the Board's judgenent, docunent E11 can be regarded
as the closest prior art. This is the only docunent of
the cited docunents, wherein the size variation problem
i s addressed (see page 5, second full paragraph). The
size variation problemis also solved in docunent El1
it is solved by the provision of the tenplates, which
are effectively used as "nolding dies". The shape of
the frame is defined by the tenplates, by the flat
surface of the injection nozzle, and by the peripheral
edge of the panel.

By way of contrast, the invention requires that the
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cross section of the frame be defined by the peripheral
edge of the panel and by an inner peripheral surface of
t he extrusion port.

The respondent has argued that the skilled person would
realize that the design of an injection nozzle having a
flat surface, and acting in cooperation with the

tenpl ates, as known from docunent E11, was conpli cated,
and woul d 1 ook for a sinpler nozzle design. He or she
woul d find such a nozzle in docunent E8, which

di scl osed an extrusion port capable of formng a frane
W thout using tenplates as nmolding dies. It was obvious
for the skilled person to enploy the extrusion port
known from docunment E8 in the nmethod known from
docunent E11, w thout sacrificing the basic idea of
docunent E11, i.e. to nove the extrusion port relative
to the edge of the panel along a predeterm ned orbital
pat h.

Thi s argunent cannot be accepted by the Board. The only
way to arrive at the invention, when one starts from

t he nmet hod known from docunent El11, is to delete the
tenplates (at least in so far as the tenpl ates shape
the frane).

Deleting the tenplates in docunent E11 would result in
a nmet hod, which no | onger solves the problem posed in
t hat docunent. Deleting the tenplates altogether, or
nodi fying themin such a way that they are no | onger
used as tenplates (shaping the frame) but nerely as
objects that define an orbital path for the nozzle,
woul d go agai nst the teaching of docunent E11

It follows fromthe above that the person skilled in
the art, starting fromthe nethod known from docunent
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E1l, or fromany other of the cited docunents, would
not arrive at the subject-matter of claiml in an
obvi ous manner.

Consequently, the subject-matter of claim1l involves an
i nventive step.

The sane applies to claim4, which concerns an
apparatus for manufacturing a panel unit. The subject-
matter of clains 2 to 3 and clains 5 to 8, which are
appendant to the clains 1 and 4, respectively,
simlarly involve an inventive step.

Therefore, the request of the appellant that the patent
be mai ntained on the basis of the docunents filed as
first auxiliary request is allowable.

It is, accordingly, not necessary to consider the
second to fourth auxiliary requests of the appellant.

For these reasons it is decided that:

1

0024.D

The deci sion under appeal is set aside.
The case is remtted to the first instance with the
order to maintain the patent on the basis of the

fol |l owi ng docunents:

(a) clains 1 to 8 submtted as first auxiliary request
during oral proceedings;

(b) description: page 2 submtted during oral
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proceedi ngs before the Opposition Division on
2 February 1999, and pages 3 to 7, and 8,
colum 13, lines 1 to 15, as granted;

(c) drawings: Figures 1 to 19 as granted.
The Regi strar: The Chai r man:
M Dai nese W Mbser
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