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Summary of Facts and Submn ssions

1120.D

The opposition division's decision revoking the
Eur opean patent No. 0 493 953 was posted on 9 March
1999.

The appel l ant (patentee) filed a notice of appeal on
5 May 1999, paid the appeal fee on 17 May 1999 and
filed the statenent of grounds on 9 July 1999.

Claim1l as granted reads:

"A netal plate for a gasket, conpri sing,

a main netal plate (10), and,

a plurality of beads (11,12;11',12') forned on the
main nmetal plate around portions to be seal ed, each
bead having two side edges (1lla,12a; 1la',12a') from
whi ch the bead projects outwardly, and a predeterm ned
width (W between the two side edges, said beads
intersecting wth each other and having at |east one
i ntersection portion (13;13"), said intersection
portion having a central upper portion (13d;13d'), an
outer portion outside the central upper portion and at
| east two side portions (13a;13a',13e') extending
bet ween the side edges of the beads adjacent to each
ot her,
said netal plate being characterized in that each of
said at |east two side portions (13a;13a',13e') has at
| east one curved portion (13a;13a') to communicate with
the side edges (1la, 12a;11a',12a') adjacent to each
ot her, said side portions (13a;13a',13e') being | ocated
on or laterally inside a part of an imaginary circular
line contacting the side edges of the beads
(11,12;11',12'), said imaginary circular line having a
radi us of curvature such that the center of the
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circular line is located outside the intersecting
portion (13;13") and the radius of curvature is at

| east twice as nuch as the wwdth (W of the bead so
that when the netal plate with the intersecting portion
(13;13") is conpressed, the central portion (13d;13d")
is at first conpressed to support the outer portion
outside the central portion to thereby provide surface
pressure on the outer portion substantially the sanme as
that on the bead outside the intersecting portion."

Five other versions of claiml were filed as auxiliary
requests 1 to 5 (being in order the auxiliary requests
1, 2, 5and 6 filed with the letter of 1 March 2002 and
auxiliary request 5 filed during the oral proceedi ngs

before the board).

The foll ow ng docunents played a role in the appea
pr oceedi ngs:

D1: DE-C-893 598

D2: JP- U 60-3357

D3: JP-U 1-87363

D4:  US-A-4 861 047

D5: JP-U 1-168059

with translations into English of DI to D3 and D5.

Both parties attended oral proceedings on 10 Apri
2002.

During the appeal proceedi ngs the appell ant argued that
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the subject-matter of claim1 of each request was novel
and inventive over the cited prior art and that the
opposition division had commtted a substantia
procedural violation in the way they handl ed docunent
D1 during the oral proceedings.

During the appeal proceedings the respondent (opponent)
mai nt ai ned that the clained subject-matter was not
novel or not inventive over various disclosures from
the prior art.

V. The appel | ant requested

- that the decision under appeal be set aside and
the patent nmintained either as granted (main
request) or on the basis of the auxiliary requests
1to5 (being in order the auxiliary requests 1,

2, 5and 6 filed with the letter of 1 March 2002
and the adapted claiml filed during the ora
proceedi ngs), and

- that the appeal fee be rei nbursed.

The respondent requested that the appeal be dism ssed.

Reasons for the Decision

1. The appeal is adm ssible.
2. Interpretation of claiml as granted (nain request)
2.1 Lack of clarity is not a ground for opposition but it

IS necessary to coment on the nmeaning of claim1l as
granted before proceeding to exam ne whether its

1120.D Y A
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subject-matter is patentable.

The cl ai m comrences with the words "A netal plate for a
gasket, conprising, a nmain netal plate (10)" but it is
clear fromthe patent taken as a whole that the netal
plate and the main netal plate are one and the sane.

The respondent maintains that the word "on" in the
wording "a plurality of beads (11,12;11',12') fornmed on
the main netal plate" should be "in" and therefore that
t he gasket shown in the drawi ngs of the present patent
does not fall within the scope of the claim

The use of prepositions in English is conplicated and
there are fewrules to help in deciding which to use.
In particular, the preposition "in" has severa
different functions, as does the preposition "on"
However they can have simlar or even identical uses.
Thus "I found it in the road" neans the sane as "I
found it on the road". However mllionaires live in

Jersey but Robinson Crusoe lived on a desert isle.

It would be possible to forma bead separately fromthe
pl ate and then bond this bead onto the plate, such a
bead woul d wi t hout doubt be on the plate. In the
present patent it is however clear fromFig. 3 that the
plate is bent to produce a bead which m ght thus be
said to be in the plate because it is a part of it and
surrounded by the outside edge of the plate but also on
the plate because it lies outside the main plane of the
plate. In the oral proceedings the appellant stated
that this was the way that claim1l was intended to be
under st ood.
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The wording "a plurality of beads fornmed on the main
netal plate” is part of the originally filed claim1l so
that no objection could arise under Article 123 EPC
clarity is not a ground for opposition and in any case
t he board cannot see that the word "in" would be any

nore appropriate than the word "on".
Referring to the feature "each bead having two side
edges (1lla, 12a;1l1a',12a') ... and a predeterm ned w dth
(W between the two side edges" in claim1l as granted,
the appell ant nmaintains that the word "predeterm ned"
means "constant" while the respondent maintains that
these two words have different neanings. The respondent
argues noreover that every bead has a predeterm ned
width since is forned by a tool and thus the word
"predeterm ned” in the patent is superfluous.

The respondent is correct that, in general,
"predeterm ned" is not synonynous with "constant". A
bead m ght increase in width linearly according to its
di stance froma bolt hole, the bead w dth would then be
predet erm ned but not constant.

However the patent application as originally filed and
the granted patent refer repeatedly to the width W of
the bead and state e.g. that "the radius of the curved
edge 13a has a double size of the wwdth Wof the bead"
(colum 3, lines 53 to 55 of the granted patent) and
"more than 20 tines relative to the width of the bead"
(colum 4, line 7 of the granted patent) and "the
radius of curvature is at least twice as nuch as the
width (W of the bead" (claim1, colum 5, |ines 43 and
44 of the granted patent).

These statenents only naeke sense if there is a single
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width for a bead. G herwi se the drafter woul d have
needed to describe where the width for determ ning the
radi us was to be neasured.

Also the statenent in colum 2, lines 42 to 44 that "If
the two beads have different wdth, the curvature nmay
be cal cul ated based on the snaller bead" only nakes
sense if each bead has its own single wdth.

Thus in the context of the present patent, the board
finds that the word "predetermned” in claiml as
granted neans "constant".

The nmeani ng of the term"intersection portion" in
claiml1l as granted is clear when |l ooking at Fig. 2 of
the patent. The constant wi dth bead 11 has a top
portion 11b and side edges 1lla, the constant w dth ends
at a transverse |line and here the intersection portion
13 starts and here the side edges 1la becone curved
edges 13a. Each of these curved edges 13a extends to
the side edge 12a of bead 12, neeting this side edge
12a at the respective transverse |ine where the bead 12
ceases to have a constant w dth.

The enbodi nent of Fig. 4 is simlar, except that what
joins the side edges 1la' and 12a' is not a

conti nuously curved edge but an intermttently curved
edge 13a'.

Thus the intersection portion (13 on Fig. 2, 13" on
Fig. 4) is bounded by the three transverse |ines across
the beads (11 or 11', 12 or 12') where the constant

wi dt h stops, by the curved edges (13a or 13a') and by
the uninterrupted side edge (12b on Fig. 2) of the bead
(12 or 12') between two of the above nentioned
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transverse |ines.

The ternms "outer portion" and "central upper portion”
in claiml as granted can be understood fromFigs. 2
and 3 of the patent.

Qutside the intersection portion, the upper surface of
the bead 11 rises fromthe main plane of the plate at
the left hand side edge 1la to the top portion 11b (or
crest) of the bead 11 and then falls again to the main
pl ane of the plate at the right hand side edge 1la.

Simlarly, inside the intersection portion, the upper
surface of the intersection portion rises fromthe main
pl ane of the plate at the left hand curved edge 13a to
the top portion which is a continuation of the top
portion 11b of the beads 11 (see colum 3, lines 47 to
49 of the patent). This applies also to the right hand
curved edge 13a.

In the sane way the upper surface of the intersection
portion rises fromthe main plane of the plate at the
side edge 12b to the top portion 12c.

The result is the "outer portion" of claiml as
granted, nanmely the areas of the intersection portion
bet ween, on the one hand, the curved edges 13a and si de
edge 12b and, on the other hand, the curved top
portions 13c and straight top portion 12c.

Wthin this outer portion is situated the central upper
portion 13d or 13d' (as shown in Figs. 2 to 4).

The "imaginary circular line contacting the side edges
of the beads" contacts these side edges w thout
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crossing them (otherwi se so many circles could be drawn
as to be neaningless). It will be realized that
therefore on Fig. 2 of the patent each of the two
circles is tangential to the side edges l1lla and 12a at
the transverse |ines bounding the intersection portion
i.e. at the transverse lines where the beads 11 and 12
cease to have a constant width. On Fig. 2 the circles
foll ow the curved edges or side portions 13a, so that
this configuration corresponds to the first alternative
in claiml concerning the position of the side
portions, nanely on the imaginary circular |ine.

The situation is simlar in Fig. 4 except that each
circle is |ocated outside the respective intermttently
curved edge or side portion 13a" so that part of the

intermttently curved edge 13a' lies within the circle
(see claim1, colum 5, lines 36 to 39 of the granted
patent, second alternative: "laterally inside").

Novelty - claim1l as granted

The respondent argues that the subject-matter of
claiml as granted is not novel because circles
satisfying the definition in claiml as granted can be
drawn on Fig. 1 of D1 at the intersection portion of
bead 4 with the bead 8 at the bottomleft of the

Fi gure.

The opposition division argues that it is the
i ntersection area of beads 4, 8 and 10 on Fig. 1 of D1
t hat destroys novelty.

In order to cone to these conclusions it is plainly
necessary to neasure or scale Fig. 1 of D1.



3.1.2

3.1.3

3.1. 4

1120.D

-9 - T 0493/ 99

However patent drawi ngs are generally schematic
(particularly in the absence of an indication in the
docunent to the contrary) and so are not neant to be
nmeasured, see e.g. section 7 of T 204/83 (QJ EPO 1985,
310).

Even if it were permssible to neasure Fig. 1 of D1,
the board is convinced that the Figure was never neant
to be used as precisely as needs to be done to support
the argunents of both the respondent and the opposition
di vi si on.

It seens noreover that Fig. 1 does not even show a rea
gasket but the conpilation of various possible designs
of beads, shown on one Figure nerely for sinplicity.
This coul d explain why the pressure bores 1 and 2 are
of different dianeters and why they are not surrounded
totally by beads.

The parties agree with this view but the respondent
mai nt ai ns neverthel ess that the different designs of
beads on Fig. 1 are to scale.

Al'though Fig. 2 is larger than the section A-A on

Fig. 1, if each was drawn to scale then the proportions
of the Figures would be the sane on the two Figures.
However while the dianeter of the hole 7 of the top

| eft hand bead 8 on Fig. 1 is approxinmately the sanme as
the di stance fromthe edge of the hole to the edge of
the plate (going up the paper along the line A-A), on
the correspondi ng bead on the right hand side of Fig. 2
the hole 7 is noticeably bigger than the distance from
the hole's right hand edge to the right hand edge of
the plate. Other differences between Fig. 2 and the
section A-A on Fig. 1 can be detected.
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Thus Figs. 1 and 2 cannot both be accurate depictions
of the bead 8. The sane applies for the other beads.

Accordingly the board considers that the respondent and
the opposition division were wong to draw circles on
Fig. 1 of DI and were building their argunents on a
foundati on of sand.

For the sake of conpleteness, the board will briefly
exam ne what woul d happen if nevertheless Fig. 1 were
held to be to scale.

The respondent maintains that the circles added on the
copy of D1l filed with his letter of 9 June 1997 have
radii nore than twice the wdth of the bead.

However, |ooking at the original of Fig. 1 carefully,
there is a slight kink in the upper curve (where the
bead 4 and the second bead 8 fromthe left on Fig. 1
meet) which is hidden by the circle drawn thereover but
which would Iie outside any circle of radius
sufficiently large to satisfy the definition in the

cl ai m

Mor eover according to page 2, lines 107 to 112 of D1,
bead 4 is not a constant w dth bead (which the board
found in section 2.4 above to be a requirenent of
claiml as granted). Thus it cannot be determ ned where
the bead 4 ends and where the circle neets the bead 4
tangentially. Furthernore an intersection portion in
the nmeani ng of the present patent (see the above
section 2.5) cannot be unequivocal |y defined.

Even if the central portion of the bead 4 were said to
have a constant width (a viewwth which the board
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could not agree since it would contradict the teaching
of D1) then the circles would not contact the bead 4 at
the transverse |ines bounding the intersection portion
i.e. at the transverse |ine where the bead 4 would
cease to have this postul ated constant w dth.

Thus the area where beads 4 and 8 neet on Fig. 1 of D1
does not satisfy the requirenents of claim1l as
gr ant ed.

The opposition division states at the begi nning of
page 4 of its decision that the central part of Fig. 1
of DL - the intersection area of beads 4, 8 and 10 -

di scl oses all structural features of the netal plate
according to claiml as granted and refers to annex
sheet A (annex 4) which is an enlarged and marked up
version of Fig. 1 of DI and was used during the ora
proceedi ngs before the opposition division.

The decision, starting hal fway through paragraph 2 on
page 4, states that "The beads (e.g. 4 and 10) have a
constant w dth between their two side edges and
intersect with each other thus formng an intersecting
portion, e.g. the curved portion |inking beads 10 and 4
in the region of bead 8." The draw ng annex sheet A
(annex 4) is marked up with the reference nuneral 13a
(which is the nuneral for the side portion in claiml
as granted) and it is therefore clear to which side
portion of the opposition division is referring, nanely
that |inking beads 10 and 4.

However, as remarked in section 3.3.2 above, bead 4 is
not a constant wi dth bead. Neither is bead 10, see

page 2, lines 119 to 122 of D1. The addition of Iines
to indicate what the opposition division thinks are the
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shapes of the beads seens dubious to the board, at
| east when considering novelty where there should be a
cl ear and unanbi guous disclosure in the prior art.

Moreover claiml as granted requires "at |east two side
portions (13a;13a',13e') extending between the side
edges of the beads adjacent to each other". This of
course has to be in the framework of two intersecting
beads.

Wil e, as stated above, the opposition division wites
of one side portion, the |left hand curved portion

l'i nki ng beads 10 and 4 and denotes it as 13a on annex
sheet A (annex 4), it is not clear which other side
portion is nmeant because there is no other reference
nunmeral 13a, 13a' or 13e' marked on the sheet.

The only other curve in the area of beads 4, 8 and 10
that is marked up with a radius is that |inking beads
10 and 5 but it is clear fromclaim1l as granted that
the two side portions nust link the sane beads (conpare
Fig. 2 of the patent). In any case the curve from bead
5 goes to the continuation of the exterior edge of bead
10 whereas it seens fromclaiml as granted that the
curve frombead 5 (if one could consider this to be a
conti nuati on of bead 4) would need to go to the right
hand edge of the left hand | eg of bead 10 (again
conpare Fig. 2 of the patent).

The opposition division referred to "the intersection
area of beads 4, 8 and 10" but, if they were intending
that the other side portion was the |ink between bead 8
and the right hand edge of the |left hand | eg of bead
10, then clearly bead 8 would intersect bead 10 at a
sharp corner so that no inmaginary circular |ine
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satisfying claim1 as granted could be drawn.

Thus the area where beads 4, 8 and 10 neet on Fig. 1 of
D1 does not satisfy the requirenents of claim1l as
gr ant ed.

Thus, even if Fig. 1 of DL were held to be to scale, it
still would not destroy the novelty of the subject-
matter of claiml.

In this respect the board enphasises that it considers
the opposition division's actions concerning D1 ill-
consi der ed.

Fig. 2 of D2 shows the intersection of beads 12, 14 and
16 at a common intersection point 18. However, since
the beads 12, 14 and 16 seemto be depicted
schematically by single lines, the Figure certainly is
not to scale. There is no indication of the w dths of
t he beads and therefore no concl usion can be drawn as
to the ratio of the bead wdth to the radius of the
curve of the beads 12 and 14 where they intersect.
Moreover this curve is only one curve and where the

ot her curve satisfying the claimshould be is unclear,
certainly it could not involve bead 16 because this
joins beads 12 and 14 at right angles.

Even if the Figures of D3 and D4 were to be regarded as
being to scale, it would be clear that the radii at the
bead i ntersections are smaller than claim1l as granted

demands.

D5 does not concern bead intersections.

Thus the board is satisfied that none of prior art
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docunents on file discloses a netal plate with all the
features of claim 1 as granted.

The subject-matter of this claimis thus novel within
the neaning of Article 54 EPC

I nventive step - claim1 as granted

The respondent argues that, if contrary to his view,
the board finds DL not to be novelty destroying then
nevertheless it is the disclosure closest to the
present invention. He maintains that both deal with
equal i sing pressures and that, if the board hol ds that
the circles drawn on the copy of D1 filed with his
letter of 9 June 1997 do not exactly fulfil the clainmed
requi renents, then the differences are snmall and it
woul d be obvious to adapt the plate of Fig. 1 of Dl to
fall within the scope of claim1l as granted.

However the board questions just what D1, and in
particular Fig. 1 thereof, would teach the skilled
per son.

The present patent deals with designing the beads such
that they provide equal surface pressure even at the

I ntersection portions of the beads, see colum 1,
lines 53 to 57.

D1 deals with designing beads (in different versions)
so that wi thout reinforcenment of their cross section
they are adapted at each point of the gasket to the
pressure present there, see page 1, lines 30 to 33 of
D1. The docunent does not enphasize the inportance of
designing the intersections of the beads in a
particul ar way.



4.4

1120.D

- 15 - T 0493/ 99

Moreover, even if the respondent were correct in

mai nt ai ning that sone of the intersection areas shown
on Fig. 1 of D1 approach what is clained, D1 still does
not explain why this is significant and so does not

| ead the skilled person to nodify the depicted

I ntersection areas. Furthernore, while the intersection
areas are well defined in the present patent, nanely
starting where the bead wi dth ceases to be constant, in
Dl intersection areas are not unequivocally definable
due to the changing bead widths. Fig. 1 of D1 shows so
many different intersection areas (e.g. the sharp
corner at the bottom of the right hand side of the left
hand | eg of bead 10, and the pointed intersections of
beads 5 and 6 at both ends with the respective bead 8)
that the skilled person reading it would not realize
that the design of the intersection areas was inportant
and woul d not be able to draw any consistent teaching
fromthe docunent.

In view of its |ack of enphasis on the bead
Intersections resulting fromdifferent kinds of beads,
the board does not find in this specific case that D1
iIs the nost relevant prior art docunent for assessing

i nventive step. D1 in the board' s view is not a proper,
realistic starting point when assessing inventive step.

The board considers D4 (or the simlar D3) to be the
nost appropriate disclosure. This stresses the

i nportance of the bead intersections and even shows
rounded i ntersections e.g. in Fig. 5c. However whatever
I npression the Figures of D4 mght give the skilled
person, this could only be of radii very considerably
smal l er than specified in claim1l as granted. D4 gives
the skilled person no hint to round the intersections
with radii at least twice the width of the bead.
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It would not be obvious to proceed fromthe disclosure
of D2 to the present invention because no information
what soever is given as to the width of the beads and
because the bead 16 joins beads 12 and 14 at right

angl es.

D5 does not concern bead i ntersections.

Starting nevertheless fromDl and trying to inprove the
construction of the intersection areas would | ead a
person skilled in the art to D2. D2 however proposes
anot her sol ution having nothing to do wth the
presently cl ai med sol ution.

The board therefore finds that it would not be obvious
for the skilled person to proceed fromthe disclosures
of the prior art docunments Dl to D5, taken singly or in
conbi nation, to the subject-matter of claim1 as

gr ant ed.

Thus claim1 as granted (i.e. of the main request) is
patentable. Its dependent clains 2 to 7 are al so
pat ent abl e.

The patent may therefore be maintai ned unanmended (i.e.
as granted, in the version according to the main
request) and thus there is no need to | ook at the
auxiliary requests 1 to 5.

Request of the appellant for reinbursenent of appea
fee

The appel |l ant maintains that the behaviour of the
opposi tion division amobunts to a gross violation of
procedure.
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Firstly, the appellant objects that "Dl was not
considered to be relevant to novelty as expressed in
the Prelimnary Opinion acconpanying the Sumons to
Oral Proceedings dated 24 April 1998. D1 was only
considered to be relevant to novelty at the start of
the Oral Proceedings on 19 January 1999."

However, as the appellant recognizes in the quotation
above, the opposition division was expressing a
prelimnary opinion. Indeed lines 4 and 5 on page 1 of
t he communi cation states that "The foll ow ng

expl anations are of prelimnary and non-bi ndi ng nature;
they do not prejudice the final decision.”

Mor eover the respondent replied by letter of
17 Novenber 1998 arguing that the opposition division's
Vi ew was w ong.

Thus the appellant shoul d not have rul ed out the
possi bility of a change of view by the opposition
di vision at the oral proceedings.

Secondly, the appellant objects to the opposition
di vi si on addi ng subject-matter to D1 based on
hi ndsi ght .

The board considers that the nodification of Fig. 1 of
D1 by the opposition division, although ill-considered,
was a part of its msinterpretation of this docunent.
M sinterpretation of a docunent does not however
constitute a substantial procedural violation.

Thirdly, the appellant objects that subject-matter was
added to D1 only part way through the oral proceedings
and the appellant's representative was not all owed
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sufficient time to consider and counter the opposition
di vi sion's argunents.

Section 5 of the mnutes of the oral proceedings
conmences "After a further break, the PP formally
protested against this new |ine of reasoning produced
by the OD ..." so it is clear that, in accordance with
Article 113(1) EPC, the appellant was given an
opportunity to consider and counter the opposition

di vi sion's argunents.

The appellant maintains in the statenent of grounds of
appeal that this opportunity was not |ong enough.
However it is not apparent fromeither the statenent of
grounds of appeal or the mnutes that, already during
the oral proceedings, the appellant asked for nore
tinme.

Al t hough the opposition division was now consi deri ng
the area around holes 7 and 9, they were still using
the same Fig. 1 of the same citation D1 and adopting
sone of the reasoning put forward by the respondent
concerning the circles drawn on the copy of D1 filed
with his letter of 9 June 1997. Therefore, while the
appel | ant was bei ng presented with a new reasoni ng,
this was not as radically different fromthe one
presented with the letter of 9 June 1997 as the
appel | ant woul d have the board believe.

The board does not consider that the appellant has
shown that the opposition division coommtted a
substanti al procedural violation. Therefore the request
for rei nbursenent of the appeal fee (Rule 67 EPC) is
unj ustified.
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For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to maintain the patent as granted.

3. The request for reinbursenent of the appeal fee is
ref used.

The Regi strar: The Chai r man:

G Magouliotis C. Andries
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