BESCHVWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMI'S OFFI CE

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(O [X] To Chairnen

(D) [ 1 No distribution

DECI

BOARDS OF APPEAL OF
THE EUROPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN
DES BREVETS

S| ON

of 8 Novenber 2001

Case Nunber:

Appl i cation Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:
Solid catalyst for

Pat ent ee:

M TSU CHEM CALS, | NC

Opponent :
Basel | Pol ypropyl en GrbH

Headwor d:

Rel evant
EPC Art.

| egal provisions:
100(c), 123(2)

Keywor d:
"Amendnent s -

Deci si ons cited:

added subject-matter
"Undi scl osed feature - technically meaningful

T 0518/99 - 3.3.3
88304301. 0
0294942

CO8F 4/ 60

EN

pol yneri zing an olefin

(yes)"
(yes)"

G 0001/93, G 0002/98, T 0187/91

Cat chword

EPA Form 3030 10.93



9

Europdisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0518/99 - 3.3.3

DECI SI1 ON

of the Techni cal Board of Appeal 3.3.3

Appel I ant :
(Proprietor of the patent)

Represent ati ve:

Respondent :
(Opponent)

Represent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: R Young
Menber s: P. Kitzmant el
U J. Tronser

of 8 Novenber 2001

M TSU CHEM CALS, | NC.
2-5, Kasum gaseki 3-chone
Chi yoda- ku

Tokyo (JIP)

Cresswel |, Thomas Ant hony
J.A. KEMP & CO

14 South Square

Gray's Inn

London WCIR 5JJ (GB)

Basel | Pol ypropyl en GrbH
Rhei nstrasse 4G
D 55116 Mainz (DE)

Lederer, Franz, Dr.
Lederer, Keller & R ederer
Pat ent anwal t e
Prinzregentenstrasse 16

D- 80538 Minchen (DE)

Interlocutory decision of the OQpposition Division
of the European Patent O fice posted 8 March 1999
concer ni ng mai nt enance of European patent

No. 0 294 942 in anended form



- 1- T 0518/ 99

Summary of Facts and Submn ssions

2793.D

Mention of the grant of European patent No. 0 294 942
in respect of European patent application

No. 88 304 301.0 in the nane of Mtsui Petrochem ca

I ndustries, Ltd. (now Mtsui Chemcals, Inc.) filed on
12 May 1988 claimng a JP priority of 13 May 1987, was
announced on 13 July 1994 on the basis of el even
clains, independent Clains 1 and 11 readi ng as fol | ows:

"1l. A solid catalyst for polynerising an olefin or co-
pol ymeri sing ol efins prepared from an organoal um num
conmpound which is a trial kyl alum ni um conprising a
branched al kyl radical, dialkylalum nium hydride
conprising a branched al kyl radical or alkylal um ni um
al koxi de conprising a branched al kyl radical or is a
tricycloal kyl al umum or triaryl al um nium conpound, a
fine particle carrier, an alum noxane and a transition
metal conmpound which is a zirconi um conpound of the
formula (111),

RLR R RLZr (111)

wherein R is a cycl opentadi enyl radical optionally
substituted with at |east one C_, hydrocarbon, R}, R
and R* are independently cycl opent adi enyl optionally
substituted with at | east one C_, hydrocarbon, or are
aryl, al kyl, cycloal kyl, aral kyl, hal ogen, hydrogen,

OR:, SR, NR, or PR, wherein R?, R, R and R are

I ndependently al kyl, cycloal kyl, aryl, aral kyl or

silyl, with the proviso that R and R' may together form
aring; kis at least 1; and the sumof k, |, mand n
equal s 4; and

wherein R' and R* may be bonded by an intervening
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et hyl ene group when R is an optionally substituted
cycl opent adi enyl radical;

or a titanium conpound sel ected from

bi s(cycl opent adi enyl ) ti tani um nonochl ori de nonohydri de,
b
b
b
b
b
b
b
b
b
b
b
b
b
et hyl enebi s(i ndenyl )titani umdichl oride, and

s(cycl opent adi enyl ) met hyl ti tani um hydri de,

s(cycl opent adi enyl ) phenyl ti tani um chl ori de,

s(cycl opent adi enyl ) benzyl titani um chl ori de,

s(cycl opent adi enyl )titani um di chl ori de,

s(cycl opent adi enyl ) ti tani um di benzyl

s(cycl opent adi enyl ) et hoxyti tani um chl ori de,

s(cycl opent adi enyl ) but oxytitani um chl ori de,

s(cycl opent adi enyl ) net hyl titani um et hoxi de,

s(cycl opent adi enyl ) phenoxyti tani um chl ori de,

s(cycl opent adi enyl )trimet hyl sil oxytitani um chl ori de,

s(cycl opent adi enyl )t hi ophenyl titani um chl ori de,

s(cycl opent adi enyl ) bi s(di net hyl am de)titani um

s(cycl opent adi enyl ) di et hoxyti tani um

et hyl enebi s(4, 5, 6, 7-tetrahydro- 1-i ndenyl )titani um
di chl ori de;

or a haf ni um conpound sel ected from

bi s(cycl opent adi enyl ) haf ni um nonochl ori de nonohydri de,
b
b
b
b
b
b
b
b
b
b
et hyl enebi s(i ndenyl ) haf ni um di chl ori de, and

s(cycl opent adi enyl ) et hyl haf ni um hydri de,

s(cycl opent adi enyl ) phenyl haf ni um chl ori de,

s(cycl opent adi enyl ) haf ni um di chl ori de,

s(cycl opent adi enyl ) haf ni um di benzyl

s(cycl opent adi enyl ) et hoxyhaf ni um chl ori de,

s(cycl opent adi enyl ) but oxyhaf ni um chl ori de,

s(cycl opent adi enyl ) et hyl haf ni um et hoxi de,

s(cycl opent adi enyl ) phenoxyhaf ni um chl ori de,

s(cycl opent adi enyl ) t hi ophenyl haf ni um chl ori de,

s(cycl opent adi enyl ) bi s(di et hyl am de) haf ni um
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et hyl enebi s(4, 5, 6, 7-tetrahydro- 1-i ndenyl ) haf ni um
di chl ori de; and

an ol efin polyner produced in a prelimnary
pol ynmeri sation. "

"11. Use of a solid catalyst as clained in any one of
claims 1 to 10 in the polynerisation of at |east one
olefin."

Clains 2 to 10 were dependent on Claiml.

Noti ce of Qpposition requesting revocation of the
patent in its entirety on the grounds of Article 100(a)
and (c) EPC was filed by Hoechst AG (later transferred
to Targor GrbH, now renaned to Basell Pol ypropyl en
GrbH) on 13 April 1995.

The opposition was i.a. based on docunents

Dl: EP-B-0 287 666,

D2: EP-A-0 279 863,

D3: EP-A-0 206 794, and

D4: DE-C 2 714 743.

By its interlocutory decision orally announced on

11 February 1999 and issued in witing on 8 March 1999,
the Opposition Division maintained the patent in the
form as anended according to the then second auxiliary

request conprising nine clains, Claim1l reading as
fol | ows:
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"1l. A process for preparing a solid catalyst for
pol ynerising an olefin or co-polynerising olefins, the
process conpri sing

pretreating a fine particle carrier with an

or ganoal um num conpound and an al um noxane, and
conducting prelimnary olefin polynerisation in the
presence of a transition netal conpound and the
pretreated fine particle carrier,

wherei n the organoal um num conpound is a

trial kyl al um num conprising a branched al kyl radical, a
di al kyl al um num hydri de conprising a branched al kyl

radi cal or an al ky[l]al um num al koxi de conprising a
branched al kyl radical, a tricycloal kyl al um num or a
triarylal um num conpound, and

the transition netal conpound is a zirconi um conpound
of formula (1I11),

RLRRRLZE (111)

wherein R is an optionally substituted cycl opent adi enyl
radi cal sel ected from cycl opent adi enyl

met hyl cycl opent adi enyl , et hyl cycl opent adi enyl

di net hyl cycl opent adi enyl, pent anet hyl cycl opent adi enyl

i ndenyl and tetrahydroi ndenyl,

R, R and R are independently optionally substituted
cycl opent adi enyl radical selected from

cycl opent adi enyl, nethyl cycl opent adi enyl ,

et hyl cycl opent adi enyl, di net hyl cycl opent adi enyl ,

pent anet hyl cycl opent adi enyl, indenyl and

t etrahydroi ndenyl, aryl, al kyl, cycl oal kyl, aral kyl,
hal ogen, hydrogen, OR}, SR, NR, or PRY,, wherein R, R,
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R° and R are independently al kyl, cycloal kyl, aryl
aral kyl or silyl, with the proviso that RF and R may
together forma ring; k is at least 1; and the sum of
k, I, mand n equals 4; and

wherein R and R?> may be bonded by an intervening
et hyl ene group when R? is an optionally substituted
cycl opent adi enyl radi cal;

or a titanium conpound selected from... [sane fornul ae
as according to granted Caiml1l];

or a hafnium conpound sel ected from... [sanme fornul ae
as according to granted Claim1l up to and i ncl udi ng:
"et hyl enebi s(4, 5, 6, 7-tetrahydro-1-i ndenyl ) haf ni um

di chl oride"]".

This second auxiliary request furthernore conprises
ei ght process clains dependent on Caiml.

It was held in that decision that the second auxiliary
request conplied with the requirenents of

Article 123(2) and (3) EPC and that its subject-matter
was novel over docunents D1 to D4 and inventive over
docunents D3 and D4.

The Qpposition Division refused the pending nain and
first auxiliary requests, because, in its view, the
terms "substituted with at | east one C,_, hydrocarbon” in
their Cains 1 went beyond the content of the
application as originally filed.

The Opposition Division furthernore refused to
consider (i) docunent D5 (Ronpp Chem e Lexi kon, Ceorg
Thi eme Verlag, Stuttgart 1995, Volune 1. A-Cl, pages 102
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and 115), (ii) an "anended first auxiliary request”,
and (iii) an objection under Article 84 EPC

On 6 May 1999 the Patentee (Appellant) |odged an appea
agai nst the interlocutory decision of the Qpposition

Di vi sion and paid the appeal fee on the sane day. The
Statenent of G ounds of Appeal conprising copies of the
previ ous nmain request and of the previous "anended
first auxiliary request” was submtted on 16 July 1999.

(1) Claim1l of said main request, which is also the
mai n request in these appeal proceedings,
differs fromCaim1 of the second auxiliary
request, which had been allowed by the decision
under appeal, only by the broader definition of
t he optional hydrocarbon substitution of the
substituents R, R, R and R' which reads as
follows: "wherein R' is a cycl opent adi enyl
radi cal optionally substituted with at | east one
C., hydrocarbon, R, R and R' are independently
cycl opent adi enyl optionally substituted with at

| east one C,., hydrocarbon, or

(i) Claim1 of said "anended first auxiliary
request”, which is the first auxiliary request
in these appeal proceedings, differs from
Claim1l of the second auxiliary request, which
had been all owed by the decision under appeal,
only by the broader definition of the possible
hydr ocar bon substitution of the substituents R,
R, R and R* which reads as follows: "wherein R
is an indenyl, tetrahydroindenyl or
cycl opent adi enyl radical or a nethyl- or ethyl-
substituted cycl opentadi enyl radical, R, R and
R* are i ndependently an indenyl
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t et rahydroi ndenyl or cycl opent adi enyl radical or
a nethyl- or ethyl-substituted cycl opent adi enyl
radi cal ".

In an annex to the summons to attend oral proceedi ngs

dated 10 May 2001 the Rapporteur issued prelimnary

comment s.

O al

proceedi ngs were held on 8 Novenber 2001.

The witten and oral argunents of the Appellant may be

summari zed as fol |l ows:

(i)

(i-1)
(i-2)
(i-3)

I n accordance with the case | aw of the Boards of
Appeal as set out e.g. in T 187/91 (QJ EPO 1994,
572), Caim1l of the main request net the

requi renents of Article 123(2) EPC because the
possibility that the substituents R, R, R and
R* be "a cycl opent adi enyl radical optionally
substituted with at | east one C,_, hydrocarbon”
was clearly inplied and unamnbi guously derivabl e
fromthe original application

This opinion resulted fromthe disclosure
t herein

on page 11, lines 20 to 23, according to which
t hese substituents nay be "substituted or
unsubstituted cycl oal kadi enyl ",

on page 11, lines 24 to 27 of suitable
hydr ocar bons,

on page 11, line 32 to page 12, line 2 of the
exenplified cycl oal kadi enyl radicals
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"cycl opent adi enyl, nethyl cycl opent adi enyl

et hyl cycl opent adi enyl , di net hyl cycl opent adi enyl ,
pent anmet hyl cycl opent adi enyl , i ndenyl,

t etrahydroi ndenyl, etc" (in the Appellant's
view, the term"etc" was nmeant to cover C_,

hydr ocar bon substituted cycl opent adi enyl

radi cal s which are not exenplified),

(i-4) on page 12, lines 2 to 4 of the alkyl radicals
"met hyl, ethyl, propyl, isopropyl, butyl, hexyl,
octyl, 2-ethylhexyl, decyl oleil, etc", and

(i-5) on page 10, line 1 of the reference to a C_,
hydr ocar bon radi cal .

(i) But even if the term"a cycl opent adi enyl radical
optionally substituted with at | east one C_,
hydr ocar bon" had not been originally disclosed,
the main request was neverthel ess allowable in
the light of G 1/93 (QJ EPO 1994, 541), because
this term which was a feature of granted
Caim1l and could not be renoved w thout
extension of the protection conferred, was
wi t hout any technical significance for the
claimed invention and was therefore not
obj ecti onabl e under Article 123(2) EPC.

(iii) In the Appellant's view, the statenents of the
original application cited in point (i) supra
Wth respect to the main request provided al so
support for the definition of the substituents
R, R, Rand Rin daim1l of the first
auxi liary request.

(i1v) The non-adm ttance into the opposition

2793.D Y A
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proceedi ngs of the present first auxiliary
request (then "anended first auxiliary request")
was incorrect, because the late filed anendnents
concerned only editorial corrections.

In the Appellant's view, the subject-matters of
the main and first auxiliary request were al so
novel and inventive over the cited prior art.

The Respondent (Qpponent) argued as fol | ows:

(i)

(i)

(iii)

The only relevant disclosure in the original
application on page 11, line 32 to page 12,
line 2 could not provide a basis for the
definition in Cdaim1l of the main request that
R, R, R and R* were "cycl opentadi enyl
optionally substituted with at | east one C_,
hydr ocar bon".

This conclusion applied also to the disclosure
on page 11, line 31 to page 12, line 2 of the
radi cal s nmet hyl cycl opent adi enyl, indenyl and

t et rahydr oi ndenyl, because the latter two

radi cal s provided no support for a C,-

hydr ocar bon substituted cycl opent adi enyl

radi cal .

Simlarly, the disclosure of C_, al kyl or

al kenyl substituents on different chem ca
entities could not serve as a basis for the

di sputed definition of the substituents R, R,
R® and R.
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(iv) Nor could the main request be allowed by
reference to the teaching of G 1/93, because the
originally unsupported term "cycl opent adi enyl
optionally substituted with at |east one C_,
hydr ocar bon" was clearly of technica
significance for the functioning of the catalyst
prepared according to Caim1l.

(v) Claim1l1l of the first auxiliary request also
| acked support in the original application,
inter alia because the disclosure
"et hyl cycl opent adi enyl radical” would not
conprise a disclosure of di-, tri-, tetra- and
pent aet hyl substituted cycl opent adi enyl radicals.

(vi) The Opposition Division had been mstaken in its
rejection of the Opponent's objections under
Article 84 EPC, because this objection related
to an anended C aim 1 which nust be exam ned for
conpliance with this Article ex officio.

(vii) Moreover, this objection still applied, because
according to page 9, lines 26 to 27 (origina
application page 19, lines 16 to 18) Caiml
failed to conprise the essential feature that
the preparation of the catalyst is to be carried
out with the fine particle carriers suspended in
an inert solvent.

The Appel |l ant requested that the decision under appea
be set aside and that the patent be maintained on the
basis of the main request or the first auxiliary
request.

The Respondent requested that the appeal be dism ssed,
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or, auxiliarily, if the clains of the main or first

auxi liary request should be held adm ssi bl e under
Article 123(2) EPC, that the case should be remtted to
the Opposition Division for further exam nation of the
opposition with respect to the requirenents of

Articles 54, 56 and 84 EPC

Reasons for the Deci sion

1

3.1

2793.D

The appeal is adm ssible.

Pr ocedur al

Whet her or not the conduct of the Qpposition Division,
nanmely its non-admttance of the Patentee's "anended
first auxiliary request" supra) and/or its refusal to
consider a late Article 84 EPC objection of the
Opponent (cf. Sections I, VII (iv) and VIII (vi)),
anounts to a procedural violation, has no bearing on
this appeal, because on the one hand the Appellant, who
was adversely affected by the "non-adm ttance", is not
successful in this appeal, and on the other hand the
Respondent, who was di sadvantaged by the "refusal", did
not appeal (Article 113(1) EPC, Rule 67 EPC).

Articles 100(c) and 123(2) EPC, Caiml of the main
request

The definition of the substituents R, R?, R and R of
the zirconiumconpound (I11), nanely "wherein Rl is a
cycl opent adi enyl radical optionally substituted with at
| east one C,, hydrocarbon, R, R and R are

I ndependent|ly cycl opent adi enyl optionally substituted

with at | east one C,_, hydrocarbon, or ext ends
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beyond the content of the application as filed, because
the relevant statenents therein do not support the
substituents being C_., hydrocarbon radicals.

The rel evant disclosure in the application as filed is
as follows:

Page 11, lines 15 to 20: "The zirconium conpound ...
represented by the formula (I11):

RLR R RLZr (111)

wherein R is an unsubstituted or substituted
cycl oal kadi enyl radical"

Page 11, line 31 to page 12, line 2: "Exanples of the
cycl oal kadi enyl radical s include cycl opentadi enyl,

net hyl cycl opent adi enyl, ethyl cycl opent adi enyl ,

di net hyl cycl opent adi enyl, pent anet hyl cycl opent adi enyl
i ndenyl and tetrahydroi ndenyl, etc."

Fromthe multitude of radicals R which are conprised by

the definition "C_, hydrocarbon substituted

cycl opentadi enyl ™ this disclosure enconpasses only a
very limted nunber of specific enbodi nents, which do
not justify the fornulation of a C_., sub-group of

hydr ocar bon substituents.

Nor can the term"etc" after the enuneration of sone
cycl opentadi enyl radicals be interpreted to disclose
the m ssing enbodi nents, because the skilled person has
no reason to assunme that this termwas neant to cover
C.., hydrocarbon substituents which are not concretely
exenplified.
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Moreover, there is not even a generic disclosure of a C,
hydr ocar bon substituent (ie of the upper limt of the

cl ai med range), because the only relevant disclosure is
that of the (saturated or unsaturated) C,-bridge
establ i shed by the benzene or cycl ohexane ring atons

whi ch are not shared by the cycl opentadi ene ring of the
condensed i ndenyl or tetrahydroi ndenyl system

Nor can the following further statenents in the
application as filed, which have been cited by the
Appel l ant, contribute the m ssing informtion:

The statenment on page 11, lines 24 to 27 that "R, R
and R, are independently selected fromthe group

consisting of .... alkyl and the correspondi ng
list of the al kyl groups "nethyl, ethyl, propyl,

i sopropyl, butyl, hexyl, octyl, 2-ethylhexyl, decyl
oleil, etc" on page 12, lines 2 to 4 are unrelated to
the nature of the possible substituents of the

cycl opent adi enyl radical s.

Even I ess relevant to the disclosure of hydrocarbon
substituents of the cyclopentadienyl radicals is the
ref erence on page 9, |ast paragraph to page 10 first
paragraph to the nature of the substituents "R' of the
al um noxane catal yst conponent, which inter alia nmay be
C.., hydrocarbon radical s.

The recognition of the pointer in the application
underlying T 187/91 (cf. Reasons) to the possible use
of "nmore or |less |light sources"” as support for the
amendnment of a feature for the use of "a plurality of
punp light sources" (ie to tw or nore |ight sources)
to a feature for the use of "one or nore |ight sources”
can al so not support the Appellant's case, because the
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present application docunents do not conprise a
conparabl e concrete pointer. Rather the rel evant

di scl osure of the application as filed is limted to a
few exanpl es and | acks any information for their

bel onging to a specific sub-group of cycl opentadi enyl
radicals which is substituted wwth at | east one C_,
hydr ocar bon.

The Appellant's further argunment that the conpliance of
the disputed feature with the requirenents of

Article 123(2) EPC should be accepted because it was
not put into question originally, either by the first
exam ner of the Exam ning and Opposition Division or by
the representative of the Appellant/Patentee, is
clearly irrel evant because this issue is about facts
not about subjective personal opinions.

Therefore, the statement in daiml "R is a

cycl opent adi enyl radical optionally substituted with at
| east one C,., hydrocarbon" |acks support in the
application as filed and, thus, contravenes

Article 123(2) EPC

Adm ssibility of Caiml of the nmain request in spite
of its conprising a feature which was not disclosed in
the application as filed (G 1/93)

This issue was brought up by the Appellant not earlier
than at the oral proceedings. Since the |ate subm ssion
was not contested by the Respondent, the Board admtted
I ts di scussion.
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G 1/ 93 decided (cf. order, point 1) that a European
patent that contains subject-matter whi ch extends
beyond the content of the application as filed and
which also limts the scope of its protection cannot be
mai ntai ned i n opposition proceedi ngs unanended and t hat
such a patent cannot be anended by del eti ng such
limting subject-matter fromthe clains, because such
anmendnent, contrary to Article 123(3) EPC, woul d extend
the protection conferred.

However, according to point 2 of the order of G 1/983,
the ground of opposition under Article 100(c) EPC
(which corresponds to Article 123(2) EPC) does not

prej udi ce the mai ntenance of such a patent if such an
added feature does not provide a technical contribution
to the subject-matter of the clained invention and
nmerely limts the protection conferred by the patent as
granted by excluding protection for part of the
subject-matter as covered by the application as fil ed.

The Appel |l ant argued that the main request woul d neet
the requirenents set out in the previous paragraph,
because the definition of the substituents of the

cycl opent adi enyl radicals which is reflected in the
statement in daim1l "wherein R' is a cycl opentadi enyl
radi cal optionally substituted with at | east one C_,
hydrocarbon, R}, R® and R* are independently

cycl opent adi enyl optionally substituted with at | east
one C,., hydrocarbon, or ..." was w thout technica
significance for the clained invention. Therefore, in
the Appellant's view, the nmain request was adm ssi bl e,
i rrespective of whether or not the afore-nentioned
statenment went beyond the content of the application as
filed.
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Thi s opi nion of the Appellant cannot be accepted for
the foll ow ng reasons:

Firstly, G 1/93 does not cover the present situation,
where the disputed feature is part of an anended cl aim

Even if the scope of G 1/93 woul d be considered to
cover the present situation, because the disputed
feature was not concerned by the anendnent, the Board
cannot agree with the Appellant's concl usion:

(1) The technical significance of a feature in a
claimis not governed by its rel evance for the
assessment of novelty and inventive step vis-a-
vis the available prior art, as was argued by
t he Appellant, but by its contribution, to be
assessed by the skilled person in the |ight of
the original disclosure, to the technical
definition of the claimed subject-matter.

O herw se, the decision about the technical
significance of a feature would be subject to
different interpretations dependent on the
respectively available prior art.

(1) Simlarly unsuitable for the determ nation of
the technical significance of a feature is its
rel evance for the function and effect of the
"invention". The Appellant argued that the
di sputed feature was technically neaningl ess,
because the chain I ength of the hydrocarbon
substituents of the cycl opentadi enyl radicals
was unrelated to the essence of the clained
i nvention, which was about the preparation of
the catal yst carrier.
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(ii-1) This argunent cannot be accepted, because the
function and effect of an invention may be very
conpl ex, especially in chem stry, and
particularly in the field of catalysts, and so
are the interdependenci es between features and
effects; it is not a rare case that during the
prosecution of a patent application and in any
subsequent proceedi ngs the technical focus of an
invention shifts. This criterion is therefore
not appropriate to distinguish between
techni cal ly nmeani ngful and technically
nmeani ngl ess features of a claim

(i1i-2) Additionally, it has to be borne in mnd that an
assessnment of this kind could not be nade
wi t hout adequate evidence, which is anyway
m ssing in the present case, the burden of proof
bei ng on the Appell ant.

(iii) The inappropriateness of the afore-nmentioned
argunents of the Appellant are enphasized in
G 2/98 which dealt with the requirenents for
claimng priority of the "sane invention" as
referred to in Article 87(1) EPC

It was held in Section 8.3 of G 2/98 that it was
problematic to try to distinguish between technica
features which are related to the function and effect
of an invention and technical features which are not,
because there were no clear and objective criteria for
maki ng such a distinction, which could thus give rise
to arbitrariness.

This Section of G 2/98 goes on to state that such an
approach "depends very nuch on the actual assessnent of

2793.D Y A
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the facts and circunstances of the case by each

I ndi vi dual deci ding body" and that "[d]ifferent

deci ding bodies may thus arrive at different results
when assessing these facts and circunstances”.

Moreover, "it has to be borne in mnd" according to the
cited Section "that the assessnent by these different
deci di ng bodi es of whether or not certain technical
features are related to the function and effect of the
claimed invention may conpl etely change in the course
of the proceedings”, as is "the case, in particular, if
new prior art is to be considered ...".

The final conclusion in the cited Section that "[s]uch
dependence [of the acknow edgenent of the right of
priority] would, however, be at variance wth the
requi renent of |egal certainty" applies nutatis
mutandis also to the issue of Article 123(2) EPC which
Is at stake here.

In the Board's judgnent, the statenent in CCaiml
"wherein R' is a cyclopentadi enyl radical optionally
substituted with at |east one C_, hydrocarbon, R, R
and R* are independently cycl opent adi enyl optionally
substituted with at | east one C_, hydrocarbon, or

is clearly of technical significance for the clained
subject-matter, because this feature contributes to the
definition of the steric and electronic configuration
of the zirconiumcatalyst (I11l1) which, together with
the other conponents of the entire "solid catal yst",
inter alia influences its activity for the

pol yneri sation of olefins. A high polynerisation
activity is one of the main objects of the clained
invention (cf. page 1, first paragraph of the
application as filed; page 4, lines 53 to 58 of the
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pat ent specification).

Therefore, the feature in Claim1l of the main request
"wherein R' is a cyclopentadi enyl radical optionally

substituted with at |east one C_, hydrocarbon, R, R
and R* are independently cycl opent adi enyl optionally

substituted with at | east one C,_, hydrocarbon, or

has techni cal significance.

The Appellant's argunent that the main request should
be adm ssible under Article 123(2) EPC in spite of the
fact that its Claim1l contains a feature which was not
conprised by the application as filed nust therefore be
rej ected.

Articles 100(c) and 123(2) EPC, Caim1l1l of the first
auxi liary request

The definition of the substituents R, R?, R and R of
the zirconiumconmpound (I11), nanely "wherein R' is an
i ndenyl, tetrahydroindenyl or cycl opentadi enyl radica
or a nethyl- or ethyl-substituted cycl opent adi enyl
radical, R, R and R are independently an indenyl,

t et rahydr oi ndenyl or cycl opentadi enyl radical or a

nmet hyl - or ethyl-substituted cycl opentadi enyl radical”
ext ends beyond the content of the application as fil ed,
because the relevant statenments therein do not wholly
support this definition.

Wil e the radicals "cyclopentadi enyl™, "indenyl" and
"tetrahydroi ndenyl " are supported by the statenment on
page 11, line 31 to page 12, line 2 of the origina

di scl osure (cf. Section 3.2.2 supra), the terns

"met hyl - or ethyl-substituted cycl opentadi enyl" are
general i zations of the there exenplified radicals



5.3

2793.D

- 20 - T 0518/ 99

"met hyl cycl opent adi enyl, et hyl cycl opent adi enyl
di met hyl cycl opent adi enyl, pent anet hyl cycl opent adi enyl ".

It is evident that the disclosure of these few concrete
radi cal s does not justify the fornulation of the sub-
group "nethyl- or ethyl-substituted cycl opentadi enyl ",
whi ch conpri ses undi scl osed cycl opent adi enyl
substitution patterns. This is especially conspi cuous
with respect to the term"ethyl-substituted

cycl opentadienyl”, the only basis for which is the

di scl osure of the radical (nono)ethylcycl opentadienyl.

This fact is further aggravated by the possibility,
according to fornmula (Il11), of having nore than one,
possibly differently substituted, cycl opentadienyl

r adi cal

Thus, Caim1l of the first auxiliary request also
contravenes the requirenents of Article 123(2) EPC

In view of the fact that the Clains 1 of the main and
the auxiliary request contravene the requirenents of
Article 123(2) EPC, there is no need to discuss any of
their possible further deficiencies under the EPC

It follows that neither of the requests of the
Appel | ant can be al | owed.



O der

For these reasons it

The appeal is dism ssed.

The Regi strar:

E. Gorgnmuaier

2793.D

I s decided that:

The Chai r nan

R Young
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