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Summary of Facts and Subm ssi ons

This appeal is against the interlocutory decision of

t he opposition division concerning maintenance of

Eur opean patent No. 0 385 317 in anmended form
OQpposition had been filed against the patent as a whole
based on Article 100(a) EPC in conjunction with

Article 56 EPC

The opposition division held that claim1 of the
proprietor's main request did not involve an inventive
step, but that the clains of the auxiliary request net
the requirements of the EPC, having regard inter alia
to follow ng docunent:

D6: EP-A-0 204 578

1. Claim1 of the allowed auxiliary request reads as
fol | ows:

"A data processing device conprising:

(a) encoding nmeans (110) for encoding an information
signal by utilizing correlation between conmponents
t hereof to output encoded information having a
conpressed i nformati on content;

(b) a nmenory (104; 421; 22; 23) being used for wite
and read of the encoded information, said nmenory (104;
421; 22; 23) performng the read-out operation while
performng the witing operation;

(c) decoding nmeans (111) for decoding the encoded
information read out fromsaid nenory (104; 421; 22; 23)
to restore the information signal; and

(d) signal processing neans (102) for effecting
si gnal processing by sinultaneously using the
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information signal input into said encodi ng neans (110)
and the information signal output from said decoding
means (111), wherein

sai d encodi ng neans (110) includes a predictive
differential encoding circuit (208; 413; 20),

timng control neans (34) is provided for controlling
the timng of resetting of wite in said nenory (22)
and the timng of resetting of read fromsaid nenory
(22), and

wherein said timng control neans (34) controls first
timng for resetting a predicting operation of said
encodi ng nmeans (20), second timng for resetting a
wite operation of said nenory (22; 23), third timng
for resetting a predicting operation of said decoding
means (28) and fourth timng for resetting a read
operation of said menory (22; 23), said first timng
and said second timng being synchronized with each
other, said third timng and said fourth tim ng being
synchroni zed with each other."

The opponent (appellant) appeal ed the decision, and
requested that the decision of the opposition division
be set aside and that the patent be revoked.

The respondent (proprietor) requested that the appeal
be di sm ssed (main request).

Both parties nmade an auxiliary request for oral

pr oceedi ngs.

Fol  owi ng a conmuni cation fromthe Board containing an
anal ysis of the issues to be discussed, the appellant
filed additional evidence inter alia in the formof an
extract fromthe book:
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N.S. Jayant et al.: "D gital Coding of Waveforns.
Principles and Applications to Speech and Vi deo", New
Jersey: Prentice-Hall Inc., 1984, 335.

Oral proceedings were held on 1 April 2004 at which the
respondent filed an auxiliary request conprising a set
of anmended clains, claim1l of which was a conbi nati on
of clains 1, 4 and 5 of the main request. At the end of
t he oral proceedings, the Board announced its decision
to the parties.

The appel | ant argued essentially as foll ows:

The di stinguishing features of the encodi ng and
decodi ng operation solved the "primary" objective
techni cal problemof mnimsing the required nenory
capacity. The opposition division had already
determned that the clainmed solution to this was

obvi ous.

The di stinguishing features of resetting the predicting
operations in synchronismwth the resetting of the
read and wite operations of the menory sol ved the
"secondary" problem of preventing error propagation,

whi ch followed as a direct consequence of using DPCMto
solve the first.

The extract fromthe book by Jayant disclosed resetting
the predicting operations periodically to zero, for
exanpl e every M" line in image coding, to prevent error
propagation in DPCM coding. Since in the prior art

vi deo processing circuit the read and wite operations
of the menory nust al so have been reset based on the
line structure of the video signal, it followed
automatically that the resetting operations were
synchroni sed as cl ai ned.
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The auxiliary request should not be admtted. The
communi cati on acconpanyi ng the sumons to the oral
proceedi ngs made it clear that the Board coul d have

di sregarded anmendnents that were not submtted in good
time before the oral proceedings. The auxiliary request
was filed during the oral proceedings. It should
therefore be disregarded for |ateness al one.

Mor eover, although claim1 of this request added only
the subject-matter of clains 4 and 5 of the main
request, it still raised further serious problens,
notably under Article 123 EPC. Caim1l of the main
request concerned the enbodi nent (Figure 6/7 enbodi nment)
in which the problem of error propagati on was sol ved by
synchroni sed resetting of the predictor and nenory. The
additional features of the auxiliary request related to
a different enbodi ment (Figure 5 enbodinent) that
solved the sane problemin a different way, nanely by
sendi ng a synchronising code. However, these two

enbodi nents had never been disclosed in conbination.

Mor eover, the two enbodi nents were not conpatible with
each other. The patent application disclosed at

colum 6, lines 48 to 49 that the Figure 5 enbodi nent
was "ineffective". This was why the Figure 6/7

enbodi mrent was devel oped as an alternative, and the
application stated at colum 8, line 52 that it was
"very effective". Furthernore, the originally filed
application clained these enbodi nents in different
groups of clainms, which were not dependent on each

ot her.

The respondent argued as foll ows:
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To solve the "primary" problem of mnimsing the
required nenory capacity, the skilled person may have
used an encoder and a decoder as known from D6.

The ot her distinguishing features solved the objective
techni cal problem of ensuring a stable operation of the
whol e data processing devi ce.

D6 di scl osed neither resetting the ADPCM predictor, nor
resetting the read and wite of the nmenory, nor the
error propagation problem Thus there was no hint to
provi de synchroni sation between the prediction and the
menory.

In general, it was not adm ssible to define additional
probl enms, such as the appellant's "secondary" problem
of the propagation of errors, and to invoke further
docunents in the inventive step argunent.

In any case, even the three teachings of Figure 1 of
the patent, D6 and the extract fromthe book on digital
codi ng by Jayant did not |ead to the subject-matter of
claiml. The extract fromthe book described that it
was useful to reset predictor coefficients periodically
to zero, but did not disclose or suggest the special
synchroni sation of resetting the prediction wth other
circuit operations. There were many other possible
alternative synchronisations such as resetting in
synchronismw th other signals or on a tine basis.

It was an additional indicator of patentability that
despite being a | eading conpany in this field, the
opponent was not able to find a docunent show ng the

same or any simlar synchronisation.

The auxiliary request was admttedly late, but it did
not raise any undue difficulties because it nerely

i nvol ved the additional subject-matter of clains 4 and
5 of the main request.
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Reasons for the Deci sion

1

2.2

2.3

1519.D

The appeal conplies with the requirenents referred to
in Rule 65(1) EPC and is, therefore, adm ssible.

| nventive step (main request)

The Board agrees essentially with the appellant's |ine
of argunment |eading to the result that claim1l of the

mai n request does not involve an inventive step.

It is common ground that the closest prior art
corresponds to that shown in Figure 1 of the patent in
suit and discussed in the introductory part of the
description. This discloses a general purpose video
signal processing circuit structure that could be used,
for exanple, for noise reduction. The circuit receives
an input video signal and a signal delayed in a field
menory and out puts a processed signal, which is al so
fed back to the field nenory. The nmenory is controlled
by a field menory control circuit synchronised to the
vi deo synchroni sation signals.

The Board agrees with the appellant that this teaching
also inplicitly discloses timng control neans for
controlling the timng of resetting the witing and
reading of the nenory. This follows fromthe fact that,
in the nentioned exanple of noise reduction, the video
signal processing circuit needs sone sort of

synchroni sation to keep track of corresponding parts of
t he video signal such as correspondi ng pi xels on
different lines or in different fields. This would have
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to be effected by resetting the menory using the nenory
control circuit that is driven fromthe output of the

sync separation circuit.

2.4 Claim1l1l of the main request therefore differs fromthe
prior art shown in Figure 1 by having:

(1) a predictive differential encoding circuit for
encoding the signal witten to the nenory

(ii1) decoding neans for decoding the signal read from
t he menory

(tiit) timng control nmeans for resetting a predicting
operation of the encoding nmeans in synchronism
with resetting a wite operation of the nenory

(iv) timng control neans for resetting a predicting
operation of the decoding nmeans in synchroni sm
with resetting a read operation of the nenory.

2.5 It is conmon ground that the features of the predictive
encodi ng and the decoding circuit (differences i and ii)
can be considered to solve the problem of mnimsing
the required nenory capacity. This is what the
appellant calls the "primary" problem

2.6 The Board has no reason to question the opposition
division's finding that it was obvious to encode and
decode the signal to solve this problemin the Iight of
t he teaching of D6, which disclosed at page 6, lines 1
to 6 solving the same problemfor any type of signa
(see page 5, end of first paragraph) in an information

1519.D
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del ay system by conpressing (encodi ng) the signal
before witing to the nenory.

Since D6 al so discloses the use of predictive encoding
(DPCM, this qualification is al so obvious.

2.7 There was di sagreenment over the formnul ation of the
probl emthat the appellant calls the "secondary”
problem nanely the one deriving fromsynchronising the
resetting of the predicting and the nmenory read and
wite operations (differences iii and iv). Since these
features relate to the timng of the DPCM prediction,

t he "secondary" problemonly becones rel evant once DPCM
has been selected to reduce the nenory requirenent.

Al t hough there is thus some |ink between the two

probl ens, the Board agrees with the appellant that the
di stingui shing features of the encoding and decodi ng
operation and the resetting of the timng involve such
different effects of the invention that there is no
functional interdependence in the sense of a

conmbi nation invention. Hence the Board judges that the
appellant is correct in treating these features as
relating to a classic case of solutions to independent
partial problens, i.e. separately.

2.8 The Board judges that the solution to the "secondary”
problemis al so obvious even adopting the respondent's
formul ation of the problemas ensuring a stable
operation of the whol e data processing device. Firstly,
stabl e operation is a universal goal of any circuit
design and woul d be self-evident to the skilled person.
Secondly, the Board agrees with the appellant that it
i s common know edge that DPCM suffers fromthe problem
of the propagation of errors. Mreover, it is apparent
that the "extrene error propagation” nentioned in the

1519.D
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book on digital coding by Jayant, at page 335, second
par agr aph, indicates a problem of ensuring stable
operation when DPCMis used in inmge coding
appl i cations.

Jayant discl oses solving this problemby resetting the
predi ctor coefficients periodically to zero, for
exanpl e every M" line in image coding. The resetting of
the predicting operation of the encoding would
therefore be synchronised with the line structure of
the video image. Since the resetting of the wite
operation of the nmenory is also synchronised with the
line structure of the video inage (see point 2.3,
above), it follows that the two resetting operations
are thensel ves in synchronism as clai ned.

Jayant al so states that resetting the prediction is
equi valent to restarting the decoding process, which
inplies that the resetting of the predicting operation
of the decoding would al so have to be in synchroni sm
with the line structure of the video i mage and, hence,
the resetting of the read operation of the nenory, as
cl ai ned.

Even if there are other possibilities for resetting the
predi cting operations, the Board judges that the

cl ai ned ones are neverthel ess obvi ous.

Accordingly, claiml of the main request does not
involve an inventive step (Article 56 EPC)

Adm ssibility of auxiliary request
The Board judges that the circunstances of the present

case are anal ogous to those in decision T 401/02
(Optisch variabl es El enent/ A ESECKE & DEVRI ENT, not
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published in QJ) fromthe present Board in a different
conposition. At point 5, the Board sumarised the
factors to be wei ghed up when exercising its discretion
to admt late requests filed during the oral

proceedi ngs. These are:

(1) resulting delay in the procedure, including
possi bl e adj ournnent of the oral proceedi ngs or
remttal to the first instance. This could be the
result of anmendnents that require nore thorough
exam nation (in that case under Articles 123(2)
and 56 EPC)

(ii) whether the anmendnments are occasi oned by any
change in the facts of the case

(iii) whether the late filing is excusable owing to

speci al circunstances.

In that case, it was not apparent that the anmendnents
woul d be al |l owabl e under Articles 123(2) or 56 EPC,

t here had been no change in the facts of the case and
t he appel |l ant gave no exceptional reasons that would
have justified the late filing.

The Board judges that the circunstances of the present
case are virtually the sane.

Concerning the delay in procedure of criterion (i), the
Board agrees with the respondent that there are
potential problens under Article 123(2) EPC when

amal gamating the Figure 5 and 6/7 enbodi nents. In fact,
a short discussion during the oral proceedi ngs reveal ed
that it was not even straightforward to determ ne

whet her claim 1 of the main request covered the
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Figure 5 enbodi ment or not. Hence, neither the Board
nor the appellant was in a position to assess the
amendnents on an ad hoc basis during the ongoing oral

pr oceedi ngs.

Concerning the change in case of criterion (ii), the
Board judges that the extract fromthe book by Jayant
filed by the appellant during the appeal represents

evi dence to support the alleged facts that the problens
of error propagation and the solution of resetting the
predi ction operation in synchronismwth the video
signal were part of the skilled person's comon general
knowl edge at the priority date. These facts had been
asserted since the begi nning of the appeal proceedings,
at least, so that the Board judges that the facts of

t he case have remmi ned essentially unchanged.
Concerning the special circunstances of criterion (iii),
t he appel |l ant gave no exceptional reasons that would
have justified the late filing.

3.3 For these reasons the Board does not admt the

auxiliary request.

4. There being no other requests, it follows that the
pat ent nust be revoked.

1519.D
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Or der

For these reasons it is decided that:

The deci sion under appeal is set aside and the patent is

revoked.
The Regi strar: The Chai r man:
M Ki ehl S. Steinbrener
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