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Summary of Facts and Subm ssi ons

2135.D

Wth decision of 16 March 1999, posted on 30 March
1999, the opposition division maintained European
patent No. O 529 843 in anended form since the subject-
matter of clains 1 and 4 was novel and inventive
essentially in the light of

(D)  EP-B-0 373 274

(D3)  CH A 640 750

(D5)  DD-B-84 795

(D8)  EP-A-0 346 872

(D9)  EP-A-0 218 012 and

(D10) "Die Mehlnmullerei”, Northern Publishing Conpany,
pages 156, 158, 202, 203, 205, 206, 208 and 209.

The i ndependent cl ai ns underlying the above decision to
mai ntai n the European patent in amended formread as
fol | ows:

"1l. A flour mlling nethod conprising the steps of
polishing (10) the raw wheat and mlling (50) the
pol i shed wheat, characterized by further conprising a
step of cleaning (20) with water the polished wheat to
renove bran powder which has entered into | ongitudina
creases of wheat grains during said polishing step,
subsequent to said polishing step.”
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"4, A systemfor flour mlling conprising:

a polishing means (10) for polishing the raw wheat to
produce wheat kernels; and a mlling nmeans (50)
arranged downstream of said polishing neans (10) for
mlling and pul verizing the wheat kernels;
characterized in that it also conprises

a cl eaning neans (20) arranged downstream of said
pol i shing nmeans (10) and upstreamof said mlling nmeans
(50), for cleaning with water the polished wheat
kernels to renove bran powder which has entered into
| ongi tudi nal creases of wheat grains while the raw
wheat is being polished by said polishing neans."”

L1, Agai nst this interlocutory decision of the opposition
di vision the opponent - appellant in the follow ng -
| odged an appeal on 12 May 1999 paying the fee on the
sanme day and filing the statenent of grounds of appeal
on 14 July 1999. The appel |l ant argued that the clained
subj ect-matter was not novel and inventive so that the
deci si on under appeal had to be set aside.

| V. Fol | owi ng the board's Conmuni cati on pursuant to
Article 11(2) RPBA oral proceedings were held on
18 June 2002 in which the appellant and the patentee
(respondent) essentially brought forward the follow ng
arguments:

(a) appellant
- the problemto be solved by the invention would be
to renmove bran powder fromthe creases of wheat

ker nel s;

- renoval of particles froma kernel could be seen
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(b)
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as a cleaning step which according to the prior
art could be carried out dry or wet;

(D1) disclosed a cleaning step based on brushing
bran powder fromthe creases of wheat kernels
whereas (D10) reflecting handbook know edge deal t
wi th washing of (wheat) kernels essentially to

di sl odge inpurities fromits creases prior to

pol i shi ng;

(D3) and (D8) were based on cleaning with water,
(D8) applying an excess of water contacting the
kernel s so that renoval of any unwanted substances
residing in the creases of the kernels were

achi eved wi thout know ng the clainmed i nvention so
that a novelty objection was justified;

even if the clainmed subject-matter would be
acknow edged as novel it was not based on

i nventive step since the known brushing step had
only to be replaced by a washing step taught in
(D10) and since it was irrelevant in this respect
whet her the wheat kernels were raw kernels or were
al ready polished;

it had to be considered that in cases where very
cl ean kernels were wanted, water cleaning was a
must so that its application in a different
context, nanely after any polishing step(s), could
not be seen as an inventive contribution to the
prior art; claims 1 and 4 did not define inventive
subj ect-matter

r espondent
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t he washing step in (D10), was carried out prior
to further treatnment and mlling thereof, and

i nvol ved heavy agitation of the kernels during
whi ch damage m ght be caused,;

the clained invention started, however, fromthe
prior art according to (D1) which disclosed steps
foll owi ng the above cl eaning step according to
(D10), nanely polishing to renove the bran of the
wheat kernels, thereafter brushing bran powder
fromthe creases of the polished kernels and
finally mlling thereof;

the invention ainmed at enhancing the effectivity
of the bran powder renpval and was based on a
washi ng step follow ng polishing and prior to
mlling; washing was carried out with an excess of
water in contrast to a wetting step also known in
the art to create favourable mlling conditions;

(D8) was based only on wetting and even if its
wat er application could be seen as a washing step
it would be concurrent with polishing and served
t he purpose of enhancing friction of the kernels
when bei ng pol i shed;

(D3) and (D9) again related to hum di fyi ng not
washi ng machi nes and (D1) and (D5) were based on
brushing including a hint to a severe wear of the
brushes in (D5);

not knowi ng the clainmed invention a skilled person
woul d not be led fromthe prior art to be
considered to the clainmed invention.
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V. The appel |l ant requests to set aside the decision under
appeal and to revoke European patent No. 0 529 843.

The respondent requests that the appeal be dism ssed
(rmain request), by way of auxiliary request with the
provi so that the patent be maintained on the basis of
clainms 1 to 6 filed on 20 May 2002 as auxiliary
request, by further auxiliary request that the clains
of the main and auxiliary request be restricted to the
nmet hod cl ai ns.

Reasons for the Deci sion

1. The appeal is adm ssible.

Mai n request

2. Arendnent s

2.1 The amendnents of clainms 1 and 4 of the main request

underlying the inpugned decision are clearly allowable

since water was originally disclosed as the cl eaning
fluid; this is also true for the functional term"to

renove bran powder ... longitudinal creases of wheat
grains ...", see for instance EP-Bl-0 529 843,
colum 9, lines 28 to 32, and lines 47 to 55

(corresponding to the originally filed docunents), so
that the requirements of Article 123(2) EPC are net.

2.2 The addition of the above features to clains 1 and 4
has to be seen as narrowi ng the scope of protection so
that these clains are not open to an objection under
Article 123(3) EPC
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Novel ty

Wth respect to (D8) the appellant raised a novelty-
obj ecti on which cannot be followed by the board for the
foll ow ng reasons:

According to Figure 2 of (D8) a two-step polishing is
carried out, the first being in a grinding-type
pol i sher and the second being in a friction-type
pol i sher in which polishing in contrast to clainms 1 and
4 is carried out concurrent with the application of

wat er for enhancing the friction of the wheat kernels
and the polishing effect.

Even if the known application of water were considered
as washing the crucial features of clains 1 (washing
subsequent to polishing) and 4 (cl eaning neans "20"
arranged downstream of the polishing neans) are not
antici pated by (D8).

Under these circunstances the subject-matter of
clainms 1 and 4 is novel, Articles 54 and 100(a) EPC.

| nventive step

The nearest prior art is seen in (Dl1) which docunent
addresses the problem of the present invention, nanely
to polish the wheat kernels and to renove bran powder
resulting fromthe polishing process and residing in
the creases of the kernels fromthe creases before the
wheat kernels are further treated and m || ed.

In contrast to clains 1 and 4 the cleaning step in (Dl)
is carried out by brushing, see page 5, lines 53 to 56,
and page 8, lines 49 to 51, and clains 13, 26 and 32.
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Renoval of bran powder according to (Dl1) is problematic
not only for reasons of wear of the brushes as set out
in (D5), see colum 3, lines 29 to 32, but also for
reasons of its limted effectiveness.

Starting from (Dl) the technical problemto be sol ved
by the invention is to inprove the known cl eani ng step.
According to clains 1 and 4 cleaning is carried out by
t he application of water subsequent to the

pol i shing/ polishing nmeans in that the excess water is
apt to carry away the bran powder which had absorbed
wat er and had been | oosened fromthe kernel's creases,
see EP-B1-0 529 843. As set out in the patent
specification thus a mlling characteristic is

i mpr oved.

It nust now be deci ded whether or not a skilled person
not know ng the clainmed invention could derive hints to
achi eve the subject-matter of clains 1 and 4 in an

obvi ous way.

It is basically true that cleaning of wheat can be
carried out dry - according to (D1l) and (D5) - or wet
as in (D10).

As set out above "wetting”, nanely by applying a
[imted anount of water, as in (D3) and (D8) is
irrelevant for the clainmed invention since in this case
excess water nust be available to be absorbed by the
bran powder residing in the creases of the polished
kernel s and since the anobunt of water nust be such that
t he soaked bran powder could be washed away fromthe
kernels to achieve the wanted effect, nanmely kernels
freed fromunwanted bran particles.
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(D8) as a further relevant docunent to be seen as the
starting point of the invention teaches agai nst

appel lant's argunent that the invention is no nore than
t he repl acenent of the brushing step by a washing step
since in (D8) there is no clear separation of polishing
and wetting, and - if existent - since these steps
contrary to clainms 1/4 are carried out concurrently.
Repl acenment of brushing would therefore not necessarily
result in a washing step which would be carried out
subsequent to polishing.

Appel lant's main argument with respect to the issue of
inventive step was based on (D10) from whi ch handbook
washi ng of wheat is clearly known, however, in a
context different fromclains 1 and 4, since the
washi ng step according to (D10) is a step carried out
with raw untreated wheat and ains at the renoval of
unwant ed substances like dirt, soil, stones, etc., and
has not as its objective to achieve a bran-free wheat
kernel. Even if a skilled person nmade use of a washing
step per se known from (D10) he woul d have had to

deci de when this washing step had to be carried out.

Respondent pointed to page 203, |ast paragraph, where a
skilled person is clearly taught that the wheat kernels
during washing/drying are heavily agitated ("wi rd das
Getreide...heftig herungew rbelt und...nachgewaschen").
The board is convinced that this information of (D10)
woul d be an obstacle for a skilled person since
contrary to the raw wheat dealt with in (D10) the
washi ng step according to clains 1/4 is carried out on
pol i shed kernels which are by far nore sensitive

agai nst inpacts fromagitators than raw wheat kernels.

The board is therefore convinced that under these
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circunstances a skilled person primarily woul d not
consi der (D10) and that, even if he did, would not
directly arrive at the subject-matter of clainms 1/4 so
t hat even a conbination of (Dl) or (D8) with (D10)
could not render obvious the clained invention.

This is also true for further docunents (D3) and (D9)
relating basically to hum difying and not to washing
machi nes and for (D5) in which wear of the cleaning
brushes is discussed w thout, however, clearly teaching
away fromthe application of brushes.

4.9 The board cones therefore to the result that there
exi sted no incentive for a skilled person , not know ng
the invention, to conbine the pieces of prior art to be
considered and that an inventive endeavour was
necessary to achi eve the subject-matter of clains 1 and

4, Articles 56 and 100(a) EPC.

4.10 As aresult clains 1 and 4 have to be mai ntai ned as
have their dependent clains 2, 3, 5 and 6.

Auxi liary requests

5. The main request being already allowable there is no
need to deal with the nmerits of the auxiliary requests.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

2135.D
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The Regi strar: The Chai r man:

A. Counillon C T. WIson
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