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Summary of Facts and Subm ssi ons

2853.D

The appeal is directed against the decision posted on
15 March 1999 of an opposition division of the European
Patent O fice which decided that claim1 as granted of
t he European patent EP-B-0 219 974 did not contravene
Article 123(2) EPC, however revoked the patent for |ack
of inventive step of the subject-matter of said claim

This claimhas the foll ow ng wording:

"An air cool ed condenser suitable for use in a
refrigeration or air conditioning systemto condense a
refrigerant vapour into a refrigerant liquid, the
condenser conprising a pair of spaced headers (10,12)
for receiving refrigerant vapour and collecting
condensed refrigerant; and a plurality of tubes (20)
extending in hydraulic parallel between said headers,
each tube being in fluid communication with each said
header and being elongate in transverse cross-section
with the m nor dinension of the cross-section aligned
substantially perpendicular to the direction of air

fl ow t hrough the condenser, characterised in that each
tube defines a plurality of discrete hydraulically
parallel fluid flow paths, each said fluid flow path
having a hydraulic dianmeter in the range of 0.381 to
1.778 mm (0.015 to 0.070 inches)."

The patent proprietor, hereinafter the appellant, filed
the notice of appeal on 21 May 1999 and paid t he appeal
fee on the sane date. The statenent of grounds of

appeal was received on 26 July 1999.
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In answer to this statenment, opponents 02 and 03,
herei nafter respondents 02 and 03, filed subm ssions,
chal | engi ng anong ot her things the opposition

di vision's decision that the upper limt of 1.778 mm
(0.07 inches) is clearly and unanbi guously derivabl e
fromthe patent application as originally filed.

In a comuni cation sent on 14 January 2001, the board
of appeal expressed the provisional opinion that said
upper limt was not derivable fromthe diagrans of
Figure 3 of the patent application as filed, so that a
revocation of the patent on the basis of Article 123(2)
EPC coul d not be excl uded.

Thi s provisional opinion was contested by the appell ant
in aletter received on 23 July 2002. Subm ssions of
respondents 03 and 01 were al so received, respectively
on 27 Septenber and 6 Novenber 2002.

Summons to oral proceedi ngs pursuant to Rule 71(1) EPC
were sent to the parties on 11 February 2003.

By neans of a letter received on 2 June 2003, the
appel l ant subm tted as subsidiary requests that:

1. in case, the Board of Appeal does not consider the
upper limt of hydraulic diameter of 0.07 inches as
bei ng di sclosed by Figure 3 of the patent application
as filed (in contrast to T 398/ 92) and consequently
intends to revoke the patent in suit, the follow ng
questions be submtted to the Enlarged Board of Appeal:

(a) What are the requirenents under which val ues
(nunbers) may be derived from x-y-di agrans?
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(b) Are these requirenents fulfilled by Figure 3 of
Eur opean Patent 0219 974 Bl?

(c) What are the requirenents to assune a
contradi ction between a continuous x-y-di agram and
t he description, which a person skilled in the art

cannot resolve in a clear and unambi guous way?

(d) Are these requirenents fulfilled by Figure 3 and
t he description of European Patent 0 219 974 B1?

2. in case, the Board of appeal does not consider the
upper limt of hydraulic dianmeters of 0.07 inches as
bei ng di scl osed by US 887,223 in the way of

i ncorporation by reference into the patent application
as filed and woul d decide to revoke the patent in suit,
the foll ow ng questions be submtted to the Enlarged
Board of Appeal

(a) What are the requirenent for an incorporation by

reference of a docunent?

(b) In particular: Need the docunent incorporated by
ref erence be accessible by the Exam ning Division
of the European Patent O fice at the date of
filing of the patent application, or is it
sufficient to be accessible at the date of filing
t he request for exam nation or at any |ater date?

(c) In particular: Need the docunent incorporated by
reference be accessible to the public as of the
date of publication of the patent application in
any specific way?
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(d) Further to (c): Is it sufficient that an
i nterested nenber of the public can obtain a copy
of the docunent incorporated by reference on
request froma person or entity being in
possessi on of such copy, or mnust the docunent be
accessible in any specific way, e.g. through a
library?

The foll ow ng docunents were joined to the letter:

- a techni cal expert opinion of Prof. Dr Hans
Mil | er - St ei nhagen;

- a legal statenent of Dr Peter Dihm regarding
Gernan Case Law,

In addition, the follow ng docunment was sent by fax on
25 June 2003:

- a legal opinion of Prof. Dr Dr Joseph Straus, Max
Pl anck- Institute for Intellectual Property,
Conmpetition and Tax |aw, Minich.

\Y/ By letters respectively received on 6 May, 10 and

30 June 2003, respondents 03, 02 and 01 replied,
respondents 01 and 03 filing the follow ng docunents:

- a technical opinion of Prof. Dr Mayi nger

- a paper of Prof. Dr Dr J. Straus in GRUR Int. 1995,
pages 103 to 112.

2853.D
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VII. Oral proceedi ngs took place on 2 July 2003. Although
duly summoned, respondent 04 was not present or
represented. Pursuant to Rule 71(2) EPC, the
proceedi ngs were continued w thout him

During theses proceedings, the appellant filed a
further subsidiary question to be referred to the

Enl arged Board of appeal and submtted two anended
clainms 1 as auxiliary requests | and Il. In these
clainms, the sole anmendnent concerns the upper limt
which is given as being 1.727 mm (0. 068 inches) in the
first auxiliary request and 1.651 nm (0. 065 inches) in
t he second.

The subsidiary question to the Enlarged Board is the
f ol | owi ng:

"If graphs, which relate to the sane paraneter and
whi ch represent ranges of this paraneter, end at

di fferent upper values of this paraneter, under which
circunstances nust the deviation of these different
upper val ues be considered for the question of

di scl osur e?"

VI1I. The argunents of the parties concerning the disclosure
or not of the upper Iimt of 0.07 inch can be
sunmari sed as foll ows:

(A) Fromthe appellant:

The patent application as originally filed nentions a
range of about 0.015 to 0.040 inches for the hydraulic
di aneters, but it does not nean that the present
invention works in this range only. In the description,

2853.D
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this range is preferred, since it provides an

advant ageous and substantially increased heat transfer,
as shown by the peaks of the curves Ain Figure 3.
However, this figure on its left side, which is headed
the "I NVENTION', clearly shows that the invention also
works in the range above 0.04 inches, in which an

i ncreased heat transfer over the prior art is still
obt ai ned. The inventive effects are therefore not
limted to the given range of hydraulic dianeters and a
broader range is therefore allowable. Indeed, in the
whol e application as filed and in particular in

Figure 3, no limts for such a range are expressly

gi ven or shown, but there is no obligation to do so,
since it is not the purpose of the description and
drawings to give the limts of the protection to be
sought. Only the granted clains have to define the
extent of protection and, thus, its nunerical limts
when necessary. It al so cannot be argued such a
broadening is prejudicial to the interest or |egal
security of the public, since the abstract of the
patent application as originally filed nmentions this
upper limt of 0.07 inches.

Figure 3 is a graphical representation in Cartesian
coordi nates, so that the sane rules as in the decision
T 398/92 and T 145/87 should apply. Wen val ues are
disclosed in a figure as formng part of an invention,
why should it not be possible to deduce therefroma
range? In Figure 3, not only clear values are

di scl osed, but also the values which provide a better
heat transfer. Regarding the curves disclosed as
formng part of the "lInvention” in this figure, the
skilled person sees that, if condensers according to
the curves A provide an inproved heat transfer from
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about 0.015 inches to about 0.05 inches, another set of
curves, nanely the curves B, extend from about 0.04
inches to a mddle point between the values 0.06 and
0.08 inches marked on the X-axis, that is to about 0.07
i nches. The two pass condenser corresponding to these
curves is al so advant ageous, so that these curves B
cannot be ignored. It is therefore |ogical to choose
this value of 0.07 inches as the upper limt for the
invention. OF course, due to the nature of the
invention, the influence of paraneters such as the car
speed and the kind of fan which is used and the fact
that hydraulic dianmeters are determned with a vari ance
of up to 10% slight deviations cannot be avoi ded, so
that there is a certain arbitrary aspect in the choice
of this value, but nevertheless, the differences do not
exceed a few thousandth of an inch and are therefore
accept abl e.

Mor eover, reference is made in the description of the
patent application to a US patent application with the
serial nunmber 887,223 (US patent 4 688 311). The
content of this docunent is to be incorporated in the
application of the patent in suit, see in this respect
the Guidelines and T 737/90. In this docunent, the
range of about 0.15 to 0.07 inches is disclosed for the
hydraulic diameters of the flow paths of identical
condenser tubes, as shown by Figure 2 of this docunent
whi ch corresponds to Figure 2 of the patent in suit.
There is no reason to exclude this teaching of the US
docunent, which confirns the teaching of Figure 3.

| f the board reaches a negative decision on the here
concerned disclosure of a value by a figure, then a
di screpancy wi |l appear, not only between deci sions of
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different organs of the EPO in the present case, but

al so between such a decision and the decision T 398/92,
so that there is a need to have a clear answer on such
an issue, in particular when the curves do not end on
the sane vertical line. The reason for the second |i st
of questions to the enlarged board woul d be an

i nconsi stency between the decision of the board on the
content of the referenced US docunent, the Cuidelines
and the decision T 737/90. Mreover, in the USA, the
docunents are now available to the public.

Claim1 according to the two auxiliary requests is
adm ssible, since it was already indicated in the
submi ssion filed on 2 June 2003 that other val ues of
the curves A and B could be used, in particular the
val ue 0.65. Thus, the respondents cannot be surprised
by these requests. Mreover, the requests are a | ogical
consequence of the questions put forward by the board
during the discussion on the main request. It is

t herefore not an abuse of procedure, it is only a
rational way for the appellant to solve the probl em by
trying to agree on anot her value. The facts and the
docunents are the sane, so that it can be quickly

deci ded on these requests.

(B) Fromthe Opponents

In the patent application as filed, at |east 6
references to the upper limt of the hydraulic dianeter
range being 0.04 inches can be found, in contrast
therewith no nention of 0.07 inches, even not in
Figure 3, which in the descriptionis only said - just
like Figures 4 to 6 - to show advant ages of the
invention. Thus, as far as the upper limt is
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concerned, there is no need for the skilled person to
consider Figure 3, and in particular to consider it
preferably to the Figures 4 to 6. Mirreover, in this
Figure 3 the curves A and B peter out at both ends with
no clear cut off and they were generated by conputer,
based on quite approxi mate cal cul ati ons, so that these
curves can only show tendencies or "predicted

per formance" as acknow edged by the description itself,
and not real values. In the description it is indicated
that the curves were confirmed by actual tests, but

whi ch val ues of these curves were confirned is not

di scl osed. Regarding the exanple of Table 1 of the
description which nentions an hydraulic dianeter of
0.030 inches for the present invention and 0.078 inches
for the prior art, the skilled person was not incited
to take into account the left ends of the curves A and
B, all the nore as these ends do not show a significant
performance over the prior art. Furthernore, a

conpari son between Figures 3 and 4, which according to
the headline of Table 1 refer to the sane prior art
condenser, shows that the prior art curves on the right
side of Figure 3 were positioned too |ow, so that after
correction the hydraulic dianmeters according to the

| eft ends of the curves A and B offer no advance over
the prior art. In view of all these inconsistencies and
anbi guous informations of the figures, the skilled
person has all reason to rely on the expressis verbis
gi ven range, which excludes the range 0.04 to 0.07

i nches. The clained range of up to 0,07 inches is
inconpatible with the patent application as originally
filed and its introduction in Claim1l created a | egal

i nsecurity.
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The US application, which is identified in the patent
application, was not available to the exam ner of the
EPO on the date of filing the patent application and
has only been published after the publication date of
said application of the patent in suit, so that at

| east on this last date it was not available to the
public. Mreover, the nere object of this citation was
to disclose a manufacturing nethod of the tubes
according to the invention, and nothing nore.

The first list of questions to the Enlarged board is of
t echni cal aspect and does not concern a point of |aw

T 398/92 is noreover not conparable, since it concerns
a feature which was restricting the scope of the
invention. The lines in the figures were al so al

ending on a single vertical line. The answer for the
second |list of questions has already been given, see in
this respect the paper of Prof. Dr Dr Straus in GRUR
Int. 1995.

Both clains 1 according to the auxiliary requests are
not adm ssible, being filed too |late. The board had
expressed its negative opinion one and a half years
ago. Moreover, it is quite clear that, if the patent is
revoked for lack of disclosure of the upper Iimt 0,07
inch, the same will occur with the other new values. If
the requests were admtted, why not others with
different arbitrarily chosen val ues?.

The appel | ant requested that the decision under appeal
be set aside and that the patent be nmaintained as
granted, by way of auxiliary request, that the
guestions fornmulated in its, the appellant's, letter of
2 June 2003, pages 2 and 3, as well as the question
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filed in the oral proceedings be referred to the

Enl arged Board of Appeal, by way of further auxiliary
request, that the patent be maintained on the basis of
claim1l1 according to auxiliary request | or 1Il, both
filed in the oral proceedings.

The respondents requested that the appeal be di sm ssed.

Reasons for the Deci sion

1

2853.D

The appeal is adm ssible.

Since, in the patent application as originally filed
t he hydraulic dianeters were expressed in "inches",
this unit is used in the present decision wthout added

conversion to SI units.

According to Article 85, the abstract shall nerely
serve as technical information and should not be taken
into account for any other purpose. Therefore, the fact
that the upper limt of 0,07 inches was nmentioned in
the abstract of the patent application is irrelevant
for the present case.

It is not disputed that, in the course of proceedings,
a feature which can be clearly and unanbi guously
derived froma drawing can be used to define the

subj ect-matter for which protection is sought. In the
course of the exam nation proceedings, this can result
in a broadening of a nunerical range expressis verbis
given in the original disclosure wthout necessarily

contradicting said disclosure and wi thout offending
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agai nst Article 123(2) EPC, it depends on the
ci rcunst ances of each case.

In the decision under appeal, the first instance held
that, since the curves Bin Figure 3 are "higher" than
the prior art curves at |east up to a value of 0.07

i nches, the skilled person would conclude that the
invention, as far as heat exchanger cores correspondi ng
to the curves B are concerned, should extend up to 0.07
i nches.

In the application as originally filed of the patent in
suit, after an introduction setting out the problens
whi ch occur in condensers enployed in air conditioning
or refrigeration systens, a summary of the invention is
presented on page 2, which provides the information
that each of the fluid flow paths defined in the
condenser tube has a hydraulic dianeter in the range of
about 0.015 to 0.040 inches. The same information is
given in the detailed description of the preferred
enbodi nent of the invention, page 7, first |ines,

i medi ately followed by the indication that "a
hydraul i c diameter of 0.035 inches optimzes ultimte
heat transfer efficiency and ease of construction”

Then, on page 9, the |ast sentence relating to Figure 3
has the foll ow ng wording:

"As can be appreciated fromFigure 3, heat transfer is
advant ageously and substantially increased in the range
of hydraulic dianmeters of about 0.015 inches to about

0. 040 inches through the use of the invention with sone
vari ance depending upon air flow'. As seen, here, the
range is given in connection with the disclosure of

Fi gure 3.
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Finally, this range is also given in each of the three
i ndependent clains 1, 4 and 9, as originally filed.
Thus, in six passages of the patent application as
originally filed, the range of 0,015 to 0,040 inches is
gi ven expressis verbis, and there is no suggestion that
other limts could be considered or envisaged, in
particular the clainmed upper limt of 0.07 inches when
in Table 1 of the description an hydraulic dianeter of
0.07871 inches for the prior art is given.

As support for the clainmed upper limt of 0.07 inches,
t he appellant essentially relies on the disclosure of
Figure 3 and, in particular, on the curves B of this
figure. Figure 3 is one of four figures, nanely
Figures 3 to 6, which are all in Cartesian coordi nates,
these figures - according to the description - aimng
at showi ng a nunber of advantages of the invention. In
Figure 3, the heat transfer rate (Y-axis) is plotted
agai nst the hydraulic dianeter (X-axis) at air flows
varying from 450 to 3200 standard cubic feet per mnute
("SCFM' in abbreviated form. The abscissa axis is

di vided by pairs fromO0.00 to 0.18 inches. The l|eft
part of Figure 3, which is headed "I NVENTI ON', shows
two sets of graphs, nanely.

- a first set of four graphs Ain plain |lines, one
above the other, for four different air flows,
sai d graphs extending fromthe area between 0 and
0.02 inches to the area between 0.06 and 0. 08
i nches and presenting rather pronounced apices at
about 0.02 inches; and
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- a second set of four graphs B in broken lines for
the sane air flows, however with their left ends
in the area around 0.04 inches and their right
ends between 0.06 and 0.08 inches, as are the
right ends of the curves A, these graphs B are a
bit donmed or flat with their higher points near
0.04 inches and they each lie respectively above
the right parts of the graphs A

The right side of Figure 3, which is separated fromthe
left side by a blank part, concerns the "PRI OR ART",
namel y condenser cores previously produced by the
applicant, and it shows four rather horizontal curves
in dashed lines for the same different air flows.

According to the description, the curves A and B were
generated by conputer, based on a heat transfer nodel
for two condenser cores having the sane face area and
bei ng made according to the present invention, several
common constructional specifications of these cores
being given in the description. The core according to
the curves B differs fromthat of the curves A only by
the fact that the length of the flow path in each tube
was doubl ed, i.e. the nunber of tubes was hal ved and
the tube I ength doubled. In the description, it is also
menti oned that various points on the curves A and B
have been confirned by actual tests, however wi thout
further details.

An exam nation of the curves shows the follow ng:
The value 0.07 inches neither appears on the abscissa

axis of Figure 3, nor is suggested by a particular
poi nt or mark on any graphical representation of this
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figure. The right ends of the curves A and B, which
according to the appellant, disclose this value, do not
end on a clear single vertical line; they all peter out
nore or less in the nedian area between the two val ues
0,06 and 0,08 inches of the x-axis. Mreover, at |east
three curves A have their right ends at a | evel which
is lower than that of the corresponding prior art
curves, so that at least in the range fromO0.06 to 0.08
i nches the condenser core according to these curves A
is not shown to be advant ageous.

According to the description, the object of Figure 3 is
to show the rel ationship between the heat transfer rate
and the hydraulic diameters of the refrigerant flow
paths. In the docunents as originally filed there is no
i ndi cation or suggestion that this figure is supposed
to disclose any ranges or limts of the invention. The
fact that the left part of Figure 3 is headed

"I nvention" does not necessarily inply that the ful
curves in this left part are to be considered as

bel onging to the invention or even conpl etely disclose
the invention, all the nore as the right ends of
certain curves A are well under the corresponding
curves of the prior art as seen above, so that
apparently they do not belong to the invention. The
headi ng "invention” is here only used to distinguish

t he graphs concerning the invention formthose of the
prior art. \Were the invention begins and finishes is
not disclosed in Figure 3. How nuch the heat transfer
rate has to be inproved so that the present invention
coul d be considered as show ng advant ageous effects
over the prior art is also not specified. Moreover, in
t he absence of any information on the curves ends, the
person skilled in the art has no reason to think that
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t hese ends are of inportance and he may think that in
fact the curves are open-ended or were arbitrarily
ended by the drawer. This seens to be confirmed by the
fact that, considering only the right ends of the
curves B, these ends - as said above - are not on a
single vertical line, although they are still above the
prior art curves. This is not the indication of alimt.
Sonme right ends of the curves B are even substantially
above the corresponding prior art curves and coul d have
been prol ongated on the right, while still show ng
advant ages over the prior art. Since the object of
Figure 3 was nerely to show advantages of the invention
it has to be expected that the object of the graphs was
to show the nost interesting parts and not necessarily
t he whol e invention; the description by stipulating the
range of about 0.015 inches to about 0.040 inches in
connection with Figure 3, see also the hydraulic

di aneter of 0.030 inches given in Table 1, contributes
to support this assessnent. Wien graphs, which are
nmerely intended to show advant ages of an invention,
show t hat said invention could be performed beyond the
ends of the drawn graphs, the person skilled in the art
cannot assune on the sole basis of these graphs that
said ends represent limts of the invention. Thus, it
cannot be recognised that the curves A and B represent
ranges of hydraulic dianeters according to the
invention and that the right ends of these curves nust
unm st akably represent the upper limts of the present

i nvention.
Al ready for this reason, the inpugned decision, to

which Prof. Dr Dr Joseph Straul3 in his |egal opinion
essentially referred, is to be set aside.

2853.D
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9. Supposi ng that, nevertheless, taking into account the
fact that the curves B extend from about 0.04 inches to
t he medi an regi on between 0.06 and 0.08 inches and thus
di scl ose that the invention can be perforned above the
upper limt of 0.04 inches expressely given in the
original docunents, the skilled person |ooks for the
determ nati on of an exact broader range, he receives
fromFigure 3 no clear indication as to how he can fix
an upper limt value. According to the patentee, "al
hydraulic dianmeters are di sclosed as part of the
invention, for which at |east one of the eight curves
shows an advantage in heat transfer over the prior art"
and "the patentee may choose any value for the | ower
and upper limts of the clainmed hydraulic dianeter
range for which at |east one of the graphs shows
advant ageous heat transfer over the prior art”

(subm ssion dated 2 June 2003, page 18, first lines and
lines 12 to 15). Regarding the opinions or statenents
filed by the appellant, it can be seen that the
technical (Prof. Dr H Miller-Stei nhagen) and | egal

(Dr P. Dhm experts differ on the determ nation of the
upper limt of the curves A which they respectively
found to be 0.05 or 0.04 inches. Extrapolating the
curves B, val ues about 0.08 inches could form part of
the invention, so that it is not understood for which
reason the invention, as far as condenser cores
according to the curves B are concerned, shall only
extend up to 0.07 inches. Moreover, considering the
curves as disclosed, the appellant by claimng

di fferent values, nanely 0.07, 0.068 and 0. 065 i nches,
for said upper limt in the main and auxiliary requests,
show that arbitrary val ues can be chosen, so that there
isin fact, in the patent application as filed, no

2853.D
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cl ear and unanbi guous di scl osure of an upper limt for
t he hydraulic dianeters.

It follows fromthe foregoing that the criterion "heat
exchanger better than the prior art” used by the
appel l ant for supporting the disclosure of an upper
[imt in Figure 3, is in fact not relevant. In the
absence of any other disclosed criterion, it can only
be deduced that, since the teaching of the present

i nvention essentially concerns the use of snal
hydraul i c dianmeters, an essential object of claim1l is
to define a range of said snmall dianeters which is
different fromthose already used prior to the filing
date of the present application, that is to say said
range should be under the lower limt of about 0.09

i nches shown by the prior art curves of Figure 3.

It is therefore a nmere question of the choice of the
upper limt of said range, as long as the present
invention with said hydraulical dianmeter limt can show
an advantage over the prior art. Being a nere question
of choice, then a contradiction is to be seen between

t he now cl ai med val ue 0.07 inches and the originally

di scl osed upper Iimt of 0.04 inches, so that the upper
[imt not only is not clearly and unanbi guously
derivable fromFigure 3, but it also does not conply
with the conditions set out in T 169/83 (QJ 1985, 193),
to which the board adheres. Mreover, the new limt
clearly makes a technical contribution to the subject-
matter of claiml, so that the criterion set out in the
decision G 1/93 (QJ 1994, 541) also applies.

For all these reasons claim1l according to the main
request infringes Article 123(2) EPC
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Contrary to the opinion expressed by Prof. Dr Dr Joseph
Strauf3 in his |l egal opinion, the board in its previous
decision T 669/93, which mainly dealt with the valid
priority of a claimcontaining the originally disclosed
range of 0.015 to 0.04 inch, did not take position on
the clains of another request filed at this tinme and
containing the range of 0.015 to 0.07 inch, since its
decision was to send the case back to the first
instance in order to examne the allowability of said
clainms. The nere fact that the board al so drew t he
attention of the first instance to the possible need of
a supplenentary search is not to be considered as an
inplicit acceptance of these clains. The board had no
reason at that time to examne in detail either the
claims or the true actual disclosure of the patent in

suit.

According to Article 112(1) EPC only questions
concerning inportant points of |aw or concerning a
uni form application of the law are to be referred to
the Enl arged Board. The first set of questions to the
Enl arged Board of Appeal, to which the subsidiary
guestion filed during the oral proceedings is to be

j oi ned, does not concern such issues, since they al
relate to the interpretation of a figure which
conprises graphs. The interpretation of such a figure
is of technical aspect, and not of |egal aspect.
Already for this reason, the correspondi ng request of
the appellant is to be rejected.

Mor eover, contrary to the appellant's view, the
situations are not the sane between the present case
and the cases with which the decisions T 256/89 and
T 145/87 had to deal. In case T 256/89 the new
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i ntroduced features were derivable for the preferred
enbodi nent of the invention and fromreal experinental
val ues which were identified by points on the curves.
The end points of the curves in particular, which were
used to define percentages, were clearly disclosed as
bei ng real experinmental values. In T 145/87, the graph,
whi ch represented a mat hemati cal equation, also
conprised identified points, which were used to
determ ne two constants of the fornula. Thus, the

ci rcunst ances are not conparable and it cannot be

concl uded that a discrepancy exists between the present
deci sion and the two above cited deci sions.

A reference to the U S. application 887,223 indeed
appears in the description as filed of the patent in
suit, however only as a disclosure for the nethod of
maki ng the tubes according to the present invention,
and not as a disclosure of said invention; it is
clearly specified in the patent application as filed
that only the details of the neans for formng the
tubes are incorporated by reference, and nothing nore.
Thus, contrary to the appellant's opinion, this
docunent cannot be used as support for the clained
upper limt val ue.

Moreover, said U S. application was not avail abl e at

| east at the date of publication of the patent
application, so that, being not nade available to the
public as required by Article 54(2) EPC, it cannot be
taken into account. This is in line with the
Quidelines, CI1l, 4.18 and the case | aw of the boards
of appeals, see T 737/90 (not published), as

acknow edged by Prof. Dr Dr Strauss in GRUR Inter.
1995, pages 103 to 112.
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Under these circunstances, the second set of questions
to the Enlarged Board is irrelevant for the present
case and, further, already at |east partly answered

(questions (a) to (c)).

The reasons set out above for the nmain request would
obviously apply to the clains 1 according to the
auxiliary requests, so that these requests filed at the
ultimate stage of the proceedings are clearly not

adm ssible (Article 114(2) EPC)

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Counillon C T. WIson
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