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Summary of Facts and Submn ssions

0263.D

The opponent filed this appeal against the

i nterlocutory decision of the opposition division
concerni ng mai ntenance of European patent No. 435 569
i n amended form

The two i ndependent clainms 1 and 11 have the follow ng
wor di ng:

"1. Aradially shrinkable cylindrical sleeve for

encl osing a connection or termnal, respectively, of an
el ectrical cable including a conductor (40), an

i nsul ation (42) surrounding said conductor, and a field
restrai ning shielding |ayer (38) surrounding said

i nsul ation (42), said sleeve conprising a first inner

| ayer adapted to engage said field restraining

| ayer (38), a mddle |ayer of an electrical insulative
material, and an outer |ayer of an electrically sem -
conductive material to forman integral sleeve (10),
sai d sl eeve being elastic and permanently flexible, and
el astically stretched and placed in a radially expanded
state on a renovabl e support neans (20), characterized
in that said inner layer (18) includes a cylindrica
portion of conductive or sem -conductive materi al

| ocat ed between the ends of said sleeve and adapted to
engage sai d conductor (40) or a sleeve-shaped connector
el enent (44) and the adjacent insulation (42) and at

| east one cylindrical end portion (14, 16) made of
dielectric material and engaging said field restraining
| ayer (38) of said cable to provide a field control,
said support neans is a coil (20), and said |layers are
cylindrical portions (14, 16, 12, 11) and are forned of
silicone such that said sleeve will recover toward its
rel axed position."
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"11. An elongate cylindrical sleeve (10) for a
connection or termnation of an insul ated cabl e having
a screen (38), conprising a peripherally outer

| ayer (11) of sem -conductive material, a peripherally
i nner layer (14, 16, 18) having a first portion (14,
16) of stress controlling dielectrical nmaterial

adj acent to at | east one end of the sleeve in the

el ongate direction for engaging the screen (38) of the
cabl e and a second portion (18) of sem -conductive or
conductive material renote fromthe end for engagi ng
the conductor (40) of said cable or a sleeve-shaped
connector elenment (44) and the adjacent

i nsul ation (42), and the sleeve further conprising a

| ayer of electrically insulative material (12) between
the inner and outer |ayers, the |ayers of the sl eeve
bei ng bonded together by successive injection nolding
whereby the sleeve is integral, and the materials of
each |l ayer consisting of soft elastic and permanent
flexible material, whereby the sleeve nay be
elastically and radially stretched froma rel axed state
to a stretched state to fit onto a renovabl e support
neans (20) and the sl eeve subsequently recovers towards
the rel axed state."

Clainms 2 to 10 and 12 to 15 are dependent on clains 1
and 11, respectively.

The deci sion under appeal inter alia referred to the
foll ow ng docunents:

D1: DE-A-3 001 158

D2: (GB-A-2 042 818 and

F1: DE-A-3 027 097.
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The opposition division regarded the closest prior art
for the subject-matter of claim1l as being DL. This
shrinkabl e sl eeve could withstand an el astic

def ormation of the order of 100% and was placed in a
radi al |l y expanded state on a renovabl e support neans.
The sl eeve specified by claim1 of the opposed patent
was di stinguished fromthis prior art in that it was

pl aced on a coil as a support neans, its |layers were
formed of silicone and conprised an inner |ayer

i ncluding at |east one cylindrical end portion nmade of
dielectrical material and engaging the field
restraining |layer of the cable to provide a field
control. The inner |ayer (between the separate end
portions) could alternatively be conductive while it
was of sem conductive material in the sleeve of DI1.

Al t hough F1 recommended the use of silicone rubber for
all the conmponents of a cold-shrink sleeve, a sleeve as
specified in claim1l of the opposed patent was not

obvi ous froma conbi nati on of DI and F1 because the

i nner end portions of the sleeve of F1 provided
geonetric field control and D1 did not suggest
providing an inner |ayer with separate end portions for
refractive field control. However, the refractive field
control provided by at |east one cylindrical end
portion constituted the underlying principle of a

sl eeve according to the opposed patent.

For simlar reasons, neither F1 nor Dl could forma
basis for an attack on inventive step of claim11l. D2
di scl osed an elongate cylindrical sleeve consisting of
an inner article and an outer article which could be
heat - shri nkabl e or col d-shrinkable. The inner article
had an inner |ayer conprising stress controlling
dielectrical material adjacent to the end portions and
a second portion of conductive material renote fromthe
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end for engaging a connector elenent. D2 could
therefore be considered as representing the cl osest
prior art for claim1l. However, it was not obvious to
provide an integral sleeve, as specified in claim1l of
t he opposed patent, conprising a peripherally outer

| ayer of sem conductive material, a peripherally inner
| ayer and a |ayer of electrically insulative nateri al
bet ween these | ayers which were bonded together by
successi ve injection noul di ng.

In the statenent of grounds of appeal, the appell ant
essentially argued as foll ows:

The opposition division had taken the deci si on under
appeal without inviting the opponent, in accordance
with Article 101(2) EPC, to file observations on the
amended claim 1 which was filed by the proprietor with
|l etter dated 29 May 1998. Contrary to the requirenent
of Rule 58(4) EPC, the parties were not infornmed of the
extent in which the opposition division intended to
mai ntain the patent. Therefore, the decision under
appeal was based on grounds on which the opponent had
had no opportunity to present comments. For these
reasons, the appeal fee should be reinbursed.

The foll owi ng new docunents shoul d be introduced into
t he appeal proceedings:

F5: DE-A-3 521 946 and
F6: DE-U-8 617 005.
These docunents di scl osed highly relevant prior art and

were found only when a new search was carried out after
the proprietor had filed an anended claiml1l. F5
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(claim1l, Figure 1) disclosed a sleeve conprising a
conductive outer layer, an insulative |layer and an

i nner layer including cylindrical end portions which
provided refractive field control as specified in
claim1 of the opposed patent. The authors of F5 did
not consider it worthwhile nentioning for which of the
two types of sleeve, elastically stretched (and nounted
on a support means) or the push-on type, the sl eeve
could be used. F5 (page 3, lines 6 and 7) referring to
the high costs of silicone suggested the use of EPDM as
a main material. However, in the neantine the price of
silicone had significantly fallen and silicone, because
of its known advantageous el astic properties, had found
wi despread use. Therefore, it was obvious to use
silicone rubber for a sleeve which was placed on a
support neans. The subject-matter of claiml of the
opposed patent thus was not inventive.

F6 al so di scl osed a sl eeve conprising cylindrical end
portions which provided refractive field control as
specified in claiml of the opposed patent. The sl eeve
of F6 constituted an integral part and was of the push-
on type. It could be made of silicone and was thus al so
el astic and radially shrinkable. Instead of a

sem conductive outer |ayer, the sleeve of F6 had a nesh
as a conductive outer layer. It could not be considered
as inventive to adapt such a sleeve for placing it on a
coil support neans which constituted a generally known
neasure (see eg F1). The subject-matter of claim1l of

t he opposed patent thus did not involve an inventive

st ep.

The technol ogy avail able at the priority date of the
opposed patent in the field of radially shrinkable
sl eeves thus clearly rendered the subject-matter of
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claim1l obvious. Radially shrinkable sleeves which used
silicone and provided refractive field control were
known (F5 and F6). Quter conductive |ayers (F1 or F5)
and coils as support neans (Fl) were |likew se known.
Starting froman elastic sleeve on a support coil, it
was obvious to replace the geonetric field contro

| ayers of a sleeve as disclosed in F1 by refractive
field control layers as disclosed in F5 or F6, and
thereby to arrive at the subject-matter of claim1 of

t he opposed patent.

In a comruni cati on acconpanyi ng the sumons to the ora
proceedi ngs, the Board expressed the provisiona

opi nion that the opposition division had conplied with
Article 101(2) EPC and had given the parties an
opportunity to present their conments.

Concerning the choice of the materials and the
geonetrical characteristics of a sleeve as clained in

t he opposed patent, the Board considered that it was

I mportant whether the sleeve was nounted on a coil as a
support neans, or whether it was pushed on a cabl e by
appl ying nmechanical force. F5 and F6 therefore seened

| ess rel evant than the docunents dealt with in the
deci si on under appeal, the analysis of which appeared
not to be contested in the statenent setting out the
grounds of appeal. Since the purpose of the appea
procedure inter partes was mainly to give the | osing
party the possibility of challenging the decision of
the opposition division on its nerits (cf G 9/91,

Q) EPO 1993, 408, point 18), it would not appear
appropriate to admt new facts or evidence which would
not pronote convergence of the debate. However, if F5
and F6 were disregarded as late filed docunents under
Article 114(2) EPC, as requested by the respondent, the
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appeal grounds woul d appear deprived of their

evidential basis, since all the objections as to | ack
of inventive step seened based on conbi nati ons of these
docunents, or on a conbination of one of F5 or F6 with
t he di scl osure of F1.

Oral proceedings were held before the Board on

17 January 2002. The appel |l ant el aborated his argunents
concerning the reinbursenent of the appeal fee. In his
view, Caim6 (in conbination with claim1l) as granted,
on which the opponent had commented, was nuch nore
speci fic than anmended claim 1, which had introduced
only sone of the features of granted dependent claim 6.
According to the Notice fromthe European Patent Ofice
dated 14 July 1989 (QJ EPO 1989, 393) concerning the
application of Rule 58(4) EPC in opposition proceedings
(point 2.1), the opponent should have been given an
opportunity to coment on that text. The opponent was
therefore taken by surprise. In accordance with the
jurisprudence of the boards of appeal, as set out for
exanple in J 7/82, the appeal fee should be reinbursed
I n such circunstances.

Concerning inventive step of claim1, the appellant
argued that the features which had been introduced by
the anendnent had very little limting effect such that
the subject-matter of claim1 of the opposed patent was
obvious in view of the prior art on which the

opposi tion was based. The opposition division, in their
comruni cati on dated 21 January 1998, had expressed the
view that the subject-matter of claim1l was not

i nventive. The added features nerely neant that a field
control effect was achi eved by any nmeans whi ch were not
of a geonetric capacitive configuration (cf patent
specification, colum 7, lines 41 to 45). The fact that
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the end portions were made cylindrical was self-
evident. Therefore, these additional features did not
render the sleeve specified in claiml inventive in
view of F1, D1 and D2. Concerning the docunents

i ntroduced with the statenent of grounds of appeal, the
appel l ant repeated that sleeves of the push-on type
coul d not be considered as essentially different
because they were |i kew se el astic.

The proprietor argued essentially as foll ows:

The opposition division had set out in point 17 of
their conmuni cation that the provision of refractive
field control was the underlying principle of the

sl eeve according to the opposed patent and that the

i ntroduction of these features even w thout considering
other features of claim6 as granted coul d render the
subject-matter of claim1 inventive. The features
introduced into claiml were present in claim1ll as
granted and the opposition division's conmunication
commented on themalso in this context. The opponent
did not deny that he had received a copy of claiml
wWth the proprietor's letter of 29 May 1998. He thus
had al nost one year in which to present coments if he
had so wi shed. Therefore, the opposition division did
not commt a procedural violation.

The Board should disregard F5 and F6 in accordance with
Article 114(2) EPC because these docunents were not
submtted in due tine and did not disclose rel evant
prior art. F5 and F6 did not disclose elastic and
permanently flexible sleeves conprising only
cylindrical layers fornmed of silicone and pl aced on
coil support neans. Both F5 and F6 referred to sl eeves
whi ch had no sem conductive outer |ayer and were of the
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push-on type, as was explicitly nentioned in F6 and
inplicitly derivable fromF5 (eg page 2, lines 32 to
34) because F5 suggested the use of EPDM pol yner (known
for its relatively high shore hardness) as the main
insul ating layer while the inner |ayer was nade of
silicone (which was used for its good sliding
properties). The structure of, and the materials used
for, push-on type sleeves were significantly different
fromthose of the cold-shrink type sl eeves of the
opposed patent. The forner had to be accurately

di mensi oned for one particular dianeter and had to be
of sufficient strength with good sliding properties, to
be pushed on a cabl e connecti on by nmechani cal force.
The latter were elastically stretched, held in an
expanded state and could be shrunk-fit to different
cabl e dianeters w thout applying nmechanical force in an
axial direction. Soft elastic material and thin walls
were thus required. Starting fromone of these push-on
type sleeves the person skilled in the art woul d not
arrive, in an obvious manner, at a radially shrinkable
sl eeve as specified in claiml of the opposed patent.
Nor woul d he have any notivation to conbine a radially
shrinkabl e sl eeve with geonetric field control, as

di sclosed in F1, with a push-on type sleeve with
refractive field control, as disclosed in F5 or F6.

Concerning D1, it had to be taken into account that in
addition to the features which the decision under
appeal considered as inventively distinguishing the
subject-matter of claim1, all layers of the sleeve of
t he opposed patent were cylindrical portions. The

sl eeves disclosed in D1 and F1 were fundanental ly
different and could not be obviously conbined. D2

di scl osed a sl eeve which consisted of two articles and
did not disclose that all the |ayers were nmade of

0263.D Y A
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silicone.

The sl eeve according to claim1 of the opposed patent
conmbi ned several advantageous features and proved to be
very successful. It could be easily manufactured and
made with thin walls because silicone was used for the
conductive, sem conductive and refractive field contro
| ayers. This led to a conpact and easily nounted sl eeve
whi ch could be elastically stretched such that one

sl eeve di aneter could be used for largely varying cable
di aneters. Since the appellant had only inpugned the
deci si on under appeal with respect to the features that
were introduced in claim1 in response to the

comruni cation issued by the opposition division, it was
difficult to provide further argunents concerning the
rel evance of the docunents considered in the decision
under appeal .

The appel | ant opponent requested that the decision
under appeal be set aside and that the patent be
revoked. He al so requested rei nmbursenent of the appea
fee.

The respondent proprietor requested that the appeal be
di sm ssed.

Reasons for the Deci sion

0263.D

The appeal is adm ssible.

Docunents considered in the decision under appea

The deci si on under appeal has set out the reasons why
the sl eeve specified in claim1l of the opposed patent



2.2

2.3

2.4

0263.D

- 11 - T 0626/ 99

whi ch provided refractive field control was not obvi ous
in view of radially shrinkable sleeves as disclosed in
D1, which had a sem conductive inner |ayer throughout
the cabl e connection (cf D1, Figure 1; page 11, second
par agraph), or as disclosed in F1, which nmade use of
geonetric field control (cf F1, Figure 1; page 5,

lines 15 to 20; page 7, lines 1 to 9).

The appel |l ant has not substantially challenged this
reasoni ng but argued that it was obvious to repl ace
geonetric field control layers of a radially shrinkable
sl eeve by cylindrical field control |ayers nade of
dielectric material. However, the question to be

deci ded is whether the subject-matter of claim1l as a
whol e including such features is obvious in view of the
prior art.

It is known per se that refractive field control may be
obtai ned by stress controlling dielectric material (see
eg patent specification, colum 6, lines 18 to 27).
Caim1l of the opposed patent specifies "at |east one
cylindrical end portion (14, 16) nmade of dielectric

mat eri al and engaging said field restraining |ayer (38)
of said cable to provide a field control”. Such stress
controlling cylindrical end portions are also known for
sl eeves which may be col d-shrinkabl e and forned of
silicone and different materials and physica

principles for stress grading inner |ayers may be

envi saged (see D2, page 2, lines 29 to 32 and 58 to 62;
page 3, lines 55 to 60; page 7, lines 1 to 5; Figures 2
and 4).

The deci si on under appeal has taken account of this
prior art and held that sleeves conprising a
conmbi nation of layers as specified in claim1l was not
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obvious. Since radially shrinkable sleeves as specified
in claiml of the opposed patent are elastically
stretched (the inner dianeter is for exanple stretched
from17.7 mmto 55 mm cf colum 7, lines 1 to 4, of
the patent specification) before they are col d-shrunk
on cables of different dianeters, for tightly encl osing
a connection or termnal of a cable, the elasticity of
the materials of all the layers, the manner of form ng
sem conducti ve and conductive portions of the sleeves
and the thickness of its walls, anong other paraneters,
determ ne the nechani cal behavi our of the sleeves. The
materials and the formation of the |ayers are also
influential on the el ectromagnetical effect of a
refractive field control |ayer since the

el ectromagnetic field essentially depends on the

di mensi onal and physical characteristics of the |ayers
in the finished state. Since the appellant has not

gi ven detailed argunents that the decision under appea
was incorrect in this respect, and since the Board sees
no reason to cone to a different conclusion, the
subject-matter of claim1 of the opposed patent, as
well as that of claim1l, which was not comented on by
the appell ant, shall be considered as involving an

i nventive step, having regard to this prior art.

Docunents F5 and F6

The filing of F5 and F6 cannot be considered as
responsive to the grounds set out in the decision under
appeal since the feature of providing a stress
controlling end portion of dielectrical material for
engagi ng the screen of a cable was al ready present in
claim1ll as granted and particularly enphasi zed by the
opposition division in their conmunication. Both F6
(page 3, second paragraph) and F5 (page 5, |ast
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paragraph) are less relevant in this respect than D2
because D2 di scl oses sl eeves which may be col d-
shrinkabl e and forned of silicone (see point 2.3
above).

F6 (see eg claim1l: "Aufschiebenmuffe”) relates to a
push-on type sl eeve. The Board has no reason to doubt
the respondent’'s assertion that this is also the case
for F5 in view of the cited passage (F5, page 2, |ast
paragraph). This passage of F5 also draws attention to
sone of the different requirenents for push-on type

sl eeves (relatively stiff sleeve, snooth surface of the
cable). Admtting these docunents thus woul d not
pronote convergence of the debate, but rather divert it
fromthe essential elenents on which the opposition
proceedi ngs was based, contrary to the purpose of the
appeal procedure inter partes which is mainly to give
the losing party the possibility of challenging the
deci sion of the Qpposition Division on its nerits (cf
G 9/91, point 18).

The Board therefore judges it appropriate, pursuant to
Article 114(2) EPC, to disregard F5 and F6 as | ate
filed docunents.

The Board thus cones to the sane conclusion as the
opposition division in the decision under appeal that,
taking into consideration the anendnents nmade by the
proprietor, the patent and the invention to which it
rel ates neet the requirenents of the Convention
(Article 102(3) EPC).

Al | eged procedural violation

According to Rule 67 the reinbursenent shall be ordered
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"where the Board of Appeal deens an appeal to be

al l owabl e". Since this is not the case, the request
cannot be granted. Neverthel ess, the Board wi shes to
make the followi ng conments. According to the
principles set up by the decision of the Enlarged Board
G 1/88 (QJ EPO 1989, 189, point 6), Rule 58(4) EPC does
not need to be applied when the opponent has had
sufficient opportunity of commenting on the new text.
He "can" be given this opportunity through the
application of Rule 58(4) EPC. The Notice fromthe

Eur opean Patent O fice dated 14 July 1989 concerning
the application of Rule 58(4) EPC in opposition
proceedi ngs (QJ EPO 1989, 393) has been issued
follow ng decision G 1/88 and expl ai ns the new
procedure derived fromthese principles. J 7/82 (see
points VIIlI and 6) ordered rei mbursenent of the appea
fee in conpletely different circunstances. In the
present case, the Board notes that the opposition
division, as rightly argued by the proprietor (see
poi nt VIl above), had infornmed the parties about the
mai n reasons for which they considered the subject-
matter of the opposed patent as inventive and the
appel l ant had received a copy of the new text
sufficiently long before the decision was taken. The
opponent thus had an opportunity to conment on the text
subm tted.

O der

For these reasons it is decided that:

The appeal is dism ssed.

0263.D Y A
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The Regi strar: The Chai r man:

M  HOr nel | W J. L. Weel er
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