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Summary of Facts and Subm ssi ons

1490.D

The mention of the grant of European patent

No. O 531 738 in respect of European patent application
No. 92 113 813.7, filed on 13 August 1992, was
publ i shed on 13 Novenber 1996.

A notice of opposition was filed on 1 August 1997 in
whi ch revocation of the patent in its entirety was
requested on the grounds of l|lack of novelty and
inventive step (Article 100(a) EPQC)

The foll ow ng docunments were cited inter alia during the
opposi ti on proceedi ngs:

D2: EP- A-0 435 012

D3: Kosnetik, WIfried Urbach, Georg Thiene Verlag
Stuttgart - New York, 1998, pages 258 to 263

In its interlocutory decision posted on 20 October 1999,
t he OQpposition Division found that the European patent
could be maintained in anmended form on the basis of
claims 1 to 3 of the second auxiliary request as filed
on 24 March 1998. Claim1 of said request read as
fol | ows:

"A two pack keratinous fiber treating conposition
consi sting of

a) a first pack containing an organic solvent and an
acid, selected fromcitric acid, glycolic acid,
succinic acid, tartaric acid, lactic acid, acetic acid,
fumaric acid, malic acid, levulinic acid, butyric acid,
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valeric acid, oxalic acid, maleic acid, phthalic acid,

mandel i ¢ acid and phosphoric acid, and

b) a second pack containing a cationic polynmer and/or

an anphoteric polyner."

In its decision the Qpposition Division held that:

(a)

(b)

(c)

(d)

(e)

The main request was not in conformty with the
requirenments of Article 123(2) EPC.

The subject-matter of claiml of the first
auxiliary request did not involve an inventive step
(Article 56 EPC)

No objections under Articles 123(2) and (3) and
52(1) and (4) were raised in relation to the
subject-matter of the second auxiliary request.

The probl em sol ved by the opposed patent was to
provide a hair treatnent conposition capable of
exerting long-lasting conditioning effects to the
hair. Neither D2 nor D3 dealt with hair
conditioning. Therefore, the skilled person would
not start fromany of these docunents so as to
arrive at conpositions with | ong-1lasting
conditioning effects.

D2 did not disclose a conposition with, in a first
pack, the specific acids nentioned in claim1l of

t he second auxiliary request, nor the use of a
cationic polynmer in a second pack. There was no
incentive for the skilled person to substitute the
oleic acid in the first pack of conposition H of D2
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for an acid as defined in claim1l of the second
auxiliary request, nor to select specifically the
cationic polyners anong the conditioning agents
mentioned in the list given in D2.

(f) D3 did not disclose the specific acids of the first
pack of the conposition nmentioned in claim1 of the
second auxiliary request. There was, consequently,
no incentive to substitute the sulfurous acid
di sclosed in D3 for an acid as defined in claiml
of the second auxiliary request in order to achieve
| ong-l asting conditioning effects.

(g) Therefore, even when starting fromany one of D2 or
D3, the subject-matter of the second auxiliary

request involved an inventive step.

On 20 Decenber 1999, the Opponent (Appellant) filed a
noti ce of appeal against the above decision paying the
respective fee on the same day. Wth the statenent
setting out the grounds of appeal dated 28 February
2000, the Appellant referred to a further docunent:

D2a: Karl heinz Schrader, G undl agen und Rezepturen der
Kosneti ka, 2. Auflage, 1989, Huthig Buch Verl ag
Hei del berg, pages 680 and 700 to 702.
Oral proceedi ngs took place on 28 April 2004.
The Appel lant's argunents can be sumrari sed as foll ows:
(a) The skilled person was aware of the fact that

dyi ng and permanent wavi ng involved strain for the
hair. This was confirmed in the opposed patent



1490.D

(b)

- 4 - T 0672/ 99

itself, where, as sole state of the art, two
docunents relating to pernmanent waving were cited
and where dying was nmentioned as a specific
application of the clained conpositions. For these
reasons D2 and D3 were rel evant docunents.

D2 which described conpositions causing only
little danage to the hair was the closest prior
art. The objective of the opposed patent was to
provide an alternative to the two-pack
conpositions of D2. The first pack of conposition
H according to D2 conprised oleic acid and a

sol vent which induced swelling of the hair. A
condi tioning agent could be added to the second
pack of the conposition; cationic polyners were
di scl osed as possible conditioning agents. This
teaching was confirnmed by docunment D2a which
nmenti oned cationic polyners as conditioning agents
for hair cosnetics. It was, consequently, obvious
to the skilled person to add cationic polyners to
conposition Hof D2 for inparting conditioning
effects to the dyed hair.

The Respondent had not shown that the use of the
weak acids specified in claiml1l of the patent-in-
suit resulted in an unexpected effect when
conpared to the oleic acid present in conposition
H of D2. Furthernore, D3 disclosed citric acid,
whi ch was an acid explicitly envisaged by the
opposed patent, as a constituent of conpositions
used in the permanent waving of hair. Therefore,
t he replacement of the oleic acid of D2 by the
present weak acids did not inply an inventive

st ep.
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Since the wording of the claimdid not specify how
to apply the two packs, it was of no rel evance
whet her they were m xed prior to application (D2),
or whether the first pack was applied to the hair
before the second pack (patent-in-suit).

The Respondent had not shown any unexpected effect
linked to the use of the acids specified in claim
1 of the opposed patent in conparison to the

sul furous acid disclosed in D3, so that the
reasoni ng set out for D2 could also be applied
starting from D3.

Consequently, the clained subject-matter did not

i nvol ve an inventive step.

The Respondent's argunents can be summarised as foll ows:

(a)

(b)

Conmposition H of D2, which disclosed the conbi ned
use of oleic acid and an organic solvent in the
first pack, could be considered as the cl osest
prior art.

The problemunderlying the patent in suit was to

i nprove the conditioning effect, resulting in
noi st ness, softness and snoot hness of the hair,

whi ch effect should be long-lasting as well.

Condi tioning effects, which could also be achi eved
in the presence of a dye, were not nentioned in D2.
In contrast to the acids according to the opposed
patent, oleic acid, which had a | ong al kyl chain

of 18 carbon atons, was not dissolved in water and
could therefore not cause swelling of the hair.
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According to the opposed patent, the organic

sol vent which was contained in the first pack

di ssolved the acid to pronote its penetration into
the hair. Furthernore, whereas according to D2 the
two packs were m xed prior to the application onto
the hair, in the present invention the packs were
applied individually and subsequently.

In order to arrive at the conposition as clained
in the opposed patent when starting from
conposition H of D2, the skilled person would have
had to nmake several nodifications: replace the
oleic acid by a weak acid as defined in claim1,
add a cationic and/or an anphoteric polynmer to the
second pack and, finally, apply each of the packs
in a specific order. This could not be considered

obvi ous.

D2a should not be admtted into the proceedi ngs as
it was late filed and prim facie not rel evant.

Al though it disclosed cationic polyners as
conditioning agents, it was conpletely silent as

to the essential features of the present invention.

The thioglycolic and the sul furous acid discl osed
in D3 were reducing agents which did not penetrate
into the hair, but nerely served to reduce the

sul fur-sul fur bonds of the hair. The conparative
tests filed with the letter dated 24 March 1998
showed that these acids did not provide the
effects achieved with the acids according to the
opposed patent. Furthernore, according to D3, a
cationic polynmer was added to the first pack and
not to the second. It was not obvious to introduce
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the polyner in the second pack and to replace the
reduci ng acid by one of the weak acids nentioned

in claiml.

(e) Consequently, the clainmed subject-matter involved

an inventive step.

VIIl. The Appellant requested that the decision under appeal
be set aside and that the patent be revoked.

I X. The Respondent requested that the appeal be dism ssed
and the patent be maintained in the version underlying
t he deci si on under appeal .

Reasons for the Decision

1. The appeal is adm ssible.

2. The findings in the decision under appeal that the
clainms were in accordance with the requirenments of
Article 123(2) and (3) EPC and that the clained
subj ect-matter was novel have not been chal | enged by
t he Appellant. The Board sees no reason to take a

different view

| nventive step

Cl osest prior art

3. The patent-in-suit concerns a two-pack type keratinous

fiber treating conposition. Such conpositions are
di sclosed in D2, which the Opposition Division as well

1490.D
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as the parties considered to be the closest prior art
docunent .

D2 relates to a two-part hair dyeing agent conposed of
a first agent conprising as essential conmponents at

| east one compound that fornms HCO; by dissociation in
water, an al kali generating substantially no irritating
odour and a dye for hair and having a pH of 8.2 to 9.0,
and a second agent conprising as essential conponents
hydr ogen peroxi de and a buffer solution and having a pH
of 2.0 to 4.0, the weight ratio of the first agent and
t he second agent to be m xed being such that the pH of
the m xture of the two is within a range of from6.5 to
7.9 (claim1l).

The two constituent conponents of the dyeing
conpositions may be m xed and i medi ately thereafter
the mxture is uniformy applied to the hair (page 4,
lines 32 and 33).

D2 mentions that at |east one of the first agent and

t he second agent can incorporate a conditioning agent
to inprove the conbability of the dyed hair after
shanpooing (claim4; page 4, lines 17 to 19). Anong the
several conditioning agents envi saged, cationic

pol yners, in particular SM 702C -an am no-nodified
silicone- and CATIOL HC- 100 -a cationized cel |l ul ose-
are nentioned (page 4, lines 20 to 21). However, none
of the conpositions exenplified in D2 in fact conprises
a hair conditioning agent.

I n two-pack conmposition H, the first agent contains,
anong ot her ingredients, 4.0 wei ght% anmoni um
hydr ogencar bonate, 10.0 weight%oleic acid, 12.0



-9 - T 0672/ 99

wei ght % of 50% et hyl al cohol, 8 wei ght % of propyl ene
gl ycol and 2.0 wei ght % of sodi um hydroxyde (table 2,

page 6).

In conposition I, which is intended to illustrate a
conventional dyeing conposition, the first agent
cont ai ns no amoni um hydr ogencar bonate, and the sodi um
hydr oxi de of conposition His replaced by aqueous
ammonia in order to obtain a pH of 9 (table 2, page 6).

The hair dyeing agents were prepared by m xing the

first and second agent. The hair dyed with conposition

H showed | ess damage than the hair dyed with

conposition | (figure 2, page 9; page 6, lines 6 to 15).

Techni cal probl em and sol ution

1490.D

The patent-in-suit ains at providing a keratinous fiber
treating conposition that exerts |ong-Ilasting
conditioning effects, inparting good texture including
sof t ness, noi stness and snoot hness to keratinous fibers,
such as hair (page 2, lines 5to 8, 38 to 41).

The general teaching of D2 is that the use, instead of
ammoni a, of a conpound that generates HCO; by

di ssociation in water, leads to less irritation and
damage to the hair. The experinments disclosed in D2 are
designed to conpare the effects of the agents used only
in this respect. In particular, no reference at all is
made in D2 of |long-lasting conditioning effects. As,
furthernore, none of the conpositions exenplified in D2
contains a conditioning agent, these conpositions per
se cannot provide the effects ained at in the opposed
patent. For these reasons, the Appellant's argunent
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that the sole problemwhich could be formulated with
regard to docunent D2, was to provide an alternative to
t he conpositions disclosed therein, cannot be foll owed.

Therefore, also when taking into account D2, the
technical problemremains as fornulated in the opposed
patent (point 4 above).

4.2 In view of the exanples in the patent-in-suit, the
Board is satisfied that the technical problem as
defined herein above, has effectively been sol ved by
t he two-pack type conpositions according to claiml.

Obvi ousness

5. It remains to be deci ded whet her the clained subject-
matter is obvious with regard to the docunents on file.

5.1 Al t hough D2 nmentions the possibility of adding to the
essential conponents of the dying conpositions other
usabl e ingredients, e.g. a hair conditioning agent, to
the first or the second agent in order to inprove the
conbability of the dyed hair after shanpooing (claim 4,
page 4, lines 17 to 19), it does not address the
probl em of inparting |ong-lasting conditioning effects
to the dyed hair and is silent about the necessity, for
t hat purpose, of a pre-treatnent of the hair with a
weak acid. For that reason already, the skilled person
could not deduce from D2 the solution provided by the
patent-in-suit to solve the problemof inparting |ong-
| asting conditioning effects.

5.2 Even if it could be assuned that |ong-Iasting
conditioning effects can be achi eved when adding a

1490.D
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cationic polynmer to conmposition H of D2, as the
Appel l ant argued, it would still be necessary to
replace the oleic acid by a weak acid as nentioned in
claim1 in order to arrive at the conpositions of the
opposed patent. However, D2 does not give any
information regarding the function of oleic acid in
conposition H Even assum ng that oleic acid has the
sane effect of swelling the hair as the weak acids
according to the patent in suit, which was deni ed by

t he Respondent, such information could not be derived
from D2. The acids used as buffering agents in the
second agent of D2 serve to stabilize hydrogen peroxide
(D2, page 3, lines 48 to 56) and have therefore a
conpletely different function than the weak acids of

t he opposed patent, i.e. swelling of the hair (patent
in suit, page 2, lines 43 to 47). Consequently, the
skill ed person does not have the necessary information
to find alternatives to the oleic acid of D2.

Finally, according to D2, the two parts of the
conpositions are m xed before being applied to the hair;
no suggestion is made to apply them consecutively as
indicated in the opposed patent (D2, page 4, lines 31
to 33; page 5, lines 57 to 58). The Appellant argued in
this respect that the chronol ogi cal order in which the
two parts of the clainmed conpositions should be applied
to the hair had no significance for the assessnent of
inventive step, as this feature was not indicated in
claiml and therefore did not restrict the clained

subj ect-matter. The Board cannot follow this
argunent ati on. The cl ai ned two- pack conpositions have
an inherent property, nanely to inpart |ong-Ilasting
conditioning effects when used in the specific manner
indicated in the opposed patent. It is a well

1490.D
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established practice for the assessnment of the
inventive activity of chem cal conpounds or
conpositions, to take into account effects that are
achi eved when using the conmpounds or conpositions for a
certain purpose, even if those effects are only

achi eved under specific conditions.

In view of the above, it can be concluded that D2
contains no incentive to replace the oleic acid by any
of the acids specified in present claim1, nor to add a
conditioning agent to the second conmponent of the two-
pack conpositions, in order to inpart |ong-lasting
conditioning effects.

For these reasons the subject-matter of claiml of the
patent-in-suit was not obvious to the skilled person in
the light of D2 by itself.

D3 reflects the general know edge in the field of
cosnetic conpositions for the treatnment of hair. In the
conpositions of table 5.15 (page 261),
amoni unt hi ogl ycol ate or sul furous acid are present as
reduci ng agents (footnote (9)). In the conposition of
table 5.16 (page 262) citric acid is used as a pH
regul ator and as a buffer, to stabilize hydrogen

per oxi de (footnote (10) on page 261; footnote (16) on
page 262; page 259, third full paragraph). The
conpositions for permanent waving of hair disclosed in
tables 5.15 and 5. 16 contain pol ydi nethyldiallyl-
amoni um chl oride for inproving the conbability of the
hair (footnote (5) on page 261).

However, D3 does not nention the possibility of
achieving long-lasting conditioning effects, nor does
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it disclose that, in order to achieve this effect, a
pre-treatnent with a first conposition containing a
weak acid is necessary. The results of the conparative
tests filed by the Respondent in the first instance
proceedi ngs show that the use of sulfurous acid or

t hi ogl ycolic acid and its ammonium salt, instead of the
weak acids specified in the patent-in-suit, do not
inmpart long-lasting conditioning effects (experinents
reported under point 3 of the Respondent's letter dated
24 March 1998).

The argunent of the Appellant that these experinents
were not suitable to prove an unexpected effect |inked
to the use of the weak acids specified in the patent-
in-suit, is unsubstantiated and the Board sees no

reason to follow it.

The skilled person could therefore not gather any
i ndication fromD3 that woul d have brought himto the
conposi ti ons now bei ng cl ai ned.

From the above it follows that the clainmed subject-

matter involves an inventive step.

There was no need to decide on the adm ssion of D2a
into the proceedi ngs, since the docunment has not becone
relevant to this decision
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Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

C. Ei ckhoff R E. Teschenmcher

1490.D



