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Summary of Facts and Subm ssions

2106.D

The opponent’s appeal is against the decision of the
Qpposition Division that European patent No. 0 636 518
and the invention to which it relates neet the

requi renents of the EPC, account being taken of
anmendnents nmade by the patent proprietor according to
an auxiliary request during the oppposition

pr oceedi ngs.

The patent had been opposed on the grounds that the
subject-matter of the clains | acked i nventive step
(Article 100(a) EPC). The foll owi ng evidence was cited
during the opposition proceedings:

El: EP-A-0 476 286
E2: DE-C 25 34 421
E3: DE-A-32 42 604

The decision of the Qpposition Division was posted on
3 Novenber 1999. Notice of appeal together w th paynent
of the appeal fee was received on 8 Decenber 1999 and
the reasons for appeal were received on 4 March 2000.
The appel | ant requested that the appeal ed deci sion be
set aside and that the patent be revoked in its
entirety due to |ack of inventive step of the subject-
matter of Claim1l according to the auxiliary request
approved by the Qpposition Division. Together with the
reasons for appeal the appellant filed additiona
evidence relating to an alleged prior use of a sound

i nsul ati ng el enent:

E4. "VWETKA", Spare parts list for VW&ol f
D esel 1991 (Extract, Plate 137-10), dated
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25 Febuary 2000.

The respondent (patent proprietor) requested with a

| etter dated 22 Septenber 2000 that the appeal be

di sm ssed and that the patent be nmaintained in the form
according to the auxiliary request approved by the
Qpposition Division, based on the foll ow ng docunents:

Description: as granted,

Caiml filed during oral proceedings 8 Cctober 1999;
Clains 2 to 4 as granted,

Drawi ngs: as granted.

The Board sumoned the parties to oral proceedi ngs and,
i n a communi cation pursuant to Article 12 RPBA,
indicated its provisional opinion that the allegation
of prior use was insufficiently substantiated in
respect of both the circunstances and the technica
subject-matter. The Board additionally indicated its
provi sional opinion that, even if the allegation of
prior use were to be substantiated, the evidence
appeared not to be inportant to the deci sion.

The respondent indicated with a letter dated 7 August
2001 that it would not attend the oral proceedings.
During the oral proceedings held on 23 August 2001 the
appel l ant confirned the request to revoke the patent.

Claim1 according to the respondent’s request reads:

"A vehi cl e soundproofing device (9) for notor vehicles
conprising an engine (5) and a frane (3) supporting the
engi ne (5), the device (9) including a first bottom
casing (10) enclosing a bottomend portion of the
engi ne (5), and screen neans (12, 15) connected to the
frame (3), extending on opposite |lateral sides of the
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engi ne (5), and cooperating with the outer surfaces of
said first casing (10),

characterized in that

said first bottomcasing (10) is made of acoustically
insulating materi al,

said screen neans (12, 15) including at |east a pair of
screens (12) made of acoustically insulating materi al,
whi ch project dowwards fromthe frame (3) and have
respective substantially flat first portions (13)
facing said engine on opposite sides thereof; said
screen neans (12, 15) further including two respective
el astic lips (15) nade of acoustically insulating
material and connected to respective said screens (12),
said lips (15) conprising respective first portions
(16) which extend on opposite |ateral sides of the
engi ne (5) and cooperate elastically in a sliding
manner wi th said outer surfaces of said first casing
(10)."

Dependent Clains 2 to 4 according to the respondent’s
request define preferred enbodi nents of the subject
matter of Caim 1.

The appel l ant’ s argunments can be summari sed as foll ows:
The closest prior art is known from ELl, which discloses
all features of the preanble of Claim1l. Additionally,
the features of a first bottom casing and at |east a
pair of screens all being nmade of acoustically

insul ating material are known fromEl. The skilled
person faced with the problem of reducing noise

em ssion froma vehicle engine is aware that it is
necessary to close the "acoustic hol es" between the
frame and the cab and between the engine and the frane
in order to encapsulate the engine. In E1 in the

enbodi nent of Figure 3, screens 2 carrying sealing lips
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21 close the space between the frane and the cab whil st
a bellows seal 15 extends fromthe | ower edge of the
frame to the engine. The skilled person is aware that
the sealing lips 21 are suitable for acconmodati ng

rel ati ve novenent between the engine and the frame. In
t he enbodi nent of Figure 2 the "acoustic hole" between
the engine and the franme is filled by a horizontal
screen 5 with a sealing lip 21 engaging the top of the
frame and the skilled person could equally locate this
to project below the frane, sealing to a | ower portion
of the engine. In the alternative, the prior use
docunented by E4 indicates that the features of
downwardly extending flat screen portions and |ip seals
adj acent the | ower portion of the engine, which were
consi dered by the Qpposition Division to justify an

I nventive step, were already known in the sane
techni cal area.

The respondent essentially countered in witing the
appel l ant’s argunents in respect of E4.

Reasons for the Decision

2106.D

The appeal is adm ssible.

The anmendnments to Claim1 have not been put into
question by the appellant and the Board is satisfied
that there is a basis for themin the origina

di scl osure. Since novelty has not been chal |l enged by
the appellant it remains only to consider the question
of inventive step.

Both parties and the Board are in agreenent that the
closest prior art is that known from E1 which discl oses
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two enbodi nents, both of which conprise all features of
the preanble of daiml. In the first enbodi nent, shown
in Figure 2, an upper encapsulation 18 is attached to
the cab and conprises downwardly extendi ng screens 2
made of acoustically insulating material and having
sealing |lips 21 which engage the upper edge of the
frame of the chassis frane and accommodate rel ative
novenent between the cab and the frame. The engine

bl ock, crankcase and sunp are enclosed in, in the
term nol ogy of the patent in suit, a first casing 4 and
the gap between the frane and this first casing is
closed by a flat, horizontally arranged cover elenent 5
having sealing lips 21 which engage the upper edge of
the frame and accommopdat e novenent between the engi ne
and the frane. The second enbodi nent shown in Figure 3
differs fromthe first in that a first casing 14
extends over only a | ower portion of the engine and the
gap between the engine and the frane is closed by a
bel | ows seal 15 extending horizontally fromthe | owner
edge of the frame, replacing the cover elenent and
associ ated sealing lips of the first enbodinent. In the
opi nion of the Board all of the materials of the
encapsul ati on according to E1 are acoustically

I nsul ati ng.

It follows that the subject-matter of Caiml differs
fromthat of E1 in that:

- the screen nmeans include at | east a pair of
screens made of acoustically insulating nateri al
whi ch project dowwards fromthe frane and have
respective substantially flat first portions
facing the engine on opposite sides thereof, the
screen neans further including two respective
el astic |lips nmade of acoustically insulating
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mat eri al and connected to the respective screens,
the lips conprising respective first portions

whi ch extend on opposite |ateral sides of the
engi ne and cooperate elastically in a sliding
manner with the outer surfaces of the first

casi ng.

The two enbodi ments of E1 differ essentially in that in
the second the role of the upper portion of the first
casing in the encapsul ation of the engine is perforned
by the franme 13 positioned further outboard, the casing
bei ng correspondi ngly reduced in height. The Board
interprets the wording of aim1l in suit which
specifies that the first casing encloses "a bottom end
portion of the engine" as neaning that the first casing
is arranged in a manner simlar to the casing of El1
such that it extends upwardly only as far as necessary
to co-operate with the screen neans to achi eve conplete
encapsul ation of the engine. It follows that the
differentiating features have the effect that the
encapsul ation in an area bel ow the frame but above the
| ower portion having the first casing is spaced from
the engi ne. The corresponding problemis to permt
access to an area on the engine |ocated bel ow the frane
wi t hout the need to renove the first casing.

In the opinion of the Board the skilled person with
know edge of E1 would not nodify either of the
encapsul ati on arrangenents known therefromin order to
arrive at the subject-matter of Claim1l. An inportant
feature of both enbodi nents according to E1 is that the
first casing on the engi ne reaches to a maxi mum hei ght
of the upper edge of the crankcase in order that access
to the upper region of the engine is optimsed

(colum 1, lines 47 to 52). However, there is no
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teaching that the reduced height of the first casing
according to Figure 3 in conparison with that of
Figure 2 is beneficial. A teaching that a benefit m ght
be achieved by a still further reduction in the height
of the first casing beyond that of Figure 3 to a | evel
bel ow the frane is equally absent, particularly as the
probl em of access to the |ower region of the engine,
which is solved by the subject-matter of Claim1l in
suit, is not addressed in El1. The Board therefore
considers that the skilled person with a know edge of
El and faced with the need to provide encapsul ati on on
a vehicle having a different height relationship
between the frame and engine would attenpt to enploy a
hori zontal |y arranged cover and adjust the height of
the first casing accordingly. In the Board' s opinion
the feature in Claiml1 in suit of screens projecting
downwards fromthe frame therefore is not derivable in
an obvious way from E1. Moreover, there is no

di sclosure in E1 of elastic |ips which cooperate
elastically in a sliding manner with the outer surfaces
of the first casing.

E4 was filed by the appellant in order to provide

evi dence that the features of screens projecting
downwardly froma frame and a |ip seal between these
screens and the | ower portion of the engi ne had been
made available to the public before the priority date
and so rendered the subject-matter of Claim 1 obvious
in the light of E1l. In as far as the downward
projection of the screens was added to Claim1 during
t he opposition procedure, the filing of E4 is in
response to this anendnent and E4 therefore is not to
be regarded as late filed within the neani ng of
Article 114 (2) EPC. However, it is established
jurisprudence of the Boards of Appeal that, in the case
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of alleged prior use, it is necessary that it be
establ i shed what was nade available to the public, how
It was made avail abl e and when. E4 carries both the

i ndi cati on "update 359" and the date 25 February 2000.
It follows that, although it also carries the

i ndication "Jahr 91", it is not clear that what is
illustrated was available to the public before the
priority date of the patent in suit and, noreover,
there is no indication that it has ever been fitted to
a car in the public domain. In respect of the feature
of alip seal, the perspective illustration show ng a
sound insul ati ng undersheet for a transverse-engined
vehicle nerely shows a double line around three edges
of a cut out through which the engi ne sunp woul d
protrude. There is no support for the appellant’s

all egation that these lines represent a |lip seal.
However, even if the appellant’s allegations had been
fully substantiated, the undersheet is a single item
whi ch includes downwardly projecting side portions. It
follows that the feature in Claiml of "at |east a pair
of screens” is not known fromthe conbination of E1 and
E4 and so the conbination would fail to render the
subject matter of the cl ai mobvious.

The remai ni ng docunents E2, E3 either alone or in
conbination wwth E1 also fail to render the subject
matter of Claim 1 obvious. Since the appellant has not
relied on these docunents during the appeal proceedings
it is not necessary to treat these docunents in nore
detail.

The Board therefore conmes to the conclusion that the
subject-matter of Claim1 and therefore al so of each of
Clains 2 to 4 involves an inventive step.
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O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

S. Fabi ani F. Prols
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