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Summary of Facts and Submn ssions

The grant of European patent No. 0 463 106 in respect
of European patent application No. 90 905 902. 4, based
on International patent application No. PCT/US90/ 01236,
filed on 7 March 1990, and claimng priority of the
earlier US patent application No. 324 166 of 16 March
1989, was announced on 16 February 1994 (Bulletin

94/ 07) on the basis of 16 cl ains.

Claim1l as granted read as fol |l ows:

"Athin filmof filled polytetrafl uoroethyl ene that:

a) contai ns 25-85 volune percent particulate filler,

b) has a filmthickness of between 2.5 and 127 um
(01 and 5 ml), and

C) is substantially free of visual pinholes.™

Dependent Cains 2 to 15 referred to preferred
enbodi nents of the filmaccording to Caim1.

| ndependent Claim 16 read as foll ows:

"Process conpri sing:

a) m xi ng 25-85 vol une percent particulate filler of
an average size of 40 mcron or less with
pol yt etraf | uor oet hyl ene i n agueous di spersi on,

b) cocoagul ating the filler and the

pol yt et raf | uor oet hyl ene,

1954.D Y A
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| ubricating the filled polytetrafl uoroethyl ene
with |ubricant,

(i) calendering or (ii) paste extruding and
optionally cal endering, to forma film

expanding said filmby stretching it as to forma
por ous pol ytetrafl uoroethyl ene having said filler
di stributed therein;

densifying the stretched material by conpressing
it until a desired thickness is obtained."

On 14 Novenber 1994, a Notice of Opposition was | odged
i n which revocation of the patent in its entirety was

requested on the grounds set out in Article 100(a) EPC

(lack of novelty and | ack of inventive step) and

Article 100(b) EPC (insufficiency). The opposition was

supported, inter alia, by the follow ng docunents:

D1:

El:

E13:

EP- A-0 279 769;

US- A-4 355 180;

US- A-3 953 566;

US- A-4 518 737; and

Affidavit of Dr. Allen F. Horn |1l dated

4 Novenber 1994, referring to the products RO
2800, RO 2810 and RT Duroid 6010; as well as the

|ater filed, but admtted

Certified copy of material data sheet for RT
Duroi d 6010, dated Decenber 1988.
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By a deci sion announced orally on 14 April 1999 and
issued in witing on 3 May 1999, the Opposition

Di vi sion revoked the patent. The decision was based on
a mai n request and one auxiliary request both submtted
during the oral proceedings held on 14 April 1999.
Caiml of the main request read as foll ows:

"Athin densified filmof filled
pol yt et raf | uor oet hyl ene obt ai nabl e from expanded
pol ytetraf | uoroet hyl ene having a void volune and in
which said film

(a) a [sic] contains 25-85 vol une percent
particul ate filler,

(b) has a filmthickness of between 2.5 and 127 pm
(0.2 and 5 ml), and

(c) is substantially free of visual pinholes.”

Claiml of the auxiliary request read as foll ows:

"Athin densified filmof filled
pol yt etraf | uoroet hyl ene produced from expanded
pol ytetrafl uoroet hyl ene and in which said film

(i) a [sic] contains 25-85 vol unme percent
particul ate filler,

(ii1) has a filmthickness of between 2.5 and 127
um (0.1 and 5 ml), and

(iii) is substantially free of visual pinholes,
and said filmis obtainable by a process which includes
the steps of (a) expandi ng an unexpanded fil m by
stretching it to forma porous polytetrafl uoroethyl ene
and (b) densifying the stretched material until a
desired thickness is obtained."

According to the decision, Claim1l of both requests
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| acked novelty in view of docunment D1 and in view of
the prior use of products RO 2800 and RO 2810

manuf actured and sold by the Opponent before the
priority date of the patent in suit. Mdre specifically
the decision held that the Patent Proprietor had fail ed
to denonstrate that the process features related to the
expansi on of the polytetrafl uoroethylene (PTFE) led to
any determ nable difference in the final thin densified
filmof filled PTFE in conparison to the filled PTFE
filmdisclosed in table 4 of D1 and to the products RO
2800 and RO 2810 which were in fact produced in the
same way as the filns disclosed in DL.

On 30 June 1999 a Notice of Appeal was | odged by the
Pat ent Proprietor against this decision. The prescri bed
fee had been paid on 23 June 1999.

Wth the Statenent of G ounds of Appeal filed on

3 Septenber 1999, the Appellant submtted a set of 17
clains as main request and an Affidavit by M. WIIliam
P. Mortimer Jr. dated 2 Septenber 1999 conprising two
phot ographs (A) and (B), respectively, show ng the
surface of a filmaccording to the patent in suit and
the surface of a filmaccording to DI. Caim1l of this
request read as follows:

"Athin densified filmof filled
pol yt et raf | uor oet hyl ene having a structure conpri sing
nodes i nterconnected by fibrils and which said film

(a) contains 25-85 volune percent particul ate
filler,

(b) has a filmthickness of between 2.5 and 127 pm
(0.2 and 5 ml), and

(c) is substantially free of visual pinholes.”
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I ndependent Claim2 differed fromCaim1 of the main
request on which the decision under appeal was based,
only by the deletion of the expression "having a void
vol une" after "expanded pol ytetrafl uoroethyl ene”.

Clains 3 to 16 referred to preferred enbodi nents of the
films in the anbit of the filns according to Cains 1
or 2. Independent process Claim 17 corresponded to
Claim 16 as granted.

Wth its letter dated 20 January 2000, the Appell ant
further submtted two photographs (C) and (D) in order
toillustrate nore clearly the differences between the
films already shown by the photographs (A) and (B)

Its argunments could be summari zed as foll ows:

(1) The product claimwas directed to a thin
densified filmof filled expanded PTFE and the
anal ysis of the finished product showed that it
i ncorporated densified nodes and fibrils
i ndi cative of expanded PTFE. This statenent was
supported by the conparative tests disclosed in
the Affidavit of M. P. Mrtinmer Jr.

(1) Furthernore, the filns according to the patent
in suit had clear benefits in that they enabl ed
the production of filns, which were thinner than
was achi evable by the prior art process (i.e.
the process used for making the products of D1).
The filnms al so exhibited greater strength as
conpared to non-expanded PTFE

(iti1) The disclosure of D1 read in conbination with D2
to which it referred was not an enabling prior
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di scl osure, since there was no teaching of how
to produce the filler having a nean particle

si ze between 10 and 15 m croneters and no
particle greater or equal to 30 mcroneters, and
since the layering step or the cal endering step
were not sufficiently disclosed. Thus D1 could
not be considered as a novelty destroying
docunent .

Wth its letter dated 15 May 2000, the Respondent
(Opponent) filed a new docunent D3' (US-A-4096 227) and
two Affidavits, one by Dr. Allen F. Horn Ill and the

ot her by M. John Brookes. It also argued essentially
as follows:

(1) The filing of newitens of evidence (i.e. the
conparative tests disclosed in the Affidavit of
M. Mrtiner) only at this |ate stage of the
procedure, although such tests had been
requested on several occasions by the Opposition
Di vision, represented a clear abuse of
procedure. These conparative tests should
therefore be disregarded by the Board.

(i) The new set of clainms submtted by the Patent
Proprietor conprised two i ndependent product
clains, giving two different definitions of the
clainmed filmand therefore contravened
Article 84 EPC

(iii) The argunents of the Appellant concerning the
non- enabl i ng discl osure of DI and D2 coul d not
be accepted, since the filler used in the
manuf acture of the filmdescribed on page 12 of
D1 was a commercially avail able one (cf.
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Affidavits of Dr. Allen Horn and of M. John
Brookes) and since the person skilled in the art
woul d only have had to do sone tests in order to
optim se the cal enderi ng paraneters.

The tests submtted by M. Mortinmer were not
suitable to denonstrate the effect of the
expansion step, since the tests did not differ
excl usively by an expansi on step.

The new phot ographs (C) and (D) could not be
consi dered as actual evidence in support of the
tests of M. Mrtimer. Furthernore, a clear
identification of a structure of nodes

i nterconnected by fibrils was not possible on
phot ograph (C). This was also the case with
original Figure 5 of the patent, which
represented a filmafter densification.

The novelty of Cdaim1l1 of the set of

clainms submtted with the Statenents of G ounds
of Appeal could be acknow edged, since this
claimrecited the structural feature "having a
structure conprising nodes interconnected by
fibrils" but the subject-matter of this
claimlacked inventive step for the follow ng
reasons:

Dl represented the closest prior art, since it
di sclosed a thin PTFE fil m having a thickness of
38 um containing 62 volune percent of a
particulate filler and free of pinholes.

Starting fromD1 the technical problem m ght be
seen to confer a higher matrix tensile strength
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to filns of D1.

(vi.c) D3, which was a divisional application of D3,
clearly related to filled PTFE products. It
taught that the strength of filled PTFE film
coul d be increased by stretching the extruded
filled film Furthernore, D3' al so disclosed
that dense filnms of very high strength m ght be
produced by conpressing the porous fil ns.

(vi.d) Thus, the person skilled in the art woul d
i nevitably be pronpted to expand the filled
extruded PTFE filmas taught in D3' prior to
cal endering and would al so control the filler
particle size as taught in D1 in order to avoid
pi nhol es and tears during the final cal endering
st ep.

Wth letter dated 18 May 2001, the Appellant submtted
a set of 16 clains as new main request. This set of
clains differed fromthe set of clains submtted with
the Statenent of G ounds of Appeal in that independent
Caim2 had been deleted, that the renmaining clains had
been renunbered accordingly and that the expression
"having a structure conprising nodes interconnected by
fibrils and" had been inserted between "porous

pol ytetrafl uoroet hyl ene” and "having said filler

di stributed therein" in step e) of the independent
process cl aim

Wth a fax dated 25 May 2001, the Respondent indicated
that it had no objection to the grant of a patent on
the basis of the main request of the Appellant (i.e.
the set of Clains 1 to 16 submtted on 18 May 2001) and
that it would not attend the oral proceedi ngs schedul ed
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for 31 May 2001

At the oral proceedings held on 31 May 2001, which were
not attended by the Respondent, the Appellant submtted
a set of 15 clains as new mai n request.

Caiml of the main request reads as foll ows:

"Athin densified filmof filled

pol ytetraf |l uoroet hyl ene having a structure conpri sing
nodes interconnected by fibrils said fil mbeing
obt ai nabl e from expanded pol yt et rafl uoroet hyl ene havi ng
a structure conprising nodes interconnected by fibrils
and in which said film

(a) contains 25-85 volune percent particulate filler;

(b) has a filmthickness of between 2.5 and 127 um
(0.1 and 5 ml);

(c) 1is substantially free of visual pinholes, and

(d) has an unsintered matrix tensile strength of at
| east 246 kg/cnt (3500 psi)."

Dependent clains 2 to 14 refer to preferred features of
the filmaccording to daiml.

| ndependent process C aim 15 reads as foll ows:
"Process conpri sing:
a) m xi ng 25-85 volune percent particulate filler of

an average size of 40 mcron or less with
pol yt etraf | uoroet hyl ene i n aqueous di spersion,
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b) cocoagul ating the filler and the
pol yt et raf | uor oet hyl ene,

C) | ubricating the filled polytetrafl uoroethyl ene
wi th lubricant,

d) (i) calendering or (ii) paste extruding and
optionally cal endering, to forma film

e) expanding said filmby stretching it so as to form
a porous polytetrafl uoroethyl ene having a
structure conprising nodes interconnected by
fibrils and having said filler distributed
t herein,

f) densifying the stretched nmaterial by conpressing
it until a thickness of between 2.5 and 127 pm
(0.1 and 5 ml) is obtained, whereby said film has
an unsintered matrix tensile strength of at |east
246 kg/cnt (3500 psi) and is substantially free of
vi sual pinholes.”

Concerning the patentability of this nmain request the
Appel I ant essentially referred to the argunents
presented in the Statenent of G ounds of Appeal and in
its letter of 20 January 2000.

The Appel |l ant requested that the decision under appea
be set aside and the patent be naintained on the basis

of Cains 1 to 15 as submtted during the ora
pr oceedi ngs.

Reasons for the Decision

1954.D Y A
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The appeal is adm ssible.

Procedural WMatters

As nentioned above, the Respondent indicated in the fax
dated 25 May 2001 that it would not be represented at
the oral proceedings. In accordance with Rule 71(2)
EPC, the proceedings therefore continued wthout the
Respondent .

The second point concerns the late filed docunents,
i.e. D3' submitted with [etter of 15 May 2000 of the
Respondent, the Affidavit of M. WIlliamP. Mortiner
Jr. and phot ographs (A) and (B) annexed thereto
submtted with the Statenent of G ounds of Appeal, the
phot ographs (C) and (D) submtted with letter of

20 January 2000 of the Appellant and the Affidavits of
Dr. Allen F. Horn IIl and of M. John Brookes both
submtted with letter of 15 May 2000 of the Respondent.

Al t hough the Board was of the prelimnary opinion that
only the Affidavit of M Mrtiner, the photographs (A,
(B), (© and (D) and the Affidavits of Dr Horn and

M Brookes m ght be sufficiently relevant to be
admtted in the procedure, this point turned out not to
be decisive for the outcone of the appeal for the

foll ow ng reasons.
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The Appellant had submtted the Affidavit of

M. P. Mrtiner and the photographs A, B, Cand D, in
order to show that the expansion step led to a
structure conprising nodes interconnected by fibrils in
t he densified product.

Since this feature has been incorporated in Caim1l of
the main request submitted during the oral proceedings
and since the presence of this structure in the
densified product is no | onger contested by the
Respondent (cf. fax dated 25 May 2001 of the
Respondent), there was no need to discuss this
Affidavit and the photographs nor, consequently, the
Affidavits of Dr. Horn and M. Brookes both filed by
the Respondent in reaction to the Affidavit of

M. Mortiner.

Consequently, none of the late-filed docunents was
admtted to the proceedings (Article 114(2) EPQC).

Mai n Request

3.

3.1

1954.D

Adm ssibility of anendnents

Caiml differs fromCaim1l as originally filed by (a)
the insertion of the adjective "densified" between
“"thin" and "film, (b) the incorporation of the
expression "having a structure conprising nodes

i nterconnected by fibrils" after "filled

pol yt et raf | uor oet hyl ene”, (c) the incorporation of the
feature "said fil mbeing obtainable from expanded

pol ytetraf |l uoroet hyl ene having a structure conpri si ng
nodes interconnected by fibrils", and (d) the

i ndication that the clainmed filmhas an unsintered
matrix tensile strength of at |east 246 kg/cnt (3500



3.2

3.3

3.4

3.5

3.6

1954.D

- 13 - T 0685/ 99

psi ) .

Amendnents (a) and (d) are supported by lines 1 to 6 on
page 5 of the application as originally filed and neet
therefore the requirenents of Article 123(2) EPC

No objection under Article 123(2) EPC arises from
amendnent (b) which is supported by lines 12 to 15 on
page 3 of the application as originally fil ed.

There is, however, no explicit support in the
application as originally filed for the anendnent (c)
since it is not explicitly stated in the patent in suit
itself that the structure conprising nodes

i nterconnected by fibrils, which results fromthe
expansi on step, is retained after the densification

st ep.

Thus, the question to be considered is whether the
overall change in the patent originating fromthis
amendnent is directly and unanbi guously derivable from
the information presented by the content of the
application as originally filed, when account is taken
of matter which is inplicit to a person skilled in the
art in what has been expressly nentioned.

The passage on page 3, lines 15 to 17 of the
application as filed refers to the US-A-3 953 566 (i.e.
D3) for the preparation of the expanded PTFE. In view
of this docunent and as pointed out by the Appell ant
during the oral proceedings, it is evident that it is
the specific structure conprising nodes interconnected
by fibrils which is responsible for the high strength
of the PTFE products both in porous (expanded) and
dense (expanded and densified) forns (cf. D3, colum 1,
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lines 25 to 31; colum 2, line 52 to colum 3, line 3;
colum 21, lines 30 to 48). Since the aimof the
application as originally filed (cf. page 5, lines 2 to

6) was the provision of thin filns having high tensile
strength (i.e. as reflected by an unsintered matrix
tensile strength of at |east 3500 psi), and since, as
evidenced in D3, this property is unequivocally related
to the presence of the specific structure conprising
nodes i nterconnected by fibrils obtained after
expansi on in the PTFE product, anmendnent (c) is

di rectly and unanbi guously derivable fromthe

i nformati on contained in the application as originally
filed, and does not contravene Article 123(2) EPC

Dependent Cdains 2, 3, 4, 6, 7, 8, 9, 10, 11, 12, 13,
and 14 are respectively supported by Cainms 3, 4, 5, 7,
8, 9, 10, 11 (in conbination with Caim1l), 12, 13, 14
and 15 of the application as originally filed. Support
for dependent Claim5 is to be found on page 5,

lines 11 to 12 of the application as originally filed.

| ndependent process Claiml15 differs fromthe
correspondi ng process Claim16 as originally filed by
(a) the indication in step e) that the porous PTFE has
a structure conprising nodes interconnected by fibrils
and (b) the nention of characteristics of the densified
filmobtained in terns of thickness (i.e. between 2.5
to 127 pym (0.1 and 5 ml)), unsintered matrix tensile
strength (i.e. at |east 246 kg/cnt (3500 psi)) and
absence of visual pinholes.

Amendnent (a) is supported by lines 12 to 15, and

lines 30 to 33 on page 3 of the application as
originally filed while anmendnent (b) finds a support on
page 4, lines 32 to 33 and page 5, lines 1 to 6.
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3.10 Thus, Cains 1 to 15 are all owabl e under the provisions
of Article 123(2) EPC

3.11 The anmendnents carried out in independent Clains 1 and
15, which nerely specify the structure of the
pol ytetrafl uoroet hyl ene and the properties of the film
do not extend the scope of protection in respect to the
i ndependent Clains 1 and 16 as granted, so that
Article 123(3) EPC is also conplied wth.

3.12 The anendnents to the clains do not introduce any
unclarities. Accordingly, the requirenents of
Article 84 EPC are conplied wth.

4. Sufficiency

4.1 Inits Notice of Qpposition, the Respondent has stated
that the patent in suit does not disclose the clained
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the
art, but has not submtted detailed argunents in that
respect. Nevertheless, it would appear fromthe
subm ssi ons of the Respondent in paragraph C3 of the
Notice of Opposition, that this objection was based on
the fact that the maximumfiller content disclosed in
the Exanples of the patent in suit was nerely 56% (cf.
Exanpl e 2) and that the exenplified filmhaving the
| owest thickness (cf. Exanple 1) nerely contains 28%
filler, i.e. well under the upper Iimt of 85% defined
in the clains.

4.2 | ndependently of the fact that Rule 27(e) EPC does not
requi re exanples, |et alone define what m ght
constitute the sufficient nunber thereof (cf.

Rul e 27(e) EPC, "using exanples where appropriate"),

1954.D Y A
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the patent in suit in fact provides precise information
regardi ng the processing conditions (cf. page 3,

lines 32 to 54, page 4, lines 13 to 15; Exanples 1 to
5), so that there can be no doubt that a skilled reader
woul d know how to prepare a filmwthin the terns of
the patent in suit. It follows that the requirenents of
Article 83 EPC nust be regarded as net and hence t hat
the ground of opposition under Article 100(b) EPC has
not been substanti at ed.

5. Novel ty

5.1 The docunents considered in the opposition procedure
can be summarized as foll ows.

5.1.1 D1 discloses an electrical substrate materi al
conprising fluoropolyneric material and a ceramc
filler having a low dielectric constant, |ow |oss and
| ow coefficient of thermal expansion, the ceramc
filler being in an anmount of at |east 55 weight percent
of the total substrate material, and the ceramc filler
being coated with a silane coating. At |east one |ayer
of conductive material may be di sposed on at |east a
portion of the electrical substrate material (cf. D1,
Clains 1, 12). Table 4 of D1 discloses PTFE fil ns
havi ng a thickness of 0.038 nm (0.0015 i nch) and
conprising 62 %of a ceramic filler. This table shows
that only the sanple conprising a ceramc filler from
which all particles equal or greater than 30 um have
been renoved, and furthernore containing no glass fiber
is free of pinholes. The process for naking these
el ectrical substrate materials is essentially the sane
as the manufacturing process disclosed in D2 (cf. D1,
page 4, lines 55 to 59). D1 neither discloses the use
of expanded PTFE nor the matrix tensile strength (MIS)

1954.D Y A
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of the fil ns.

D2 relates to mcrowave circuit boards conprising a
sheet of dielectric material having conductive foi

clad to one and usually both sides of the sheet. In the
process for nmaking the dielectric material, a
dielectric filler (e.g. titania) is added to an aqueous
pol ymer di spersion. The dielectric filler preferably
conprises from10 to 65% by weight of the dielectric
material and PTFE is one the preferred pol yners used.

M crofibers are then added to the polyner and filler
slurry. Once the slurry is mxed in any conventiona
manner to a point where the polyner, the filler and the
fibers are intimately mxed, the materials are

aggl onerated to provide a dough-1like product. The water
is renoved and a lubricant is mxed with the dried
dough. The obtained material is formed by conventiona
nmet hods such as paste extrusion and/or calendering into
the desired shape (e.g. sheet). Subsequent to the
formation of the dielectric material, conductive plates
are adhered to the dielectric material. The forned
sheets and the conductive plates are | am nated to cause
densification of the sheets and adhesion of the sheets
to each other and to the conductive plates. Al though D2
does not expressis verbis nmention the thickness of the
dielectric material, it indicates in its Exanple 1 that
the spaci ng between the rollers of the calenders is
between 35 and 45 m| and it discloses in its Exanple 3
| am nates including two 34 umthick copper foils and
having a total thickness between 0.68 and 0.75 nmm

(cf. D2, colum 2, line 58 to colum 3, |ine 46;

colum 4, lines 5 to 20; colum 5, lines 5 to 62;
Exanples 1, 3). D2 neither refers to expanded PTFE nor
to thin (i.e. having a thickness between 2.5 and 127
um highly filled PTFE filnms and is totally silent on
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the MIS of the filnms and on the presence or absence of
pi nhol es t herein.

D3 relates to a process for the production of porous
products of tetrafl uoroethylene polyners, which process
conpri ses expandi ng a shaped article consisting
essentially of highly crystalline PTFE nade by paste
form ng extrusion technique, after renoval of |ubricant
by stretching the unsintered shaped article at a rate
exceedi ng about 10% per second and mai ntaining the
shaped article at a tenperature between about 35°C and
the crystalline nelting point of the tetrafl uoro-

et hyl ene pol ynmer during the stretching. The porous
articles obtained exhibit a specific structure

consi sting of nodes interconnected by fibrils and due
to this specific structure possess high strength. In
its Exanple 4, D3 discloses the manufacture of an
expanded filled filmby expanding in the |ongitudina
direction a calendered fil mhaving a thickness of

203 pum (0. 008 inch) and conprising asbestos powder in
proportion of four parts by weight resin to one part
asbestos. D3 also teaches that it is possible to
produce high strength and high density products by
conpressing the expanded material (cf. D3, Cdaiml;
colum 1, lines 21 to 41; colum 2, line 50 to

colum 3, line 8; Exanple 4, Exanple 16). D3 does not
disclose thin filnms of highly filled PTFE being free of
pi nhol es.

D4, which is closely related to D2, deals with the
manuf acture of the dielectric material used in the
production of the mcrowave circuit boards of D2 and
does not in fact add further information in respect to
that already contained in D2.
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There is no need further to deal with the products RO
2800, RO 2810 and RT Duroid 6010 since it has not been
contested that these products have respectively been
obt ai ned according to DL (cf. D1, page 13, lines 2 to
3; cf. also E1) and to D2 (cf. E.13).

Thus, none of the cited docunents discloses a densified
filmof filled PTFE having a structure conprising nodes
I nterconnected by fibrils and exhibiting the

conbi nation of features (a), (b) (c) and (d) as set out
in Caiml.

It also evident that none of the cited docunents

di scl oses a process conprising all the steps (a) to (f)
as set out in process Claiml1l5 in order to obtain a
filmhaving a thickness between 2.5 and 127 pm an
unsintered matrix tensile strength of at | east

246 kg/ cnt and bei ng substantially free of visua

pi nhol es.

Thus, Caim1l, dependent Clains 2 to 14, and Claim 15
neet the requirenents of Article 54 EPC

Cl osest prior art, technical problemand its solution

The patent in suit relates to thin filns of highly
filled PTFE

Such products are known from D1, in particular from
Table 4 thereof, in which a pinhole free filmis
exenplified (cf. paragraph 5.1.1 above). This

Exanpl e qualifies, therefore, in the Board s view, as
the cl osest prior art.
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Starting fromthis Exanple of Table 4 of D1, the
techni cal problemunderlying the patent in suit may be
regarded as the provision of further thin filled PTFE
films substantially free of visual pinholes having in
addi tion a high strength.

The solution proposed in the patent in suit is to
expand the highly filled PTFE filmto give it a
specific structure conprising nodes interconnected by
fibrils, this resulting in a high MIS

The effectiveness of the proposed solution, as
illustrated, for instance, in Exanples 1, 2, 4 and 5 of
the patent in suit (MIS between 302 and 1142 kg/cn¥) has
not been put in question by the Respondent, and the
Board sees no reason to take a different view.

I nventive step

It remains to be deci ded whether this solution was
obvious to a person skilled in the art having regard to
the cited prior art.

An essential feature of the clainmed filmis the

requi renent that the filled PTFE fil m has been expanded
prior to being densified and that it therefore exhibits
a structure conprising nodes interconnected by fibrils.

There is no nention in D1 of expanded PTFE, |et al one
of a structure conprising nodes interconnected by
fibrils. On the contrary, D1 solves the problem of the
absence of pinholes in a totally different way fromthe
patent in suit by the use of a filler having a specific
particle size distribution (no particles equal or
greater than 30 um. This would therefore | ead away
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fromthe solution proposed in the patent in suit.

D2 and D4 neither nention the use of expanded PTFE nor
refer to thin highly filled PTFE filns and cannot
provi de any assistance to the solution of the technica
probl em

Al though D3 relates to the manufacture of expanded
articles of PTFE, which may contain fillers and may be
densified, there is no hint in D3 to use an expansi on
step in order to provide thin and highly filled PTFE
free of pinholes. Furthernore, it could not have been
foreseen that this step would not deteriorate the
surface of a highly filled PTFE film since the
expansi on woul d inevitably nodify the filler
distribution in the film Consequently, D3 would not
provi de any assistance to the solution of the technica
pr obl em
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7.6 It follows that the solution to the stated probl em does
arise in an obvious way fromthe cited prior art.
Consequently, the subject-matter of Cains 1 and 15,
and by the sanme token that of dependent Clains 2 to 14
i nvol ves an inventive step.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent on the basis of
Clains 1 to 15 filed during the oral proceedings after

any necessary consequential anendnent of the
descri ption.

The Regi strar: The Chai r man:

E. Gborgmai er R Young

1954.D



