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Summary of Facts and Submn ssions

The appeal is against the decision of the exam ning
di vi si on refusi ng European patent application
No. 91 304 510.0.

. The wording of claim1 on which the decision under
appeal is based is as foll ows:

"A data recording cartridge provided with a cartridge
case and a recordi ng nedi um accommodat ed t herei n,
wherein a shutter is supported slidably by the
cartridge case and the cartridge case is nolded from at
| east one of the follow ng naterials:

(1) conposition of uniformy dispersed styrol resin
and nitrogen containing resin;

(2) conposition of uniformy dispersed styrol resin
and ester resin;

(3) styrol resin styrene of which is partially
substituted with a-nethyl styrene;

(4) styrene-mal eic anhydride copolyner nodified with
r ubber;

(5) conposition of polypropyl ene polynmer containing an
inorganic filler dispersed therein;

(6) copolyner of N-substituted nmal einmde resin and
styrol resin; and

(7) conposition of uniformy dispersed N substituted
mal ei m de resin and styrol resin."
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| ndependent claim6 specified the same materials (1)
to (7) but had the followi ng introductory part:

"A data recording cartridge provided with a cartridge
case and a recordi ng nedi um accommodat ed t herei n,
wherein the cartridge case has the increased anount of
war ping of 0.07 mMmmor |less when in the formof 3.5 inch
or smaller magnetic disc cartridge and when left for 96
hours in the environnment of 85°C and 40% RH, and the
cartridge case is nolded fromat |east one of the

follow ng material s:

The cont ested deci sion expressed the opinion that
docunent EP-A-0 242 158 anticipated the subject-matter
of claiml1l with alternative materials (1) and (2).
Furthernore, the contested decision nade additiona
observations concerning other objections which had not
been overcone. In particular, the feature of "increased
anount of warping" as specified in claim®6 was

consi dered as unclear (Article 84 EPC). Moreover, this
feature was seen either as a redundant result feature
if the mterials (1) to (7) automatically net this
condition, or as insufficiently disclosed (Article 83
EPC) if it could be interpreted as an independent
technical feature (serving to define sub-classes of
these materials).

Wth the statenment of grounds of appeal, the appell ant
filed new clains corresponding to those previously on
file, except that the features of previous claim®é
relating to the "increased anount of warping" had been
i ncorporated into claiml.

In a comruni cation sent by the Board with the sunmons
to oral proceedings, the Board expressed doubts that
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the feature relating to the "increased anmount of
war pi ng" was disclosed in the application as filed, in
the conbination as specified in claiml (Article 123(2)
EPC). Even if it were disclosed, the feature appeared
unsuitable for clearly characterising sub-classes of
the specified materials (Article 84 EPC) and there were
doubts as to whether the application contained
sufficient information to enable the person skilled in
the art to arrive at the desired result w thout undue
burden (Article 83 EPC).

Wth a letter dated 21 Septenber 2001, the appell ant
filed newclains 1 to 6 as a main request and clains 1
to 5 as an auxiliary request. Caim1l of the main
request is worded as foll ows:

"A data recording cartridge provided with a cartridge
case and a recordi ng nedi um accomodat ed t herei n,
wherein a shutter is supported slidably by the
cartridge case, the cartridge case has the increased
anmount of warping of 0.07 mMmor |less when in the form
of 3.5 inch or smaller disc cartridge and when | eft

for 96 hours in the environnment of 85°C and 40% RH, and
the cartridge case is nolded fromat |east one of the
followi ng materi al s:

(1) styrene-mal eic anhydride copolyner nodified with
r ubber;

(2) conposition of polypropyl ene pol yner and
acid-treated ol efin polyner;

(3) copolyner of N-substituted nal einde resin and
styrene or conposition of N-substituted nmaleimde resin
and styrol resin; and
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(4) conposition of uniformy dispersed styrol resin
and rubber resin wherein styrene of the styrol resin is
partially substituted with a-nethyl styrene and the
content of a-methylstyrene is 20 - 60% by wei ght."

Caiml of the auxiliary request has the sane
i ntroductory part but is limted to material (1).

The appel |l ant essentially argued as foll ows:

The object of the present application was to inprove
heat resistance, nouldability and nmechani cal strength,
etc, which were required of a cartridge case. These
obj ectives were achieved by the materials specified in
claim1l. Thus, deformation of a central portion of a
cartridge case could be prevented and stable sliding of
a shutter could be achieved with a cartridge case of
sufficiently small thickness noul ded fromone of these
materials. The materials had excellent properties for
nmoul ding a cartridge case and were novel and inventive
over the cited prior art.

Concerni ng the objections raised against the feature of
the "increased anmount of warping”, the appell ant
referred to argunents presented to the exam ning
division in a letter dated 20 March 1998. These
argunents nmay be sunmarised as foll ows:

The feature referred to an "increased anount", ie the
change in the anmount of warping that resulted from
materi als being subjected to the test (left for

96 hours in the environnment of 85°C and 40% RH). This
maxi num anount of warpi ng produced by the test
constituted a functional feature defining the materials
used to formthe cartridge cases. The person skilled in
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the art, once he was given the information that he
needed a material which had a certain maxi num anount of
war pi ng under the environnental conditions specified in
the clains, only had to consider the relative anounts
of the conponents used in the materials as specified.
The variation left to the skilled person was therefore
not onerous, and it could easily be verified by trivia
di mensi onal measurenments whether the selected materi al
behaved as required by the present clains.

Wth a letter dated 9 Cctober 2001, the appell ant

wi t hdrew his request for oral proceedi ngs and requested
that the procedure be continued in witing. The
appel l ant thus requested that the decision under appea
be set aside and a patent be granted on the basis of
claims 1 to 6 of the main request filed with letter of
21 Septenber 2001 or on the basis of clains 1 to 5 of
the auxiliary request filed with letter of 21 Septenber
2001.

Oral proceedings were held on 17 October 2001 in the
absence of the duly summoned appellant, at the end of
whi ch the decision of the Board was given orally.

Reasons for the Decision

1

2596.D

The appeal is adm ssible.

In the circunstances of the present case where ora
proceedi ngs had been arranged at the initial request of
t he appellant, where the witten subm ssions of the
appel l ant were conplete and the case had been prepared
to ensure that it was ready for decision at the end of
the oral proceedings (Article 11(3) RPBA), the Board
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considered it to be expedient, in the neaning of
Article 116(1) EPC, to hold the oral proceedings as
schedul ed in the absence of the appellant as provided
by Rule 71(2) EPC. The appellant thus should not be
surprised that a decision was taken at the date of the
schedul ed oral proceedings.

The feature of claim1 of both the main request and the
auxiliary request that "the cartridge case has the

I ncreased anount of warping of 0.07 mmor |ess when in
the formof 3.5 inch or smaller disc cartridge and when
left for 96 hours in the environnent of 85°C and

40% RH' has been incorporated into these clains by
anmendnents which were nade in response to objections of
| ack of novelty raised by the exam ning division.

The Board accepts that the application as filed

(page 45, line 7 to page 47, line 5, of the application
as filed, in particular Tables 3 and 4) discloses
specific specinens (1) to (8), for which an "increased
anount of warping" (arguably the deformation which is
caused by the specified environnental conditions; cf
page 3, line 10 to page 4, paragraph 2, of the
application as filed) was nmeasured which was | ess than
or equal to 0.07 mm (Table 4). In this context, the
person skilled in the art would derive the information
that the tested cartridge cases having specific design
features had the specified anbunts of warping and that
t he anobunt of warping was conpared with that of an
enbodi nent of the prior art (specinen (9); cf page 47,
lines 1 to 5). For a neaningful conparison, it may be
assunmed that the conparative specinen (9) had the sane
vi si bl e physical characteristics and only differed from
the other specinens in that it was noul ded from a
different chem cal material. The measured anounts of
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war pi ng thus may be taken as indicating a relative

I nprovenent with respect to the anount of warping under
the specified environnental conditions when nmaterials
as in specinens (1) to (8) were used. The visible

physi cal characteristics, ie features of size, shape
and configuration, as distinguished fromthe chem ca
design features, will be referred to in the follow ng
as the "specific fornt.

Even if one accepted that these val ues of warping not
only apply to the conpositions having the rel ative
anmounts of the conponents actually used for noul di ng
the cartridge cases in the test specinens, but to whole
sub-cl asses of the materials listed in Table 3 which
could be selected by sinple trial and error, these
nunerical val ues woul d neverthel ess be connected with
the specific formof the cartridge cases used, in
particul ar di nensi onal characteristics such as

t hi ckness of the walls, arrangenent of ribs and
notches, etc (cf Figures 1 and 15), which would at

| east have an influence on the anmpbunt of warping
expressed in hundredths of mllinetres.

Therefore, the person skilled in the art woul d not

di rectly and unanbi guously derive fromthe application
as filed that these nunerical val ues, independently of
the specific formof the cartridge cases, are discl osed
as essential features for selecting suitable noul ding
conpositions. Rather, these values are presented as the
result of conparative tests carried out with specific
cartridge cases noul ded from specific conpositions. In
such tests, both the specific formof the cartridge
cases and the relative amounts of the conmponents of the
materi al s woul d have an influence on the neasured
values. Claim 1l conbi nes these nunerical values with
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cartridge cases which may be different in form
including their size ("3.5 inch or smaller") fromthose
on which the tests were carried out. Therefore, the

i ncreased anount of warping of a cartridge case as
specified in claiml of both requests adds subject-
matter which extends beyond the content of the
application as filed and thus infringes Article 123(2)
EPC.

For the reasons already set out above, in particular
t he dependency of these nunerical values on the
specific form the anount of warping as specified in
the clains is not clear as a criterion for
characterising sub-classes of the noulding naterials,
so that these clainms do not conply with the
requirenents of Article 84 EPC. The specific form of
the cartridge cases, even if their dianeter were
limted to 3.5 inch cartridge cases, is not clearly
defined to the extent that the specified degree of
war pi ng expressed in hundredths of mllinmetres woul d
depend only on a suitable nodification of the specified
chem cal conpositions.

The appel |l ant had al ready been infornmed by the Board's
conmuni cati on which was annexed to the summons to ora
proceedi ngs that the Board, for the above reasons,
considered clains reciting the above-di scussed feature
to be unallowable. The limtation of claiml to four
nmoul ding materials (main request), or to only one

nmoul ding material (auxiliary request), does not change
the reasons leading to the refusal of this application
because the subject-matter of the anended clains stil
conbi nes the values of the increased anmount of war ping
whi ch were disclosed in the context of specific
cartridge cases (specinens (1) to (8)) wth cartridge
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cases which may have different specific fornms. The
person skilled in the art woul d expect these cartridge
cases to warp under the specified test conditions by an
anount whi ch woul d depend -inter alia - on the
different specific forns, and there is no disclosure in
the application as filed that the specific val ues of
war pi ng neasured in the tests were suitable for

sel ecting sub-cl asses of noulding materials.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar The Chai r man

M  Hor nel | W J. L. Weeler
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