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Summary of Facts and Submn ssions

1801.D

The appel |l ant (applicant) | odged an appeal against the
deci sion of the Exam ning Division to refuse the
application No. 96 911 055.0 for lack of novelty of the
subject-matter of the independent clains 1 and 10

agai nst the docunent:

D1: GB - A - 2 274 446.

The present application originated from an
international application filed on 25 April 1996 and
publ i shed under WO 96/ 34737 which entered the regiona
phase before the EPO on 14 Novenber 1997.

The Exam ning Division issued a first comuni cation on
25 February 1998 nerely referring back to the

obj ections raised in section V.2 of the internationa
prelimnary exam nation report of 8 July 1997 which

stated that: "It is true that GB - A - 2 274 446 is
silent ...whether the folding steps are perforned
si mul taneously, or sequentially... . The subm ssion of

the applicant that in continuous handl ed bag producing
processes, the side portions nust be inevitably fol ded

si mul t aneousl y cannot be accepted. A fair approach to
the teaching of GB - A - 2 274 446 would | ead the

obj ective reader of said docunent to the concl usion
that folding can be perforned either sinultaneously or

sequentially. The information of a sequentially

perforned gusset folding step is therefore already
inplicitly disclosed in the teaching of (B - A -
2 274 446".

Following this first comuni cation of the Exam ning
Division, the applicant filed with letter of 19 June
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1998 an answer acconpani ed by a declaration of M David
M Angl ess, the inventor designated in the application,
in which he put forward detailed reasons why in his
opi ni on docunent D1 could not have inplicitly disclosed
a successive folding, and which can be sumarized as
follows: The only known possibility at the tinme of the
invention for folding a tubing having handle cut-outs
was Wi th the sky-type folder as sketched in Figure 3 of
t he above cited declaration. Wth this system- in
order to nmaintain the necessary even transversa

tension on the tubing - only a sinultaneous, C-folding
was possi ble. A successive folding, as was
theoretically possible with a so-called "A" machi ne
(Figures 1 and 2 of the above decl arati on) was not
practically feasible because the handl e cut-out woul d
catch on the apex of the A-franme and tear off wll
ensue.

The Exam ning Division in the subsequent consultation
by tel ephone of 21 Cctober 1998 nerely stated that the
answer of the applicant did not provide reasonable and
convi nci ng grounds to change its position. There were
"two and only two options with respect to the gusset

fol ding operation: folding is perfornmed either
concurrently or subsequently. There is thus no nultiple
choi ce selection with respect to the possible folding
characteristics. The subsequent folding step as cl ai ned
is therefore already inplicitly contained in the
teaching of GB - A - 2 274 446". Caim1l thus |acked
novel ty agai nst docunent Dl1. In the sanme conmmruni cation
t he exam ni ng division suggested that the applicant
requested a decision according to the state of the
file.

Wth letter of 16 Decenber 1998 the applicant requested
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a decision on the basis of the previous witten
subm ssi ons.

On 3 March 1999 the Exam ning Division issued a concise
decision in which no further grounds were given but it
was referred back to the previous communications for
the reasons of the decision.

On 27 April 1999 the applicant filed a notice of appea
agai nst the above decision of the exam ning division.
In the statenent setting out the grounds for appea
which was filed on 28 June 1999, at page 3, point 2.9,
he pointed out that "The applicant has repeatedly and
consistently nmaintained the |ine of reasoning set out
above in its responses dated 7 April 1997 (in the

i nternational phase) and 19 June 1998. Further, to
reinforce their position the Applicant's provided a
Decl aration sworn by the inventor, David Angless, with
their second response. In view of those subm ssions and
the Declaration, it is apparent that the applicants
have put forward a plausible case which shifts the
burden of disproving the Applicant's assertions to the
Exam ni ng Di vi sion. However, the Exam ning Division has
consistently failed to provide reasoned argunents in
support of its position, and instead has sinply relied
on its original and unsupported assunption that D1
inplicitly discloses successive folding of the side
portion of the tubing with a handle cut-out onto a
medi al portion. It has, therefore, conspicuously failed
to di scharge the burden that has been placed upon it."

Oral proceedi ngs took place 11 May 2001 on request of
the appellant; at its end the requests of the appellant
were that the decision under appeal be set aside and
that a patent be granted on the basis of the set of
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claims 1 to 16 submtted during the oral proceedings.

| ndependent clains 1 and 9 as submtted on 11 May 2001
during the oral proceedings read as foll ows:

“"1l. A nethod of manufacturing a bag froml ayfl at
tubi ng conprising steps of first folding the

| ongi tudi nal edges (4) of the tubing (1) to form

i nwar dly extendi ng gussets (2), further folding the
flattened gusseted tubing to reduce the tubing' s w dth,
transversely sealing the fol ded and gusseted tubing to
forma base seal, and form ng handl es (10) between the
fol ding operations by renoving a central section of the
gusseted tubing and by transversely sealing the tubing
at a position corresponding to the ends of the handl es,
characterised in that the gusseted portions are fol ded
successi vel y about respective |ongitudinal fold |ines
(5) to lie against opposite sides of a nedial portion
(3) of the tubing between the gusseted portion and the
gusseted portions are each fol ded by passing the
flattened tubing under controlled tension over a

di screte arcuate folding ranp (33, 34) having a latera
edge around which the gusseted portion is folded."

"9. Apparatus for manufacturing a series of bags from
| ayfl at tubing conprising: first folding neans (21) for
folding the |ongitudinal edges (4) of the tubing to
forminwardly extending gussets (2), second folding
means (24) for further folding the gusseted tubing to
reduce the tubing's wdth; neans (25) for transversely
sealing the fol ded and gusseted tubing thereby to form
a base seal; and nmeans for producing a transverse line
of weakness extending across the tubing to facilitate
separation of individual bags; cutting neans (23) for
renoving a central section of the tubing for formng
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handl es, and sealing neans (22) to seal the tubing
transversely at a position corresponding to the ends of
the handl es are provided between the first and second
fol ding neans, characterised in that the second fol ding
means (24) is arranged to fold the gusseted portions
(4) about respective longitudinal fold lines (5) in
succession to |ie against opposite sides of a nedial
portion (3) of the tubing between the gusseted
portions, and wherein the second fol ding neans (24)
conprises two arcuate folding ranps (33, 34) for
folding the respective portions onto the nedi a
portions and neans for guiding the flattened tubing
under controlled tension over the folding ranps.”

During the oral proceedings the appellant argued
essentially that the last submtted version of the
clainms contained features that clearly overcone the
obj ection of novelty raised by the Exam ning D vision
and also conplied with the further requirenents of the
EPC. In particular the essential features of the

i nvention, nanely that the gusseted portions were

fol ded successively to |ie against opposite sides of a
nmedi al portion of the tubing by passing the tubing over
a discrete arcuate folding ranp, were clearly above a
mere wor kshop activity of a person skilled in the art.

Reasons for the Deci sion

1

1801.D

The appeal is adm ssible.

Amendnent s

New i ndependent clainms 1 and 9 contain the features of
the original clains 1, 3 and 10, 12 respectively.
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Clainms 3 and 12 were directly dependent fromclains 1
and 10 respectively. The additional feature of
"(passing the flattened tubing) under controlled
tension (over a discrete arcuate folding ranp)”
originally derives frompage 2, penultinmte paragraph
of WD 96/ 34737. The remai ni ng dependent cl ai ns have
been renunbered accordingly. Therefore, the anendnents
conmply with Article 123 EPC.

Novel ty

The cl osest state of the art is represented by docunent
D1 which contains all the features of the preanble of
t he i ndependent clains 1 and 9.

The Exam ning Division was of the opinion that also al
the features of the characterizing part of the origina
I ndependent cl ains were disclosed by the docunent D1,
that is: "the gusseted portions are fol ded successively
about respective longitudinal fold lines to |ie against
opposite sides of a nedial portion of the tubing

bet ween the gusseted portions”.

Docunment D1 however is silent about the nethod of
folding. Furthernore, to state that the nethod of
successively folding was inplicitly disclosed just
because there were apparently only two possibilities of
fol ding, nanely concurrently or successively, is not
correct. A prior art disclosure is novelty destroying
only if the subject-matter clained can be inferred
directly and unequi vocally fromthat disclosure,
including features which for the skilled person are
inplicitly disclosed therein (see e.g. T 677/91,

T 465/92 and T 511/92). There is however no basis in
docunent D1 which can | ead unanbi guously and
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necessarily to the conclusion that there are only two
possi bl e nethods for producing the two folds. In fact
there are an undefi ned nunber of nethods which differ
fromeach other not only by the tine variable but also
by other nethod steps. To limt the possible variations
of the nethod only to the tine variable is, in the

gi ven circunstances, a typical ex-post-consideration
whi ch is objectionable even in an argunent agai nst

i nventive step

In addition to the above considerations, the subject-

matter of the independent clains differs fromthe cited
prior art also by the feature referring to the passing
under controlled tension over the arcuate folding ranp.

I nventive step

The probl em underlying the invention is to nake it
possible to fold a layflat tubing for manufacturing
bags - whereby the tubing has a central portion renoved
in order to formthe handl es of the bags - avoiding
that the cut-out portions be caught and torn off by the
fol di ng appar at us.

This problemis solved by the conbination of features
of the characterizing part of clains 1 (nethod) or 9
(apparatus), in particular by the features that the
portions are fol ded successively by neans of two
arcuate fol ding ranps.

By passing the tubing over an arcuate folding ranmp
having a | ateral (slanted) edge around which the
gusseted portion is folded, tearing of the handle
cut-out portions can be avoi ded because the sane
tensi on whi ch keeps the tubing flat and pressed agai nst
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the ranp hel ps fol ding the gusseted portion around the
arcuate ranp by effect of the curvature.

No docunent of the available prior art hints at the
above conbi nati on of features. Accordingly the subject-
matter of the independent clains 1 and 9 invol ves an

I nventive step

The Board has the inpression that the Exam ning
Division in the present case failed to nake a real
effort to seriously and constructively consider the
applicant's argunents. In particular in the decision
under appeal it referred nerely to its comuni cation of
21 Cctober 1998 were the |atest argunents of the
applicant together with the decl aration of

M D. M Angless were only nmentioned but no reasons
were given to refute them

Neverthel ess, in view of the decision on the nerits of
the present appeal and in order to avoid further

i nconveni ences to the applicant who has not asked for
rei mbursenent of the appeal fee, the Board considers it
I nappropriate in the present case, to take further
measures and it deens it sufficient to point out that
the applicant is entitled to a thorough and conpl ete
consideration of his argunents (cf. Article 114(1)
EPC). The ensuing responsibility of the Exam ning

Di vi sion, which includes the provision of reasons for
refuting the applicant's argunents, is - as the present
case denonstrates - also inperative under the aspect of
the overall procedural econony and nay not be passed on
to the second instance.
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Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside;

2. The case is remtted to the Exam ning Division with the
order to grant a patent with clains 1 to 16 as
submtted at the oral proceedings and a description and
figures to be adapted accordingly.

The Regi strar: The Chai r man:

R. Schunmcher W D. Wi ld

1801.D



