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Summary of Facts and Subm ssi ons

2795.D

The nmention of the grant of European patent

No. O 482 489 in respect of European patent application
No. 91 117 621.2 filed 16 October 1991 and cl ai m ng an
Italian priority of 23 Cctober 1990 was published on

4 Septenber 1996. Caim1l as granted reads as foll ows:

"A conmpound for maki ng packing seal s conprising threads
consi sting of unbroken steel filaments (1) and unbroken
filaments of other materials (2) conbined together and
twisted by an intermttent tear spinning process,
characterized in that the filaments (2) of other
mat erials are carbon or pure graphite filanents."

Two notices of opposition were filed against this
patent on the grounds of Articles 100(b), 52(1), 57
(lack of susceptibility to industrial application and

i nsufficiency of disclosure) by Opponent 01 and
Articles 100(a), 52(1), 56 EPC (lack of inventive step)
by Opponent 02.

By deci si on announced during the oral proceedi ngs on
20 April 1999 and posted on 11 June 1999 the Opposition
Division rejected the oppositions.

The Opposition Division was of the opinion that the

pat ent specification described the conmpound accordi ng
to claim1 and the tear-spinning process to produce it
in a manner sufficiently clear so as to be carried out
by a skilled person. The subject-matter clainmed al so
nmet the requirenments of novelty and inventive step
havi ng due regard in particular to the state of the art
di scl osed in:
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El: EP- A-0 253 031

E2: FR-A-2 595 725

E3. 1: Brochure "non-asbestos sealing progranmm for
nucl ear plants" 08-89

E3. 2: Brochure "LATTYgrafh 6038" 03-90

E4: FR-A-2 608 641

On 12 July 1999 notice of appeal was | odged agai nst
this decision by the Appellant (Opponent 01) together
wi th paynent of the appeal fee.

The statenent of grounds of appeal was filed on
11 Cctober 1999. On appeal the Appellant additionally
relied on the foll ow ng docunents:

R1: "Les aciers inoxidables", Les Editions de
Physi que 1990, pages 140, 567 to 569

R2: "Matériaux Metalliques", Les Référentiels Dunod -
Septenbre 1996, Pratique de Matériaux |Industriels,
chapter 4.4.1, pages 1 to 4

R3: Letter of the representative of the Patentee
filed 26 April 1994 during exam nation
proceedi ngs, pages 3 to 4

In addition to lack of industrial application, |ack of
novelty of the subject-matter of claim1l was contested
based on an alleged public prior use supported by the
foll ow ng evidence:
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R4:

R5:

R6:

R7:

R8:

R10:

R11:
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A visit report of Schappe with

LATTYi nternational dated 5 March 1987

| nvoi ce of Schappe to BeldamLatty S. A, FR
dated 17 Novenber 1987 "NM 5/ 3 Car bone/ | nconel
75/ 25 E. 5601"

| nvoi ce of Schappe to Chesterton Conpany, US,
dated 17 February 1988 "NM 6/ 9 Car bone/ | nconel
Article 95631 PO5631"

| nvoi ce of Schappe to Carrara Fratelli S. N C
| T, dated 31 May 1988 "NM 6/ 3/ 3 Car bone/ | nconel
88/ 12 sur cones"

| nvoi ce of Schappe to Chesterton Conpany, US,
dated 20 June 1988 "NM 6/ 3/ 3 Car bone/
| nconel 85/15% on cones”

Production sheet of Schappe Tech - St Ranbert
dated 5 Cktober 1987 "Nm 6/ 3/ 3 Carbone/
| nconel 85/ 15"

Production sheet of Schappe Tech - St Ranbert
dated 5 Cktober 1987 "Nm 25/2 Carbone/
| nconel 80/ 20"

Confirmation of M. QGuy Bontenps, Schappe

Techni ques, dated 2 Novenber 1999 concerning the
production of the products according to R5

to RLO by the process described in FR A-

2 595 725 (E2)

In a comuni cation dated 5 July 2002 the Board

expressed doubts whether the grounds of Article 100(a)

as far as the provisions of Article 57 were concerned,
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and Article 100(b) EPC were relevant. It pointed out

t hat the disclosure of docunents R4 to R11 did not
appear to cone closer to the subject-matter clai ned
than the prior art already introduced into the
proceedi ngs, and the object of this newy introduced
al l eged prior use also did not seemto be suitable as
prior art evidence because of insufficient
substantiation as to what was used, when it was used
and the further circunstances of the use, in particular
as to whether the use was confidential or not. Novelty
appeared not to be in question and in the oral

pr oceedi ngs di scussion of inventive step would be
necessary.

Oral proceedings were held on 12 Septenber 2002.

The Appel |l ant requested that the decision under appeal
be set aside and that the European patent No. 0 482 489
be revoked.

The other party (Opponent 02) represented by the
representative of the Appellant in the oral proceedings
al so requested revocation of the patent.

The Respondent (Patentee) requested that the appeal be
di sm ssed and that the patent be naintained.

In support of its request the Appellant essentially
relied upon the foll owi ng subm ssi ons:

The introduction of docunments R4 to R11 shoul d be

adm tted because simlar docunents had al ready been
filed during exam nation proceedi ngs. Consequently the
prior use supported by this evidence should be taken
into account in the appeal proceedings.
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The conbi nation of the pre-characterising features of
claim1l was acknow edged in the description of the
patent in suit as belonging to the prior art.

Starting fromsuch a known packi ng conpound,

E2 di scl osed neans suitable to solve the probl em
addressed in the contested patent which consisted in

t he reduction of the stiffness of the packing and

| owering of its resistance against cutting. For this
pur pose broken filaments of steel (Inconel) and other
fi bers of polybenzim dazole (PBlI) were tw sted together
in order to use them for packing seals. The skilled
person havi ng general know edge of the insufficient
heat resistance of PBlI and the better suitability of
carbon fibers would consider replacing PBI by carbon
fibers, particularly because carbon fibers were
acknow edged in the patent in suit (colum 1, |ine 29)
as being known in the prior art.

According to the opinion expressed by the Patentee
itself inits letter of response during the exam nation
procedure (R3) Inconel was a stainless steel. He had
al so conceded that the conpound according to claim1l
was produced in a manner simlar to that of E2 which
fact was confirned by the decision of the Opposition
Di vi sion. Mreover, the conbination of Inconel fibers
and carbon fibers was disclosed in E3.1 and E3.2 for
use i n packing seals. Therefore no inventive step was
necessary to conbi ne stainless steel and carbon fibers
in the manner defined in the patent in suit.

The subject-matter of claim1 was al so obvi ous through
a conbination of the teachings of E2 with those of EA4.
Since carbon fibers disclosed in E4 had a hi gher heat
resi stance and were used in high performance packing
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seals, the skilled person would apply theminstead of
the fibers of PBlI according to E2. In view of the

evi dence provided by RL Inconel was an alloy simlar to
stainless steel, in fact only differing by a higher
content of nickel than stainless steel. Even if Inconel
was considered not to belong to the famly of steels,
repl acenent of the fibers of that alloy by stainless
steel fibers was at |east obvious to the skilled

per son.

The Appel |l ant stressed the objection raised under
Article 57 EPC that the production of the clained
conmpound according to a nethod of tear spinning could
not be carried out in a technically sufficient manner.
The Appel | ant who was very experienced in the field of
maki ng packing seals fromfibers of netal and carbon
tried to produce a simlar conmpound on the avail abl e
machi nery but no product could be manufactured which
was suitable for form ng packing seals because the
twisted thread of the filanments of steel and carbon was
crushed between the tearing rolls of the known

machi nes. Therefore the cl ai med product could not be
produced and consequently susceptibility of industrial
application of the subject-matter of claim1l was

I acki ng.

The subm ssions of the Respondent are summari sed as
fol |l ows:

The decisions G 9/91 and G 10/91 made cl ear that a new
ground of opposition could only be introduced with the
consent of the Patentee. The introduction of this new

ground of opposition was refused and therefore should

be di sregarded in the further proceedings.
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The process of tear spinning described in the patent
could be carried out, and that was al ready conceded by
t he OQpponents in opposition proceedi ngs. The product
manuf actured by this nethod had several advantages when
conpared with the prior art products, in particular it
was nore flexible and easier to cut. In the tear

spi nning process fibers of variable and random | engt hs
were received, and the yarns produced in that manner
were extremely strong, flexible and easy to braid to

f orm packi ng seals. The nethod according to the patent
differed fromthat of E2 in that unbroken fibers were
first twsted and drawn out in a follow ng step whereas
according to E2 the fibers were first broken to defined
| engt hs and spun together in a follow ng step by any
conventi onal nethod.

| nconel was an all oy based on nickel having a content
of about 18 percent iron at maxi num and no steel, and
any indication | acked which would | ead the skilled
person to replace Inconel filanments by stainless steel
filaments or to conmbine it with carbon filanents.

Reasons for the Decision

1

2795.D

The appeal is adm ssible.

Adm ssibility of new ground of opposition

According to the case | aw of the Boards of Appeal

(see G 9/91 and G 10/91, QJ 1993, 408, 420) a new
ground of opposition should be disregarded under
Article 114(2) EPCif the Patentee does not agree with
the introduction into the proceedings. In the present
case during the opposition proceedi ngs the Appell ant



2795.D

- 8 - T 0746/ 99

relied on |lack of susceptibility of industrial
application and insufficient disclosure while the other
Opponent relied on lack of inventive step. Lack of
novel ty had never been under discussion during the
opposi ti on proceedi ngs.

The Board of Appeal is enpowered to rule upon all the
grounds rai sed before the Opposition Division
regardl ess of which Opponent raised which ground
because the subject-matter of the judicial review
exercised by the Board is to check the correctness of

t he deci si on under appeal including all the grounds and
objections dealt with, or at least submtted to the
first instance (see T 1070/96). However, since |ack of
novelty was not in dispute during opposition

proceedi ngs, this ground of opposition is not

adm ssi bl e on appeal. Therefore the docunments R4 to Rl11l
cited in support of an alleged public prior use by

whi ch novelty was contested, are disregarded in the
fol |l owi ng procedure.

Sufficiency of disclosure and susceptibility of
i ndustrial application

Wth regard to the Appellant's objection of
insufficiency of disclosure it is to be noted that the
tear spinning process is described in detail in the
patent specification (colum 2, lines 40 to 46). The
steps of conmbining the two different unbroken filanents
by spinning and the follow ng step of tear spinning
under intermttent traction are clearly conprehensible
by a skilled person. The Board cannot see any reason
why the skilled person would not be able to carry out
this process. In particular, besides the nethod of
squeezing the thread between two feed rolls in order to
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achieve tearing relied upon by the Appellant, there are
ot her wel |l -known nethods of holding a thread in the
field of spinning by which crushing can be avoi ded, for
instance by winding it several tinmes on a feed roll.
Thus the Board sees no convincing reason why the
requirenents of Article 83 EPC are not net.

Si nce the conmpound according to claim21 can be used for
maki ng packi ng seals, which is a well-defined technical
field, it also neets the requirenents of Article 57
EPC.

Novel ty

Novel ty of the subject-matter of claiml1l was not in

di spute before the appeal. In addition, the Board is
satisfied that none of the prior art docunents

di scl oses a conpound having all the features of claiml
of the patent in suit. In particular, the compound of
claim1l includes steel filanents whereas the known
conpounds conprise Inconel which is a nickel based
all oy and not steel which is based on iron. Since the

t hreads nade of fibers of defined | engths according to
the prior art (including those disclosed in R4 to Rl11)
for maki ng packing seals are all produced by a nethod
simlar to that disclosed in E2 the product of claiml
is further distinguished fromthe prior art products in
that it includes fibers of variable and random | engt hs
whi ch feature is not present in any of the cited
docunents (Article 54(1) EPC)

| nventive step

Wth respect to the Appellant's opinion that the
conmpound nentioned in the introduction of the patent
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specification (colum 1, lines 25 to 31) is an

acknow edgenent of prior art the Board considers that
statenent as being erroneous since no docunent or other
di scl osure showi ng these features could be presented by
either the Appellant or Proprietor, the latter, in
fact, admtting that an error had been nade.

5. 2. In contrast to the Appellant and the Opposition
Division the Board is also of the opinion that E2 does
not di sclose a "tear spinning" process because the
steps of breaking the fibers and twi sting or spinning
the fibers of netal and other nmaterials together to
forma thread is carried out in reverse sequence
conpared with the tear spinning process described in
the patent in suit. Neverthel ess, although not
di scl osi ng the conbi nati on of precharacterising
features of claim1l, E2 represents the closest prior
art since it discloses the production of a conpound
made fromfibers of a netal alloy and other fibers for
maki ng packi ng seal s.

5. 3. The probl em addressed in the patent in suit is to
provi de a conpound for maki ng packing seals of reduced
stiffness which can easily and accurately be cut and
whi ch can be used for nultiple purposes (see colum 1,
lines 33 to 49).

5. 4. This problemis solved by a conpound having the
features of claim1l. It is true that claim1l includes a
feature of a nethod step, however, this "product by
process" feature results in a distinguishing feature
nanely that the thread received by tear spinning
contains filanments of variable and random | engt hs.

5. 5. The Appellant held that the subject-matter of claiml

2795.D Y A
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was obvi ous through a conbination of E2 and the prior
art described in the patent or of E2 and E4, because,
since the process of the patent was simlar to the
claimed tear spinning, the skilled person was |ed by
common general know edge to replace the filanments of

| nconel and PBlI by those of stainless steel and carbon
or pure graphite.

As al ready stated above (point 4) the process of tear
spi nning according to claim1 differs fromthat

di sclosed in E2 by the sequence of production steps
resulting in a different product. Since in the prior
art docunents any indication is |acking towards
changi ng the order of the nethod steps of E2 the new
process of tear spinning is non-obvious.

Additionally, steel in conmbination with graphite is

di scl osed in the one single docunent E1, but in a

di fferent configuration. A packing forned of graphite
sheets is knitted with a stainless steel filanment so as
to forma knitted thread of graphite covered by the
steel fibers. Evidently knitting can only be perforned
wi th unbroken steel filanents. Since any indication
towards the application of the steel filanents in a
different manner is mssing no reason can be seen why
the skilled person would use such steel filanments in
the nethod of tear spinning according to claiml
resulting in broken steel filanents of variable |ength.

No way was shown by the Appellant or is apparent to the
Board in which the clainmed solution with its specific
conbi nation of features could be arrived at w thout the
i nvol venent of an inventive step (Article 56 EPC)

Summari sing, for the above reasons the Board has
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arrived at the conclusion that the subject-matter of
claiml1 conplies with the requirenents of patentability
according to Article 52(1) EPC. The sane concl usi on
applies to the subject-matter of clains 2 to 10 which
cover particul ar enbodi nents of the conpound according
to claim1l. Therefore the rejection by the departnent
of first instance of the opposition against the patent
is well founded.

Or der

For these reasons it is decided:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Patin P. Alting van Ceusau
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