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Summary of Facts and Subm ssi ons
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The appel | ant contests the decision of the exam ning
di vision to refuse European patent application

No. 94 108 862.7. The reason given for the refusal was
that claim 26 of the main request and three auxiliary
requests filed in oral proceedings held after a
comuni cation under Rule 51(4) EPC had been issued did
not nmeet the requirenents of Article 84 EPC and that
claim26 of the main and first and third auxiliary
requests contravened Article 123(2) EPC.

Oral proceedings were held on 24 January 2001, in the
course of which the appellant filed a new C ai m 26
wor ded as foll ows:

"A cover (2, 201, 211) which is adapted to a shape of a
body of an apparatus (1, 202, 212) and which conprises
a coupling portion (2a, 201a, 211a) for coupling it to
said apparatus (1, 202, 212), a solar battery (3)
nmount ed thereon and a space formng portion (6, 6,
202c, 212c, 213c) which forns, when said cover (2, 201,
211) is brought into point contact with said body of
sai d apparatus, a space (7) for reducing heat influence
bet ween said solar battery (3) and at | east one of an
outside of said body of said apparatus (1, 202, 212)
and an outside of a battery container (5) accombdating
a secondary battery (4),

characterized in that

said cover (2, 201, 211) is shaped such that it has a
side surface (2a’, 201b, 211b) which extends to a side
surface of said apparatus (1, 202, 212) so that, when
said cover (2, 201, 211) is brought into point contact
wi th said body of said apparatus, said space (7) also
extends to the side surface portion of said cover (2,
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201, 211)."

The appel |l ant argued that since solar batteries had a
shorter life time than a canera, it was appropriate to
have a claimfor the cover which would be sold as a
spare part.

The appel | ant requested that the decision under appeal
be set aside and a patent granted on the basis of the
application in its present form namnely:

Cl ai ns:

No. 1 as filed on 3 April 1998

No. 2 to 25 as proposed in the Rule 51(4) comunication
No. 26 as filed in the oral proceedings

Descri pti on:

page 1 of the then "second auxiliary request” as filed
wi th the grounds of appeal

pages 2 and 3 to 18 as in the Rule 51(4) comunication
page 2a of the then "secondary auxiliary request” filed
22 Decenber 1998

Dr awi ngs:
sheets 1/5 to 5/5 as in the Rule 51(4) conmuni cati on.

Reasons for the Deci sion

1
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The appeal is adm ssible.

It is clear fromthe comunication under Rule 51(4) EPC
that the exam ning division considered clains 1 to 25
to be acceptable. The Board sees no reason to di sagree
with this.
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Clarity of claim 26

Claim26 filed in the oral proceedings specifies, inter
alia, that the cover "is adapted to the shape of a body
of an apparatus”, that it "conprises a coupling portion
for coupling it to said apparatus” and "a space form ng
portion which fornms, when said cover is brought into
poi nt contact with said body of said apparatus, a space
for reducing heat influence" and that it "is shaped
such that it has a side surface which extends to a side
surface of said apparatus so that, when said cover is
brought into point contact with said body of said
apparatus, said space also extends to the side surface
portion of said cover."

Thus claim 26 specifies in functional terns the manner
in which the cover is adapted to the shape of the body
of an appar at us.

Such functional definitions are perm ssible when a nore
preci se definition in terns of structural features is
not possible without unduly restricting the scope of
the invention. In the present case it is not possible
to precisely specify the dinmensions or the shape of the
cl ai med cover, since such covers may be used with a
variety of apparatus having different di nensions or
shapes, as shown for exanple in the described

enbodi nent s.

A skilled person faced with the probl em of

manuf acturing for any given apparatus a cover as
defined in claim26 will have no difficulty in
under st andi ng or designing the structural features
inplied by the terns of the claim Simlarly, there
woul d be no difficulty in determ ning whether a cover
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manuf actured for any given apparatus fell within the
terns of the claim Accordingly, the claimis
sufficiently clear to define the scope of protection,
as required by Article 84 EPC.

Support for claim26 in the original disclosure

In the second enbodi nent, described in the original
application (see colum 5, lines 4 to 29 of the
publ i shed application, noting the reference to the
first enmbodiment) a cover (2) which is adapted to a
shape of a body of an apparatus (1) and which conprises
a coupling portion (2a) for coupling it to said
apparatus, a solar battery (3) nmounted thereon and a
space formng portion (6') which forns, when said cover
is brought into point contact with said body of said
apparatus, a space (7) for reducing heat influence

bet ween said solar battery and an outside of said body
of said apparatus and an outside of a battery container
(5) accompdating a secondary battery (4), is shaped
such that it has a side surface (2a') which extends to
a side surface of said apparatus so that, when said
cover is brought into point contact with said body of
sai d apparatus, said space (7) also extends to the side
surface portion of said cover

In this enbodiment, as indeed in all the enbodi nents
di sclosed in the original application, the cover is
attached to an el ectronic apparatus or a renovable
battery unit thereof by a coupling portion including a
hi nge shaft.

Thus, the cover is recognisable as a distinct part of
the originally disclosed equi prent which could be
repl aced by a corresponding spare part if it is broken
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or becones defective

For the foregoing reasons, in the Board s judgenent,
the cover according to claim26 is directly and
unamnbi guousl y derivable fromthe originally disclosed
application, and the clai mdoes not contravene
Article 123(2) EPC

Novel ty and inventive step

The subject-matter of claim1 as filed on 3 April 1998,
which is directed to "an apparatus including a cover”
wi t hout specifying any details of the apparatus, was
consi dered by the exam ning division to be novel and

i nventive over the prior art. The Board sees no reason
to disagree with the opinion of the exam ning division.
Since claim 26 includes all the features of the cover
recited in claim1 plus the coupling portion, it
follows that the subject-matter of claim26 may be
considered to be new and involve an inventive step
within the nmeaning of Articles 54 and 56 EPC.

In the Board's judgenent, the application neets the
requi renents of the EPC.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to grant a patent in the
foll owi ng version

Cl ai ns:

No. 1 as filed on 3 April 1998

No. 2 to 25 as proposed in the Rule 51(4) comunication
No. 26 as filed in the oral proceedings

Descri pti on:

page 1 of the then "second auxiliary request” as filed
wi th the grounds of appeal

pages 2 and 3 to 18 as in the Rule 51(4) comunication
page 2a of the then "secondary auxiliary request” filed
22 Decenber 1998

Dr awi ngs:
sheets 1/5 to 5/5 as in the Rule 51(4) conmuni cati on.

The Regi strar: The Chai r man:

M  Hor nel | W J. L. \Weeler
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