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Summary of Facts and Subni ssions
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The European patent No. 0 560 464 was granted on the
basi s of the European patent application

No. 93 201 456.6, which was a divisional application of
the earlier European patent application with
publication No. 0 331 292. The European patent cl ai ned
the priority of the filing of Japanese applications

JP 26128/88, JP 26129/88 and JP 26130/88 all three with
the filing date 5 February 1988.

The only cl ai mof the European patent No. 0 560 464
concerned a superconductive oxide material which
consisted, at least partially, of ABI CuO where A was a
m xture of at |east one of My and Ca and at | east one
of Sr and Ba, the atomc ratio of A/Bi/Cu falling

Wi thin a pentagonal area in a ternary conposition

di agram of A, Bi and Cu, defined by the points 3/2/3,
5/3/5, 6/3/5, 4/2/3 and 6/4/5 and the material having a
superconductive transition tenperature above 84 K

OQppositions were filed agai nst the European patent on
the grounds that the subject-matter of the patent was
not patentable having regard inter alia to the prior
art docunent

EP-B-0 418 244,

claimng the priority of filings on 4 and 8 February
1988,

and that the patent did not disclose the invention in a
manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art
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(Articles 100(a) and (b) EPC).

The European patent, which had been requested by the
appel l ant to be nmaintained in anended form was revoked
by the opposition division by a decision dispatched on
27 July 1999 on the ground that the subject-matter of
claim1l was not new having regard to the content of
EP-B-0 418 244 (Articles 54(3) and (4) and 100(a) EPC).

The only claimform ng the basis of the above deci sion
read as foll ows:

" A superconductive oxide material having a
superconductive transition tenperature above 84 K,

whi ch consists, at |least partially, of AB CuO where A
is a mxture of at |east one of My and Ca and at | east
one of Sr and Ba, the superconductive oxide nmateri al
being fornmed froma starting m xture in which the
atomc ratio of A/Bi/Cu in said starting mxture falls
Within a quadrilateral area in a ternary conposition

di agram of A, Bi and Cu, defined by the points 5/3/5,
6/3/5, 4/2/3 and 6/4/5."

(Amrendnents with respect to the claimas granted have
been enphasi sed by the Board).

Inits decision, the opposition division, however,
concl uded that taking into account the discl osure of
the invention as a whol e and the conmon genera

know edge in the art, the skilled person was in a
position to achieve the superconductive oxide materi al
as defined in the claim In particular, Exanples of

t he superconductive oxide materials contained in
Table 1 of the patent in suit denonstrated that the
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superconductive oxide materials as clained could be
successfully produced. Thus, the invention as clained
conplied with the requirenent of Article 100(b) EPC

The patent proprietor |odged an appeal against this
deci sion on 16 Septenber 1999 paying the appeal fee on
the next day. A statenent setting out the grounds of
the appeal was filed on 2 Decenber 1999.

At the oral proceedings held on 30 April 2002, the
appel l ant (proprietor), in response to objections

rai sed by the respondents (opponents) and the Board
pursuant inter alia to Article 100(c) EPC agai nst
claiml1l of the appellant's nmain and auxiliary requests,
submtted a new request replacing all the previous
requests. The only claimof this request reads as
fol | ows:

" A superconductive oxide material having a
superconductive transition tenperature above 100 K,

whi ch consists, at least partially, of ABI CuO where A
is a mxture of Ca and Sr, and optionally further

i ncl udes Ba and/or My, the atomc ratio of A/Bi/Cu
falling within a quadrilateral area in a ternary
conposition diagramof A, Bi and Cu, defined by the
points 3/2/3, 5/3/5, 6/3/5, and 6/4/5."

(Enphasi s added by the Board to the nmain differences
With respect to the claimformng the basis of the
deci sion of the opposition division).

The appel |l ant subm tted essentially the follow ng
argunent s:
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Suf fi ci ency

The patent in suit contains sufficient information for
a skilled person using his common general know edge in
the specific technical field to carry out the
invention. In particular, Table 1 contains severa
exanpl es of superconductive materials according to the
claim Indeed, Table 2 of the patent in suit shows
different results, but spread of results cannot be
avoi ded, especially in a newfield as that of the
subject-matter in dispute. Therefore, the invention is
sufficiently disclosed.

Novelty - Effect of the correction of priority date of
a potential prior art by the decision J 6/91, QJ 1994,
349

The potential prior art docunent EP-B-0 418 244 which
Is a European patent is based on a PCT application
filed on 3 February 1989 and which initially clained
the priority date of 8 February 1988. The PCT
publication occurred on 10 August 1989 as WO A-89/ 07087
and t he European Regi onal phase was entered on 5 July
1989. A second (earlier) priority date of 4 February
1988 was added by the decision J 6/91 of 1 Decenber
1992 by way of correction of an error, follow ng a
request of rectification on 9 March 1990, i.e. after
the publication, on 6 Septenber 1989, of the parent
application EP-A-0 331 292 for the present patent in
suit.

For the purpose of Article 54(3) EPC it is "the content
of the European patent application as filed" which

needs to be taken into consideration. The correction of
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the priority date which was allowed by the Board of
Appeal in J 6/91 should not have the effect of
introducing material in the state of the art with an
earlier relevant date |long after the rel evant date of
such state of the art should be established.

The effect on the rights of third parties of this
change in the priority date resulting in EP-B-0 418 244
becom ng potentially relevant as an Article 54(3) EPC
agai nst European patent applications which had al ready
been published, seens not to have been considered in
the decision J 6/91. According to the decision G 2/98,
Q) 2001, 413, item9 of the reasons, there is a
principle of equal treatnent of the applicant and third
parties. In the present case, this principle does not
seemto have been respected.

Therefore, a substantive point of |law arises as a
result of the correction of the priority date and this
matter should be referred to the Enl arged Board of

Appeal .

The respondents argunents against the allowability of
the appellant's request can be summari sed as foll ows:

Sufficiency of disclosure of the invention

Table 1 and Table 2 of the patent in suit show 6/4/5
conpositions, i.e., conpositions form ng one of the
summts of the quadril ateral area defining the clained
superconductive materials. The Exanpl es of these
conpositions 6/4/5 in Table 1 are indicated as having
transition tenperatures above 100 K, i.e., in
accordance with the claim However, the Exanples of the
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same conpositions 6/4/5 in Table 2 are indicated with
transition tenperatures which are not above 100 K;

t hese conpositions of Table 2 are thus outside the
scope of the claim The information in the patent in
suit does not give reasons for these contradictory
results. Therefore, the disclosure in the patent is
suit is not sufficient for carrying out the invention
in a reproduci ble way, so that the appellant's main and
only request is not allowable (Article 100(b) EPC).

Adm ssibility of new requests filed by the appell ant at
t he appeal stage

It follows fromArticle 106 EPC that in appea
proceedi ngs a patent proprietor and appellant may only
pursue clainms which were the subject of the first-

I nstance deci sion; clainms which were not the subject of
the contested decision cannot be the subject of the
appeal because the appellant was not adversely affected
by such a decision with respect to that request (cf.

T 528/ 93 of 23 Cctober 1996, in particular item1 of
the reasons). Therefore, requests of the appell ant

whi ch were not the subject of the appeal ed decision, as
IS the case in particular wwth the new requests which
were submitted in preparation for the oral proceedings
before the Board are not adm ssible.

Thus, the question, whether the decision T 528/93
shoul d be followed, is relevant and should be referred
to the Enl arged Board of Appeal.

Reasons for the Deci sion

1711.D
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The appeal is adm ssible.

Adm ssibility of the appellant's request

The respondents demand for referring to the Enl arged
Board of Appeal a question concerning the admssibility
I n appeal proceedings of requests which had not been
the subject of the contested decision was not directed
specifically against the main and only request of the
appel l ant which forns the basis of the present

deci sion. Taking also into account the concl usion of
the present case (see hereunder), the requested
referral was not pertinent for this decision.

Sufficiency of disclosure

The main and only request, as defined in the only
claim concerns a superconductive oxide material having
a superconductive transition tenperature above 100 K,
whi ch consists, at |least partially, of ABI CuO where A
is a mxture of Ca and Sr, and optionally further

i ncl udes Ba and/or My, the atomc ratio of A/Bi/Cu
falling within a quadrilateral area in a ternary
conposition diagramof A Bi and Cu, defined by the
points 3/2/3, 5/3/5, 6/3/5, and 6/4/5.

In the patent in suit (see page 2, lines 38 to 47), a
nmet hod of preparing superconductive oxide materials is
di scl osed whereby m xtures of wei ghed anmounts of one or
bot h of magnesi um and cal ci um oxi des, one or both of
stronti um and bari um oxi des, bisnuth oxi de and copper
oxide are forned so as to give atomc ratios A/ Bi/Cu of
5/3/5 to 3/2/3 and al so other A/Bi/Cu ratios, the

oxi des are thoroughly m xed and the m xture is cal cined
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at 800 to 850°C, crushed, forned, and then sintered at
830 to 870°C. The conpositions and characteristics of
the materials obtai ned are shown in Table 1.

A method of preparing a further series of conpositions
of the ABi CuO type nade in the sane manner as descri bed
above is disclosed In the patent in suit (see page 3,
line 58 to page 4, line 3); the thoroughly m xed oxi des
are calcined at 800 to 850°C, the mxture is then
crushed, forned, and sintered at 850°C. The
conpositions and characteristics of the nmaterials
obt ai ned are shown in Table 2.

The follow ng Exanples of Table 1 are not conprised in
the scope of the claim

Exanpl e 13 of Table 1 does not conprise calciumand is
thus not in accordance with the claim

The conpositions of Exanples 4 (6/5/4), 6 (1/1/1) and 7
(2/1/2) of Table 1 do not fall within the quadrilatera
area defined in the claim This can be seen, for
Exanple 4, fromthe description of the fornmer main
request filed with the statenent setting out the
grounds of the appeal, whereby this conposition is

di scl osed as not being conprised in the pentagonal area
(3/2/3, 5/3/5, 6/3/5, 4/2/3 and 6/4/5); this pentagona
area enconpasses the quadrilateral area (3/2/3, 5/3/5,
6/3/5 and 6/4/5) of the present main and only request.
For Exanples 6 and 7, this can also be derived fromthe
graph acconpanyi ng that former request. Mreover, from
the sane graph, it can al so be seen that the
conpositions (4/2/3) of Exanples 8 and 12 are not
conprised within the area defined in the claim
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Exanples 1 and 10 (5/3/5) of Table 1 have a transition
tenperature of 105 K and 101 K, respectively.

Exanples 5 (6/3/5) and 14 (3/2/3) of Table 1 have a
transition tenperature of 102 K and 105 K
respectively. Thus, according to Table 1, in the
quadrilateral area defined in the claim the three
summts (5/3/5), (6/3/5) and (3/2/3) are well within
the scope of the claim

It is to be noted that none of these conpositions are
reported in Table 2.

The remai ning conpositions in Table 1 are all (6/4/5)
conpositions, i.e., corresponding to the fourth summt
of the quadrilateral area defined in the claim

Exanmple 2, with Sr = 3.8, Ca = 2.2, Ba =0, My =0,
Bi =4 and Cu =5, thus (3.8 +2.2 +0 + 0 =6/ 4/ 5,
which has a transition tenperature of 108 K

Exanple 3, with Sr = 3.5, Ca 2.5, Ba =0, Mg =0,
Bi =4 and Cu = 5, which has a transition tenperature
of 110 K;

Exanple 9, with Sr = 2.0, Ca = 2.0, Ba =1, M = 1,
Bi =4 and Cu = 5, which has a transition tenperature
of 106 K;

Exanple 11, with Sr = 4.0, Ca = 0.5, Ba =1, My = 0.5,
Bi =4 and Cu = 5, which has a transition tenperature
of 110 K

The respondents have pointed out that the
super conductive oxide materials were not sufficiently
defined in the main and only request, and that this was
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particularly the case for the 6/4/5 materials, whereby,
contrary to the 6/4/5 materials of Table 1, the 6/4/5
materials disclosed in Table 2 did not have a
transition tenperature above 100 K

Thus, in Table 2:

Example 2, with Sr = 3.0, Ca = 3.0, Ba =0, My =0,
Bi =4 and Cu = 5, has a transition tenperature of
80 K; and

Exanple 10, with Sr = 2.0, Ca = 2.0, Ba =1, My = 1,
Bi =4 and Cu = 5, has a transition tenperature of
80 K.

It can be seen fromthe foregoing that the only
Exanpl es of these 6/4/5 materials which have exactly
the sane conposition fornmula, i.e., Exanple 9 of

Table 1 and Exanple 10 of Table 2, have largely
different transition tenperatures, i.e., 106 K and 80 K
respectively, so that Exanple 10 of Table 2 does not
fall within the scope of the nmain and only request.

As nentioned here above, the materials of Table 2 are
di scl osed as being nade in the sane manner as those of
Table 1. Moreover, the disclosed sintering tenperature
of 850°C for the conpositions of Table 2, in particular
of the Exanple 10, falls within the sintering
tenperature range of 830°C to 870°C enpl oyed for the
conpositions, in particular Exanple 9 of Table 1.

Al so, all the other Exanples of the 6/4/5 material s,
i.e., Exanples 2, 3 and 11 of Table 1 and Exanple 2 of
Tabl e 2, have different proportions of the constituent
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el enents. Here again, the Exanple of Table 2 has a
|argely different transition tenperature, i.e., 80 K

Thus, for these further materials, it is not clear

whet her, with a sintering tenperature of 850°C, it is
feasible to prepare in a reproduci bl e manner the
claimed materials, or whether this result is caused for
instance by the different conposition formulas. In this
| ast respect, it is to be noted that, for all these
Exanpl es, the anount in Bi and Cu remains the sane, so
that it is only the anobunt of the elenents Sr, Ca and,
optionally, Ba and My, which could cause the reported
difference in transition tenperature.

The appel | ant, asked by the Board about these
contradictory results concerning the 6/4/5 materi al s,
argued that there were several positive results and
that, especially in a new area of technol ogy such as
that of the cuprate oxide ceram c superconducti ng
materials, it can happen that sanme conditions do not
allow to obtain the sane results.

Al t hough the Board accepts this subm ssion, the
question remai ns whet her the conditions necessary to
produce the clained conpositions are sufficiently

di scl osed.

It follows fromthe above that in so far as the
conposition 6/4/5, i.e. the fourth summt of the
quadril ateral area defined in the claimis concerned,
the transition tenperature above 100 K is not

consi stently obtained. Contrary to the subm ssion of
the appellant, the transition tenperatures of the
conpositions 6/4/5 reported in Table 2 cannot nerely be
regarded as a spread of transition tenperature of above
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100 K reported in Table 1. In the Board' s view, the
results reported in Table 2 and the correspondi ng
description in fact denonstrate, as stated above, that
the 6/4/5 conposition also shows a transition
tenperature of around 80 K

Thereby, it is prima facie not possible to determ ne
whet her differences in the nethod of the preparation or
di fferent conposition of the constituent elenents or a
conbi nation of both is the cause of the conflicting
results. There is thus no sufficient information in the
patent in suit which woul d have enabl ed the skilled
person at the priority date of the subject patent to
prepare in a reproduci ble manner a 6/4/5
superconducti ve oxi de conposition having a transition
tenperature above 100 K wi t hout undue burden.
Consequently, the requirenent of reproducibility

Wi t hout undue burden, for one of the conpositions
defining the subject-matter in dispute, is not

sati sfied.

Therefore, in the Board' s judgenent, the patent in suit
does not disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art and, consequently,
the main and only request of the appellant is not

al l owabl e (Article 100(b) EPC).

For this reason, it is not necessary to assess whet her
the subject-matter of the only claimis new having
regard to the EP-B-0 418 244 claimng priority dates of
4 and 8 February 1988 and, thus, there is no need to
refer to the Enlarged Board of Appeal the question of
the Appell ant concerning the effect on third parties of
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a correction of priority dates of an application.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

D. Spigarelli R K. Shukl a

1711.D



