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Summary of Facts and Submn ssions

1275.D

This is an appeal fromthe revocation by the opposition
di vi si on of European patent No. 513 880. The reason
given for the revocation was that inter alia the
subject-matter of claim1 of the patent as granted did
not involve an inventive step, having regard to the
conbi nation of the follow ng prior art docunents:

D1: DE-A-3 024 370

D2: EP-A-0 019 515.

Claim1 of the patent as granted (main request on
appeal ) is worded as follows:

"1l. An electronic postage neter conprising: a printing
means (80, 81, 82); first and second mni croprocessors
(60, 61); first and second accounting nenories (20, 21)
connected to be separately controlled by said first and
second m croprocessors, said first and second

m croprocessors having programroutines for separately
updating their respective accounting nenories to
account for the printing of postage by said printing
nmeans by coding the stored data differently in each
accounting nenory; and neans for conparing the
accounting results in said first and second accounti ng
menories for disabling said postage neter in the
absence of a coincidence of data in said first and
second accounting nmenories."”

Caim2 (main request) is dependent on claiml1.

Oral proceedings were held before the board on 30 Apri
2002.
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The appel |l ant proprietor argued essentially as foll ows:

The deci si on under appeal correctly found that D2,

whi ch concerned an el ectroni c postage neter with

m croprocessor controlled dual redundant nenories for
storing accounting data, was the closest prior art. D1,
in contrast, was not in the field of postage neters,

nor even in the general field of data processing,
storage or transm ssion. The |l atter docunent was
classified under the international patent
classification (Int. d3) in class Q5 - controlling;
requlating - in the subclass GO5B 9/03 which related to
safety arrangenents with redundant control systens.
This classification was confirnmed by the general tenor
of the disclosure of D1, it being noted that the prior
art docunents referred to in the introductory part of
Dl related to commandi ng actuators such as nagnetic

val ves. Redundant control systens were found in
applications |ike the actuation and control of ailerons
in aircraft - a technical field which was very renote
fromthat of electronic postage neters. Control signals
were transmtted and used in real tinme and not stored
(other than transiently), whereas accounting data in an
el ectroni c postage neter was stored over a period of a
nonth or nore. Not only was D1 not credible as the

cl osest prior art, the person skilled in the art,
starting fromthe closest prior art, D2, and addressing
the problem of reducing errors in the storage of
accounting data in electronic postage neters, would not
even find D1. Starting fromD2, it would have required
a major step of generalisation followed by a particul ar
specialisation to find D1. Broadening the search in
this way would yield so many docunents that it woul d be
i npossible to sift through themall to find the

rel evant nugget of information even if it were there.
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The finding in the decision under appeal that the
passage in D1 bridging pages 12 and 13, relating to
protection against transient interference signals,
woul d cause the skilled person to find it was based on
a m sunderstandi ng of the correspondi ng passage in the
description of the opposed patent at colum 4, lines 16
to 18. The problemof transient interference referred
to there was solved by a different invention - the
staggering in time of data inputs - as was clear from
the passage in the patent specification immediately
follow ng that reference, down to |line 38. The problem
solved by the invention to which the opposed patent

rel ated was not that of transient interference but the
occurrence of errors in the data stored in the
redundant nenories undetectabl e by conparison of the
data stored in the two nenories (colum 4, lines 39 to
44) .

Even if one were to assune, as the opposition division
did in the decision under appeal, that the person
skilled in the art, starting fromthe closest prior

art, D2, and addressing the problem nenti oned above,
woul d find D1 even though he had no know edge of the
present invention, he would not readily find a solution
to the problemin the teaching of D1. He would not see
a teaching ained at reducing the risk of m soperation
or failure of a real-tinme control system as being
relevant. To the extent that there was any data stored
in different fornms in D1 it was in the transient
processing store of the tenporary worki ng space stores
AS1 and AS2; this was not conparable with the |ong-term
storage in the non-vol atile random access nenories of

t he opposed patent.

The respondent opponent's contention that an el ectronic
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postage nmeter was a formof control systemin the sense
of D1 denonstrated the kind of over-generalisation of
the prior art teaching and/or the teaching of claim1l
of the opposed patent that was required to make a link
between the two and was itself a clear indication that
the clained el ectronic postage neter could not be
arrived at without the exercise of inventive

I magi nati on on the part of the person skilled in the
art.

The respondent opponent's argunents can be summari sed
as foll ows:

Al t hough the deci sion under appeal was right in the
result and correct in its technical reasoning, it had
erred in regarding D2 as the closest prior art. The
closest prior art did not necessarily have to lie in
the generic field of the invention as clained, ie

el ectroni c postage neters. One had to have regard to
the invention, which in this case was the application
of dual processor technology to el ectronic postage
neters. Fromthat perspective D1 was the cl osest prior
art. As such the question of the docunent being renote
or not easily found did not arise; the legal fiction
operated, according to which the person skilled in the
art was irrebuttably presuned to be aware of the
docunent. In particular the international patent
classification was not determ native of the question
whet her a particul ar docunment woul d be found; docunents
could also be retrieved by searching the text content.

As the decision under appeal correctly pointed out, the
person skilled in the art woul d appreciate that the
protection against interference provided by different
coding in D1 was just as applicable to storage as to
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transm ssion of data and hence applicable to the
accounting nenories of electronic postage neters.

The critical feature in claim1l of the opposed patent
that the data was coded differently could be read onto
the conpl enentary codi ng of corresponding data in D1,
there was no need for a further encoding of the non-
inverted data since all data transmtted or stored was
necessarily represented in sone code, eg binary coded
decimal (BCD). This was recognised in the description
of the opposed patent at colum 4, lines 41 to 42,
where it is stated that "the data stored in one or both
of the nmenories nmay be coded".

The proprietor's contention that D1 was to be regarded
as a narrow teaching relating to a control system of
the kind used for controlling ailerons in aircraft was
purely specul ative; DL made no nention of aircraft. In
any case a franking machine or electronic postage neter
coul d be subsuned under the notion of a control system
inits w dest sense. The use to which the signals were
put made no difference to the teaching; all that
mattered was that it was an application in which
reliable substantially error-free operation was

I mportant.

Simlarly, the distinction the appellant sought to make
between the long-term storage in a non-volatile random
access nenory (NVRAM of accounting data in the opposed
patent and the transient storage of the transm ssion
signals in the working space nenories
("Arbeitsspeicher” ASl1l, AS2) of D1, figure 1 could not
be taken into account since the opposed claimdid not
specify the type of nenory.
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It was inportant to note that Dl disclosed all the
features of claim1 other than the postage neter.

The appel | ant proprietor requested that the decision
under appeal be set aside and that the patent be
mai nt ai ned unanended (main request) or in anended form
I n accordance with an auxiliary request.

The respondent opponent requested that the appeal be
di sm ssed.

Reasons for the Decision

1

1275.D

The appeal is adm ssible.

Novelty is not in dispute. The board takes the sane
view as the opposition division in the decision under
appeal in agreeing with the appellant proprietor's
contention that D2 shoul d be regarded as the cl osest
prior art. It is in the same narrow technical field of
m croprocessor-control |l ed el ectronic postage neters as
t he opposed patent and is concerned with the broad
subj ective probl em addressed and sol ved by the opposed
patent, viz reducing the possibility of non-detectable
error conditions in the storage of accounting data in
such el ectroni c postage neters by the provision of
redundant nenories; cf description of the opposed
patent at colum 1, lines 18 to 35 and lines 44 to 47
(page 1, line 18 to page 2, line 8 of the description
of the application as filed).

It is common ground that the el ectronic postage neter
specified in claim1 of the opposed patent (main
request) differs fromthat disclosed in D2 in that:
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(a) the dual nenories are connected to be controlled
separately by dual m croprocessors, and

(b) the m croprocessor prograns cause their respective
accounting nmenories to code the stored data
differently in each accounting nenory.

The board accepts the appellant proprietor's contention
that the analysis in the decision under appeal, at

point 7(b), of the technical effect of feature (b)
above was not conpletely accurate. The neasure referred
to in the patent specification to deal with transient
interference on the data or address bus |ines which
could interfere, in the same manner, with the

simul taneously transmtted data is sequentia

addressing of the nenories with respect to the sane
data as illustrated in figures 2 and 3; cf colum 4,
lines 12 to 38. This neasure is not part of the
subject-matter of claim1. The effect of feature (b) of
claiml is to reduce the occurrence of errors
undet ect abl e by conparison of the data stored in the
two nmenories. Such errors nmay originate in the nenory,
not necessarily on the data or address bus lines. In
fact the exenplifying enbodi nent of different coding in
figure 4, described at colum 4, lines 44 to 52,
protects essentially the stored data not the data on
the bus lines. It remains true, however, that a coding
whi ch protects against corruption caused by
interference pulses on the bus lines is not excluded
fromthe subject-matter of claiml, so that the

anal ysis in the decision under appeal at point 7(b) is
partially correct in the sense that the feature
concerned can have this effect also. On this latter
poi nt the appellant proprietor's subm ssion that
claim1l should be construed narrowy so that "coding
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the stored data differently in each accounting nmenory"
di d not enconpass the data in one nenory only being
coded as suggested by the description at colum 4,
line 41 ("one or both") did not persuade the board.

It follows fromthe above analysis that the objective
techni cal problem solved by the invention of the
opposed patent is to reduce the occurrence of errors
undet ect abl e by conparison of the data stored in the
two nmenories in an el ectronic postage neter which
stores accounting data in redundant nenories, ie the
ki nd of el ectronic postage neter known fromD2, this
probl em bei ng sol ved by nodifying the D2 neter in
accordance with features (a) and (b) above.

The questions to be answered then are whether the
person skilled in the art, starting fromthe cl osest
prior art, D2, and addressing the objective technica
problemidentified above, would find the prior art
docunent D1 and, if he found it, whether an inventive
step would be required to arrive at the clained
solution in the Iight of this docunent.

As the appellant proprietor has persuasively argued, D1
is not only not in the field of electronic postage
meters, it does not even relate to redundant data
processing or transmssion in general. As is shown by
the title and confirnmed by the prior art cited in the
introduction, it relates to the narrow field of contro
engi neering, ie the generation and transm ssion of
control signals in the sense of conmands (Befehl e)

whi ch cause actuators (Stellglieder) to change the
position of nechani cal devices such as valves. In
particular it is concerned with commands whi ch nust be
executed ultra-reliably and in a fail-safe nmanner;
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cf page 9, lines 6 to 17. As is to be expected in
relation to processing commands, although the conmand
data is transiently stored in working nenory
(Arbeitsspeicher AS1, AS2 in figure 1), reliable signal
transm ssion, not data storage, is the primary concern.
This kind of transient data storage of commands to be
executed in such a control systemis very renote from
the | ong-term storage of accounting data in an

el ectroni ¢ postage neter.

The nost specific |link between the opposed patent and
Dl is the passage in D1 bridging pages 12 and 13 which
refers to the signals on the dual redundant channels
being transmtted in conplenentary (nutually inverted)
coded formto overcone the effect of interference

pul ses, which corresponds to the passage at col um 4,
lines 12 to 18 di scussed at length in paragraph 4
above. This passage constitutes a |ink between the
description of the application as originally filed
(corresponding to the specification of the opposed
patent) and D1 but not, of course, a link between D2
and D1. And, as expl ai ned above, the |ink between
claim1l of the opposed patent and D1 is nore tenuous
than the passage in the description mght at first
suggest. Thus it was to be expected that the EPO search
woul d retrieve the docunent D1, but the board agrees
wWith the appellant proprietor's contention that it not
pl ausi bl e to suppose that the person skilled in the
art, starting fromthe closest prior art, D2, and
addressi ng the objective technical problemderivable
fromclaiml1l, would find it. Having generalised his
search fromel ectroni c postage neters to redundant data
processi ng and storage in general, the person skilled
in the art, unguided by foreknow edge of the solution
clainmed in the opposed patent, would have to delve into
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many special fields of control engineering applications
before he would eventually find DL. In addition, in the
judgenent of the board, even if the skilled person
found D1, the general tenor of the teaching of the
docunent in relation to reliable fail-safe transm ssion
of actuator commands in a servonechani smtype contro

| oop would not lead himto regard it as rel evant.
Seeing its potential relevance would anpbunt to an

i nventive insight.

For conpl eteness the respondent opponent's argunent
that in view of the fact that D1 discloses all the
features of claim1 other the electronic postage neter,
D1 should be regarded as the prinmary docunent, ie the
cl osest prior art leading to the objective technical
probl em of finding an application in other fields for
the teaching of different coding of dual redundantly
transmtted and stored data, should be nentioned. Such
an argunent is contrary to the established
jurisprudence of the EPO Boards of Appeal in relation
to the problem and sol ution approach to the assessnent
of inventive step. According to the latter the denmands
of realismand fairness nean that such a problem
shifting in attacking inventive step is only justified
i f the subjective problemas presented by the
applicant/proprietor is shown to be known and sol ved.

Quite apart fromthis established jurisprudence of the
EPO Boards of Appeal, it appears inplausible that the
skill ed person |looking for a problemto which to apply
the solution of D1 would consider the field of

el ectronic postage neters as a |likely candi date.

The board concl udes therefore that, having regard to
the prior art on file, in particular the prior art



Or der

- 11 - T 0918/99

docunents D1 and D2, the el ectronic postage neter
constituting the subject matter of claim1l1l is not
obvi ous for the person skilled in the art and is
therefore to be considered as involving an inventive
step within the neaning of Article 56 EPC and that,
accordingly, the patent can be naintai ned unanended,
thus granting the main request of the appellant. The
appel lant's auxiliary request need not be consi dered.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is maintained unanmended.

The Regi strar: The Chai r man:

M  Hor nel | W J. L. Wheeler

1275.D



