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Summary of Facts and Subm ssi ons

0034.D

The opponents (the appellants) |odged an appeal agai nst
the interl ocutory decision of the opposition division
dated 30 July 1999, whereby the European patent

No. 0 244 267, which they had opposed under

Article 100(a) EPC (on grounds of |ack of novelty and

| ack of inventive step) and Article 100(b) EPC, was
mai nt ai ned on the basis of the first auxiliary request
with 54 clains filed on 4 May 1999.

Claim1 of the first auxiliary request read as foll ows:

"1. Nucleic acid which encodes nDAF as shown in
Figure 1, sDAF as shown in Figure 2, or an amno acid
sequence variant thereof wherein a predeterm ned am no
acid residue or polypeptide is inserted into, deleted
fromor substituted for an am no acid residue or

pol ypeptide of the native mature or preDAF am no acid
sequence of nDAF shown in Figure 1 or sDAF shown in
Figure 2, the variant being capable of exhibiting a

bi ol ogi cal activity in comon with said nDAF or sDAF;
which nucleic acid is (a) DNA free of an intron or (b)
DNA free of flanking genomc DNA or (c) cell-free or
(d) free of nucleic acid encoding any other protein
honol ogous to the source of the nucleic acid which
encodes DAF."

| ndependent claim 29 was directed to sDAF.
| ndependent claim 30 was directed to nucl eic acids
capabl e of hybridizing with nucleic acid encodi ng nDAF,

sDAF or a vari ant thereof.

| ndependent claim 31 was directed to nucleic acid
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encodi ng a particular variant of nDAF.

| ndependent claim32 was directed to a replicable
vector containing a nucleic acid encodi ng nDAF, sDAF or
a variant thereof.

| ndependent claim 34 was directed to a conposition
conprising a host cell transformed with said vector

| ndependent claim 36 was directed to a nmethod of making
nDAF, sDAF or a variant thereof conprising culturing a
host cell transformed with such a vector.

| ndependent claim 40 was directed to nDAF or sDAF
unacconpani ed by native gl ycosyl ati on.

| ndependent claim 43 was directed to a pharnmaceuti cal
conposi tion conprising an i munonodul atory conj ugate of
nDAF or sDAF.

| ndependent claim48 was directed to a conposition
conprising an anti body capabl e of bindi ng sDAF.

| ndependent claim50 was directed to a pol ypepti de
conprising a phospholipid anchor domai n of nDAF fused
to a pol ypeptide other than DAF.

| ndependent claimb51 was directed to a pol ypepti de
whi ch was a fusion of the C-term nal domain of nDAF and
a pol ypepti de other than DAF.

Together with their statement setting out the grounds
of appeal, the appellants filed five additional
docunents (cf documents (D58) to (D62) in section VII
infra).
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In said statenent, three grounds of appeal were
referred to. However, whereas |lack of inventive step
was di scussed in detail, with respect to both | ack of
novelty and insufficiency of disclosure it was only
stated that the appellants had no further remarks at
this stage.

| V. The respondents (the patent proprietors) replied to the
statenent of grounds with a letter dated 21 August
2000. They objected inter alia to the introduction of
t he new docunents into the proceedings.

V. On 5 August 2002, the board issued a comrunication with
a provisional view on sone of the issues to be
di scussed at oral proceedings.

\Y/ Oral proceedi ngs took place on 11 Novenber 2002. They
were only attended by the respondents, the appellants
havi ng announced in a letter dated 25 Septenber 2002
that they would not attend.

VI, The follow ng docunments are referred to in the present
deci si on:
(D2) Ni chol son-Weller A et al., J. |nmmunol.,

Vol . 129, No. 1, July 1982, Pages 184 to 189

(D3) Medof M E. et al., J. Exp. Med., Vol. 160,
No. 5, Novenber 1984, Pages 1558 to 1578

(D6) Medof M E. et al., Proc. Natl. Acad. Sci. USA
Vol . 84, No. 7, April 1987, Pages 2007 to 2011

(D10) N cholson-Wller A et al., Proc. Natl. Acad.
Sci. USA, Vol. 80, August 1983, Pages 5066

0034.D Y A
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( D16)

(B30)

(D51)

(D58)

(D59)

(D60)

(D61)

(D62)

(P4)

(P8)

(P9)
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to 5070

Kinoshita T. et al., J. Exp. Med., Vol. 162,
July 1985, Pages 75 to 92

Medof M E. et al., Conplenent, Vol. 2, Novenber
1985, Abstract 151, Pages 53 to 54

Ni chol son-Weller A et al., Blood, Vol. 66,
No. 5, 1985, Pages 1237 to 1244

Pangburn M K., J. Imunol., Vol. 136, No. 6
15 March 1986, Pages 2216 to 2221

Declaration of Dr R A. Harri son dated
9 Decenber 1999

Tomta M et al., Proc. Natl. Acad. Sci. USA,
Vol . 72, No. 8, August 1975, Pages 2964 to 2968

Declaration of Dr M K. Pangburn dated
8 Decenber 1999

Pangburn M K. et al., Proc. Natl. Acad. Sci
USA, Vol . 80, Septenber 1983, Pages 5430 to 5434

Davitz M A et al., J. Imun. Meth., Vol. 97,
1987, Pages 71 to 76

Sugita Y. et al., J. Biochem, Vol. 100, No. 1,
July 1986, Pages 143 to 150

Decl aration of Dr V. Nussenzwei g dated 3 March
1998
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(A First declaration of Dr DO M Lublin dated
18 Cctober 1996

(B) Decl aration of Dr A N chol son-\Weller dated
29 Cctober 1996

(O Decl aration of Prof M L. Tykocinski dated
3 March 1999

The argunents in witing by the appellants, insofar as
they are relevant for the decision, can be summari zed
as foll ows:

Filing of docunents (D58) to (D62)

The appel | ants becane aware of docunent (D58) only days
ahead of the oral proceedings held before the
opposition division on 4 May 1999. A request was nade
at said oral proceedings to have the docunent admitted
into the proceedings, but it was not adm tted; and the
m nutes unfortunately did not identify the docunent
when recording the request in section 7.7. thereof.

No reasons were indicated as to the filing of
docunents (D59) to (D62) only at the appeal stage.

Article 83 EPC. sufficiency of disclosure

The appellants only stated that they had "nothing to
add at this stage to the comments nade at first

i nstance".

Article 54 EPC. novelty

The appellants only stated that they had "no further
remar ks on the question of novelty at this stage".
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Article 56 EPC. inventive step

The technical problemto be solved on the basis of the
cl osest prior art, in accordance with a statenent in
the patent (see page 3, lines 50 to 51), was the
preparation of DAF in commercial quantity froma

t herapeutically acceptable source, the solution to said
probl em bei ng the provision of nucleic acid encoding
DAF and the related subject-matter, as set out in the
cl ai ns.

Two parallel lines of reasoning were given, differing
only in that either docunment (D3) or docunent (D58) was
chosen as the closest prior art.

Choosi ng docunment (D3) as the closest prior art, they
argued as follows. Docunent (D3) disclosed DAF purified
to honogeneity sufficiently for it to be sequenced. The
particul ar rel evance of docunment (D3) originated from
the adm ssion by the authors that they actually had
purified DAF to honpgeneity. No evidence was provided

t hat gl ycophorin contam nation as referred to in the
decl aration of Dr V. Nussenzwei g (docunent (P9)) was
anyt hi ng other than an individual batch-specific

probl em Nothing indicated that this was a general

probl emw th the nethodol ogy of docunent (D3).
Nevert hel ess, even if glycophorin was repeatedly
present in DAF prepared by said nethodol ogy, it would
not have caused major difficulties. As the N-term nal
am no aci d sequence of glycophorin was known at the
priority date from docunent (D60), it would have been a
straightforward matter to sequence the N-term nus of

t he "want ed" DAF.

Choosi ng docunment (D58) as the closest prior art, they
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simlarly argued that said docunent disclosed a nethod
for obtaining DAF purified to honbgeneity, the authors
of the docunment having stated that "[A]ll the purified
proteins [which included DAF] were honbgeneous ...".
Bei ng honogeneous, said DAF was sequenceabl e.

They contended that if unsequenceabl e DAF was obt ai ned
by enpl oyi ng either the methodol ogy of docunent (D3) or
that of docunment (D58) this could anyway be purified to
such an extent to make it sequenceabl e by

i mmunopurifying the DAF preparation using the anti-DAF
nonocl onal anti body | A10. Said anti body had been nade
avail able to the public at the priority date. In this
respect reference was nmade to docunent (D16). It was

al so noted that at the priority date said anti body was
in possession of Dr M E. Medof who coul d be considered
a nmenber of the public. It was al so conmon know edge at
sane date that varying the pH to determ ne optina
elution conditions for the immunopurification was a
routine nmeasure for those skilled in the art. There
wer e good reasons for using high pH and said conditions
wer e not exceptional.

The appell ants al so expressed the view that, insofar as
sequenceabl e DAF was avail abl e, cl oning DAF DNA as such
did not involve an inventive step. There was a
reasonabl e expectation that this could be achieved
successfully. In this respect, reference was nade to
decision T 386/94 (QJ EPO 1996, 658).

The argunents in witing and during oral proceedi ngs by
t he respondents, insofar as they are relevant to the

present decision, can be sumrari zed as foll ows:

Procedural issues:
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Docunents (D58) to (D62) should not be admitted into

t he appeal proceedings as being late-filed. If it was
decided to admt them the case had to be referred back
to the opposition division and the appellants had to
bear the costs thereof. This was because an attack on
inventive step based on these docunents represented a
change in the | egal and factual framework and was
therefore a fresh ground of opposition which could not
be admtted on appeal w thout the patent proprietors
consent (cf G 10/91, Q) EPO 1993, 420). They observed
al so that in any case docunent (D58) was not nore

rel evant than docunent (D3) already on file.

Lack of novelty and insufficiency of disclosure should
not be regarded as valid grounds of appeal, for the
reason that they were not substanti ated.

Article 56 EPC. inventive step

The respondents argued that both the provision of
purified, sequenceable DAF allow ng for a cloning
attenpt and the cloning of full-Iength DAF-encodi ng DNA
i nvol ved an inventive activity.

The DAF preparation of docunent (D3) was highly

contam nated with gl ycophorin and unsequenceabl e,
despite having already been treated with anti -

gl ycophorin anti bodi es. The contam nation of the
preparation of docunment (D3) would not have been
apparent to the ordinary person skilled in the art who
woul d only have had the teaching of docunent (D3) on
which to go. Unaware of its inmpurity, the skilled
person woul d have failed to obtain DAF sequence from

t he preparation of document (D3).
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No one succeeded in obtaining a DAF sequence fromthe
preparation of docunent (D58). In said docunent the
honogeneity of DAF as such was not docunent ed.

| ndeed, in succeeding, both the "Genentech/ New Yor k

Uni versity" team (below referred to as "the

Genent ech/ NYU teanm'; respondents' search team and the
"Case Western Reserve University/Washi ngton University"
(below referred to as "the OARU WJ teant, a conpetitor
search team made use of the antibody | A10 which was
not available to the public. Both teanms used said

anti body in inmmunopurification and found that unusual
and non-obvi ous elution conditions were required for
success. The prior art did not indicate a reasonable
expectation that success woul d be achi eved using

i mmunopurification. Still further, even after obtaining
purified, sequenceable DAF, the cloning efforts of both
teans invol ved inventive activity even once
sequenceabl e DAF had been obtained as the choi ce of
neither the probes nor the cDNA |ibraries was obvious.

The appel l ants requested that the decision under appeal
be set aside and the patent be revoked.

The respondents requested that the appeal be di sm ssed,
and, auxiliary, in the case where docunents (D58)

to (D62) would be admtted into the proceedings, that
the case be remtted to the first instance and the
costs be apportioned in their favour.

Reasons for the Deci sion

Adm ssibility of the appeal

0034.D
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The statenment setting out the grounds of appeal

i ncludes the |l egal and factual reasons why the decision
under appeal should be set aside with respect to at

| east one ground, nanely |lack of inventive step.
Therefore, even if it does not contain a full reasoning
wi th respect to each and every ground, neverthel ess
said statenment neets the m ni mum requirenent of

Article 108 EPC (see decision J 22/86, QJ EPO 1987

280, point 2 of the reasons).

As also the requirenents of Article 107 EPC and Rul e 64
EPC are nmet, the appeal is adm ssible.

Adm ssibility into the appeal proceedi ngs of docunents (D58)
to (D62)

0034.D

Fi ve additional docunents ((D58) to (D62)) were filed
together with the statenent of grounds. The respondents
are vehenently against their adm ssion into the
proceedings as, in their view, an attack based

t hereupon creates a new case. On the other hand, they
submt that docunment (D58) is no better than

docunent (D3) already on file.

Al t hough, in principle, an appeal should be essentially
based on facts and evi dence which were al ready
avai l able to the departnent of the first instance,
parties in their effort to make a full statenent of the
grounds why the revision of the contested decision is
requested often rely on additional evidence. Such

evi dence, especially when filed at the onset of the
appeal, is not necessarily defined as being "l ate-
filed". Mich depends on its prima facie rel evance, the
board bei ng enpowered essentially either (i) to
disregard it under Article 114(2) EPC or (ii), having
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admtted it, toremt the case to the departnent of
first instance under Article 111(1) EPC for further
prosecution, or (iii), having admtted it, to decide on
t he case.

In the present case, the board, exercising its

di scretion, decides to admt docunents (D58) to (D62)
into the appeal proceedings, and to adopt the option
(iii) for the follow ng reasons: (a) the said docunments
have been filed at the onset of the appeal essentially
for providing an additional support to the appeal; (b)
t he said docunents do not add any further elenents

whi ch coul d convince the board to adopt a different
position as regards inventive step when conpared to the
ones already on file.

The grounds of appeal other than |ack of inventive step

0034.D

The respondents have requested that the alleged | ack of
novelty and insufficiency of disclosure be disregarded
by the board as not having been substantiated in the
stat enent of grounds.

A nere reference to argunents nade during proceedi ngs
before the departnment of the first instance is per se
not sufficient for a valid statenment of grounds.
However, as stated above (cf point 1), in the present
case the statenent of grounds contains the appellants’
conpl ete case on the issue of inventive step. As
regards the remaining i ssues of novelty and sufficiency
of disclosure, the board, in view of the fact that the
appel lants failed to provide a full statenent of the
grounds why the contested decision is wong, sees no
reasons to deviate fromthe decision of the opposition
di vi si on.
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| nventive step

0034.D

The appel | ants have regarded docunents (D3) and (D58)
as being appropriate to represent the closest prior
art.

Docunment (D3) describes in a short passage (cf chapter
"Purification and characterization of DAF' on

page 1560) inter alia a nmethod for the purification of
t he decay-accelerating factor (DAF). The description is
brief. The nethod is said to be derived fromthe

Ni chol son-Weller et al. method as described in

docunent (D10), the nodified fractionation sequence
descri bed by said authors being used in the initial
phases of the isolation. Said phases are not detail ed.
They were followed by a treatnent with Sepharose beads
coupl ed to nonocl onal anti bodies to renove

contam nating C3b/ C4b receptor (CR1) and gl ycophorin A,
t he nonocl onal anti bodies to gl ycophorin used being
nerely defined as a "gift" of a scientist (cf chapter
"Reagents, and Proteins" on page 1559). The resulting
fraction was then subjected to additional

chr omat ogr aphy on DEAE- Sephacel, followed by nol ecul ar
sieving at high pressure |iquid chromatography (HPLC).
Sai d chromat ographi es are not detailed but it is
indicated that details in their respect will be

descri bed el sewhere. The recovered DAF preparation was
anal ysed by SDS- PAGE and silver staining, Wstern
blotting, and by radiol abeling followed by HPLC. On the
basis of said analysis, the authors concluded that they
had purified DAF to honbgeneity as evidenced by the
presence of a single band on radi oaut ographs of SDS-
PACE gel s.
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Docunent (D58) also provides a brief description of a
nmet hod for the purification of DAF (cf top of the left-
hand col unmm of page 2217). Said nethod was derived from
the Nicholson-Wller et al. nmethod as described in
docunent (D2). The nodifications to said nethod for

whi ch reference to a manuscript in preparation is nade
are only briefly described. A sentence which applies
not only to DAF but also to the conpl enent conponents
used in the study, wi th which docunent (D58)
principally deals, indicates that the purified proteins
wer e honogeneous on pol yacryl am de gel el ectrophoresis
in the presence of SDS as assessed by Coomassi e dye or
silver stain.

As evi denced above, docunents (D3) and (D58) are
essentially equivalent in their disclosure with respect
to the method for purifying DAF they each descri be.
Both claimto have achieved purification based on
honogeneous bands observed upon el ectrophoresis on

pol yacryl am de gels. Neither of them discloses any

am no aci d sequence dat a.

In the board's judgnent, docunent (D58) is no better

t han docunent (D3). Since this latter was cited in the
notice of opposition and was consi dered by the
appellants to represent the closest prior art at the
oral proceedi ngs before the opposition division, the
board takes it as the closest prior art.

The technical problemto be solved is regarded as the
provi sion of human DAF and variants thereof in purified
formin high amounts for the purpose of preparing
pharmaceuti cal conpositions. The solution proposed is a
nmet hod and nmeans for producing it by genetic

engi neeri ng.
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The question to be answered is whether it would have
been obvious for the person skilled in the art to try
to produce DAF by genetic engineering with a reasonable
expectation of success.

At the priority date (in May 1986) it was known t hat
DAF was present on the nenbrane of red cells and other
bl ood el enents in contact with the conpl enment system
ie platelets, neutrophils, nonocytes, B and

T lynphocytes (cf docunent (D16), page 76 and
docunent (D51), right-hand colum of page 1237).
Docunent (D30) contained the prelimnary (as being in
the formof an abstract) additional information that
menbr ane- associ at ed DAF anti gen had been identified
al so outside the vascul ar space and that sol ubl e DAF
had been detect ed.

The person skilled in the art, a person wth a
practical, pragmatic approach (cf T 1208/ 97 of

3 Novenber 2000) and with a caution attitude

(cf T 455/91, QJ EPO 1995, 684), based on the prior
art, would have considered that, although erythrocytes
were an appropriate source of DAF, this protein, being
a menbrane protein, could be extracted therefromonly
in too small quantities for envisaging its use in the
preparation of pharmaceutical conpositions at a | arger
scal e, and that extraction of DAF from erythrocyte
stromas m ght be associated with the risk of the DAF
preparati on being contam nated with CRL and/ or

gl ycophori n.

The person skilled in the art was al so aware of the
fact that for human proteins which one could not easily
obtain in purified formfroma natural source a
possi bl e alternative for obtaining higher quantities in
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a formdevoid of other contam nants was using the
genetic engi neering route.

Thus, the person skilled in the art woul d have

envi saged preparing DAF using the genetic engineering

route, well aware, however, of the fact that, although
devi sing on paper a theoretical experinental plan was

feasi ble, the actual achievenent of a result m ght not
be a matter of routine, nmuch dependi ng upon the

rel evant information already available in the art.

Prepari ng DAF by genetic engi neering techniques
required first of all the cloning of a DNA encodi ng
DAF. This required the availability of am no acid
sequence data reliable enough to allow the design of

ol i gonucl eoti de probes for screening eg a cDNA library
made froma cell/tissue source that contai ned DAF nmRNA

As regards the ami no acid sequence data, no information
what soever was avail able fromany of the prior art
docunents cited by the parties. This is confirmed inter
alia by the first declaration of Dr D M Lublin
(docunent A) who stated that "[He] was not aware of any
sequence information on DAF when [he] began [ his]
project” (cf point 8 of the declaration). Thus, an

i nportant piece of information was mssing in the art.
The skilled person knew that success in the project
much depended on the ability of acquiring such reliable
sequence data and that for this highly purified,
honbgeneous DAF was needed.

Docunent (D3) reported that DAF purified to honobgeneity
had been obtained. This was indeed a suitable starting
point for the skilled person who however woul d have

imedi ately realised, firstly, that the full details of
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the nodified nmethod described in (D3) were going to be
descri bed el sewhere; secondly, that the alleged
honogeneity was essentially based on the observation of
a single band on radi oaut ographs of SDS- PAGE gel s; and
thirdly, that the repetition of the experinental
protocols of (D3) presupposed the availability of

sui tabl e nonocl onal anti bodi es. Thus, when enbarking in
the repetition of the work described in (D3), the
skilled person was already faced with a nunber of
uncertainties.

The unavailability of a detailed protocol would have
forced the skilled person to | ook for further
references of the sane group of scientists in the
effort to conplete the information

Furthernore, the skilled person knew that the
observation of a single band on SDS- PACE gel s was not
necessarily indicative of a purity sufficient for
rendering a protein "sequenceable". As a matter of
fact, the whole of the evidence on file in the present
case shows that renoval of glycophorin was one of the
maj or factors inpeding the purification of DAF (cf eg
the declaration of Dr V. Nussenzweig (docunent (P9))
and the | ater docunment (P8)).

The appel lants' position in this respect is essentially
that the skilled person's expectation woul d have been
that the D3 material would have yi el ded DAF protein
sequence data (cf Dr R A Harrison's declaration
docunent (D59)) or that, even if some glycophorin

exi sted, this could have been renoved by standard
techni ques (cf declaration of Dr A. N chol son-Wel |l er
docunent (B)) or that, even in the presence of

gl ycophorin contam nati on, the DAF sequence could still
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have been deduced as the gl ycophorin sequence was known
(cf Dr R A Harrison's declaration, docunent (D59)).

However, in the board's judgenent, the absolute |ack of
any am no acid sequence information in the prior art
was a decisive elenment of uncertainty for the skilled
person, all the statenents about the likelihood to
obtai n useful sequence information based on the D3

mat erial being a matter of subjective interpretation.
As a matter of fact, the real breakthrough in DAF
purification and cloning by both the Genentech/ NYU t eam
and the OA\RU WU t eam was nade possi ble by the use of

i mmunoaffinity chromatography with the specific

nonocl onal antibody | A10 (cf documents (D6), (P4)

and (A)).

The appellants submtted that the person skilled in the
art would have regarded it as a normal approach to
prepare a sequenceabl e DAF preparation using an

i mmunochr omat ogr aphy i nvol ving the anti body |1 A10 which
was described in docunment (D16) or a related anti body.

As regards this argunment, it is noted that docunent
(D3) indicated to the skilled person the route of using
nmonocl onal anti bodi es agai nst the contam nants CR1 and
gl ycophorin, not against DAF per se. Such antibodies
were not inmmedi ately avail able either comrercially or
via a wde scientific network, and thus had to be
prepared. At any rate, the skilled person knew that the
preparation of suitable nonoclonal antibodies to be
used in an i mmunopurification process was per se not a
sinple matter of routine.

As for the possibility of using the particul ar
nonocl onal antibody | A10, it is observed that, although



- 18 - T 0950/ 99

this was described, together with two ot her nonocl onal
anti bodi es, in docunent (D16), this was in the context
of studying DAF distribution in the peripheral blood of
normal individuals and patients with paroxysna

noct urnal henogl obi nuria, not in the context of DAF
purification. Neither docunent (D16) nor any ot her
prior art docunent provided the skilled person with a
hi nt about the possible useful ness of the specific
nonocl onal antibody | A10 in an inmmunopurification of
DAF, not to nention the particular elution conditions
to be used. Moreover, apart fromall the difficulties
linked to the reproduction of the said antibody on the
basis of the description provided by docunment (D16),
there is also the question of the public availability
of such an anti body, which - as shown al so by

WO 86/ 07 062 (a docunent cited during the exam nation
procedure) - was proprietary, having been devel oped at
t he New York University by a team which included al so
Drs V. Nussenzweig and M E. Medof, named inventors in
the cited international patent application. The
appel l ants submtted that when | eaving the
Genentech/NYU team Dr M E. Medof took with himthe
anti body and, as a consequence, the anti body was nade
avai lable to at | east one nenber of the public, ie

Dr M E. Medof. However, this argunment cannot be

foll owed by the board: Dr M E. Medof, who becane
menber of a conpetitor teamat CARU WJ, cannot be
consi dered as a nmenber of the public who could freely
di stribute the said nonoclonal antibody. This is
confirmed al so by the decl aration of

Prof M L. Tykocinski (docunment (C)), a nenber of the
CWRU WJ team who stated "It was inportant that

mat erial and i nformation be kept confidential between
the two groups at CAWRU and WU, as [they] hoped to be
the first to clone DAF and publish those results before

0034.D Y A
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ot hers" (enphasis added by the board).

26. Thus, in the board's judgnment, the skilled person would
not have derived fromthe prior art relative to
al | egedl y honbgenous preparations of DAF any particul ar
expectations to obtain useful amno acid sequence data
whi ch woul d have lead in a straightforward manner to
t he design of oligonucleotide probes that would have
made easy the cloning of a DNA sequence encodi ng DAF.
Under the technical circunstances of the present case,
the skilled person woul d have rat her expected the task
not to be an easy one and to depend al so upon the
ability of devising and perform ng appropriate
nodi fications in existing theoretical protocols or even
of taking a different approach.

27. The conparison made by the appellants with the case of
T 386/94 (supra) is not appropriate as the technical
circunstances of that case were conpletely different
because the prior art had al ready discl osed rel evant
data for the cloning such as inter alia the prochynosin
MRNA and a DNA nol ecul e encodi ng 80% of prochynosi n.

28. I n conclusion, the board considers that, having regard
to the state of the art, the subject-matter of the
clains at issue, ie those nmuaintained by the opposition

division (cf section | above), was not obvious to the
person skilled in the art.

Or der

For these reasons it is decided that:

The appeal is dism ssed.
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The Regi strar: The Chai r man:

A. Wl i nski L. Galligani
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