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Summary of Facts and Submn ssions

1065.D

The appel | ant (opponent) | odged an appeal against the
deci sion of the Opposition Division on the rejection of
t he opposition agai nst the European patent

No. 0 607 223.

OQpposition was filed against the patent as a whol e
based on Article 100(a) EPC on the grounds of |ack of
novelty (Article 54 EPC) and | ack of inventive step
(Article 56 EPC).

The Qpposition Division held that the grounds for
opposition nentioned in Article 100(a) EPC did not
prejudi ce the mai ntenance of the patent unamended,
having regard to foll ow ng docunents:

Dl: FRA-2 419 804 (together with D1': GB-A-2 016 348
bei ng the corresponding British patent
appl i cati on)

D2: DE-A-3 928 859

D3: DE-U-8 801 248.4

D4: FR A-2 157 307.

The abstract of Docunment D5 (= FR-A-2 515 563) was
filed after expiry of the opposition period. The
Qpposition Division disregarded docunent D5 according

to Article 114(2) EPC arguing that docunent D5 did not
represent a relevant prior art.
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On 21 March 2002 the appellant filed docunent

D1'': US- A-4 184 249

bei ng the correspondi ng US patent docunent to
docunent DL1.

On 25 March 2002 the Appellant filed docunent

D6: DE-U-70 812 247.

Oral proceedi ngs before the Board of Appeal took place
on 9 April 2002.

(i) The appellant requested that the decision under
appeal be set aside and the patent revoked.

(ii) The respondent requested that the appeal be
di sm ssed and that the patent be maintained. In
case of admttance of the late filed docunents
D1'' and D6 the respondent requested remttal of
the case to the first instance and the inposition
on the appellant of the costs of attendance of the
oral proceedings.

| ndependent clains 1 and 6 of the patent in suit as
granted read as foll ows:

"1. Plastic handle for a cutting instrunment such as
scissors, conprising a first handl e end-receiving
portion (5) adapted for receiving therein a handl e end
of a cutting nenber and a second finger-receiving
portion (8) integrally formed with said first portion,
sai d second portion having an external periphera
surface (10) and an internal peripheral surface (11),
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said internal peripheral surface defining a finger

hole (9) for receiving one or nore fingers of the user,
characterised by further conprising an elastically
def or mabl e annul ar covering (15) applied around the
said internal peripheral surface (11) of the said
finger-receiving portion (8) so as to provide said
finger-receiving portion (8) with ergonomc
characteristics adaptable to any finger, independently
of the user being right- or left-handed, said annul ar
covering (15) having an inner peripheral surface (16)
for finger contact and an outer periphera

surface (17), one of said outer peripheral surface (17)
and said internal peripheral surface (11) of said
finger-receiving portion (8) having at |east one
projection, the other of said surfaces (11,17) being
shaped to cooperate in nmutual connecting relationship
with said projection so as to anchor the annul ar
covering (15) in place."

"6. Scissors conprising:

first and second cutting nmenbers (1,1'), each said
cutti ng nenber having a blade portion (2,2') and a
handl e end portion (3,3") and said first and second
cutting nenbers being pivoted together to permt

rel ati ve scissor novenents thereof about a point (2a)
bet ween sai d bl ade portions and said handl e end
portions, and

first and second plastic handles (4,4') respectively
nmounted on said handle end portions (3,3") of said
first and second cutting nenbers each of said

handl es (4;4') having a first handl e end-receiving
portion (5;5) adapted for receiving therein the handl e
end portion (3;3") of a corresponding one of said first
and second cutting nenbers and a second finger-
receiving portion (8;8) integrally forned with said



1065.D

- 4 - T 0960/ 99

first portion said second portion having an externa
peri pheral surface (10;10') and an internal peripheral
surface (11;11'), said internal peripheral surface
defining a finger hole (9;9") for receiving one or nore
fingers of the user, characterised by further
conprising an el astically defornmabl e annul ar covering
(15;15") applied around the said internal periphera
surface (11;11') of the said finger-receiving

portion (8;8 ) so as to provide said finger-receiving
portion (8;8 ) with ergonom c characteristics adaptable
to any finger, independently of the user being right-
or | eft-handed, said annular covering (15;15") having
an inner peripheral surface (16;16') for finger contact
and an outer peripheral surface (17;17'), one of said
outer peripheral surface (17;17') and said interna

peri pheral surface (11;11') of said finger-receiving
portion (8;8 ) having at |east one projection, the

ot her of said surfaces (11,17;11',17") being shaped to
cooperate in nutual connecting relationship with said
projection so as to anchor the annul ar

covering (15;15') in place."

The appel | ant argued essentially as foll ows:

Docunment D1'' disclosing scissors having a finger bow 4
made of resilient material is a novelty destroying
docunent for the subject-matter of clains 1 and 6. Each
structural feature of clains 1 and 6 is present in the
sci ssors of document D1''. Docunent D1'' show ng a

cl osed finger hole 21 in Figure 11 is nore rel evant

t han docunent D1 show ng an open finger hole 8 in

Fi gure 1.

Docunent D6 di sclosing scissors having elastically
deformable rings 11 and 12 being snap fitted into
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finger holes 3 and 4 is a novelty destroyi ng docunent
for the subject-matter of clains 1 and 6, or, at |east
renders the subject-matter of clains 1 and 6 obvi ous.

The respondent argued essentially as foll ows:

Docunent D1'' is not nore relevant than docunent D1
since it also fails to show an el astically deformabl e
annul ar covering providing the finger-receiving portion
W th ergonom c characteristics adaptable to any finger,
I ndependently of the user being right or |eft-handed,
sai d annul ar covering being anchored in place through
at | east one projection or indentation on its outer

peri pheral surface.

The rings 11 and 12 in docunment D6 being snap fitted
into the finger holes 3 and 4 are nmade of resilient
materi al. However, these rings are not designed so as
to provide the finger holes 3 and 4 with ergonom c
characteristics adaptable to any finger, independently
of the user being right or |eft-handed. Besides that,
the finger holes 3 and 4 do not have a projection on
their inner peripheral surface so as to anchor the
rings 11 and 12 in place. Therefore, docunent D6 cannot
be regarded as being a rel evant docunent to the
subject-matter of clains 1 and 6 of the patent in suit.

Reasons for the Deci sion

1065.D

The Board agrees with both parties that docunent D5
bei ng nentioned both in the international search report
and in colum one of the description of the patent in
suit forns part of the proceedings.
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Late fil ed docunents

The Board considers docunents D1'' and D6 to be

| ate-filed, since these docunents were submtted for
the first time after the time [imt set in the annex to
the invitation to the oral proceedings in the appea
proceedi ngs and since the citation of these docunents
IS not occasioned as a response to an anmendnent of the
clains of the patent in suit.

In accordance with Article 114(2) EPC the Board has a
di scretion to disregard facts or evidence which are not
submtted in due tinme by the parties concerned.

However, the Board should consider under Article 114(1)
EPC whet her docunents D1'' and D6 are of such rel evance
as to justify their adm ssion to the proceedings at a

| at e stage.

Docunent D1''

Docunent D1 already form ng part of the proceedings
descri bes scissors having an annul ar covering 4 nmade of
resilient material, said annular covering bei ng nounted
into a finger hole 8. It is true that the figures of
docunent D1 show an open finger hole 8, however, a
closed finger hole 8 is inplicitly disclosed in
docunment D1 since on page 2, line 4 of docunent D1 it
is mentioned that a forked formrepresents an
alternative formof such an eyelet (= closed) finger

hol e.

The Board, therefore, does not consider docunment D1'
to be nore rel evant than docunent D1.

Consequently, the Board takes the view that docunent
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D1'' should be disregarded under Article 114(2) EPC.

Docunent D6

The scissors of docunment D6 conprise the essentia
structural features of the subject-matter of clains 1
and 6 of the patent in suit needed to solve the problem
mentioned on colum 2, lines 37 to 41 of the patent in
suit.

There can thus be no doubt that the close technica

rel ati onship of the scissors known from docunent D6 to
the subject-matter of clains 1 and 6 of the patent in
suit raises new issues of patentability within the
terns of Article 100(a) EPC, which require a fresh
assessnent of the case.

Therefore, the Board having found docunent D6 rel evant
adm ts docunent D6 into the appeal proceedings.

Remttal to OQpposition Division

In deciding on this appeal, the Board may, in
accordance with Article 111(1) EPC, either exercise any
power within the conpetence of the Qpposition Division
(whi ch was responsible for the decision appeal ed) or
remt the case to that departnent for further
prosecution. It is thus at the Board' s discretion

whet her it exam nes and decides the case or remts the
case to the first instance.

It is established jurisprudence of the Boards of Appea
that any necessary fresh assessnent of a case shoul d
normal |y be carried out by the first instance

(cf. T 326/87, Q) EPO 1992, 522, point 2.2). This is
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especially so when, as in the present case, having
regard to the high degree of relevance of the | ate-
filed docunent D6, the naintenance of the patent in
suit would be at risk. In such a situation, further
exam nation shoul d be undertaken by the Qpposition
Division so as to afford the parties two | evel s of
jurisdiction, all the nore so when, as in the present
case, the Respondent has expressly asked for this.

4. Apportionnment of costs

In the present case the |ate subm ssion of the rel evant
docunent D6 necessitates remttal of the case to the
first instance. For this reason the oral proceedings in
t he Appeal were rendered superfluous in the overal
sense, and the responsibility for this should, as
expressed in costs, be borne wholly by the late-filing
party, ie by the appellant (cf. T 326/87, QJ EPO 1992,
522).

In the present case, no plausible reasons were given by
the appellant for the bel ated subm ssion of
docunent D6.

Therefore, the Board in exercising its discretion under
Article 104(1) EPC, for reasons of equity, orders the
appel l ant to pay the costs of one representative of the

respondent incurred in attending the oral proceedings
in the appeal.

Or der

For these reasons it is decided that:

1065.D Y A



-9 - T 0960/ 99

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

3. The appel |l ant shall bear the costs of one
representative of the respondent incurred in attending
the oral proceedings held before the Board on 9 Apri
2002.

The Regi strar: The Chai r man:

G Rauh A. Burkhart
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