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Summary of Facts and Submn ssions

0894.D

Thi s appeal, which was filed on 8 July 1999, lies

agai nst the decision of the Exam ning D vision dated

3 May 1999, refusing European patent application

No. 96 916 511.7 filed on 20 May 1996 as PCT/ US96/ 07277
in the nane of Hoechst Cel anese Corporation, and
publ i shed under No. 0 828 777 (WD 96/38491). The appea
fee was paid together with the Notice of Appeal and the
Statenent of Grounds of Appeal was filed on

10 Septenber 1999.

The deci si on under appeal was based on a set of seven
clains submtted with a letter dated 11 Septenber 1998.

Caiml read as foll ows:

"1l. An aromatic pol yester having recurring nononer
units derived fromterephthalic acid, 6-hydroxy-2-
napht hoi ¢ aci d, p-hydroxybenzoic acid, 4,4'-biphenol,
and resorcinol, wherein for every 100 nol es of said
recurring nononmer units in said polyester, said

pol yester contains 20-40 nol es p-hydroxybenzoi c acid
units, 10-40 nol es 6-hydroxy-2-naphthoic acid units,
15-30 noles terephthalic acid units, 5-20 noles

4, 4" - bi phenol units, and 5-20 noles resorcinol units.”

Clains 2 to 6 were dependent on Caim1l. |Independent
Caim7 related to an aromatic polyester as defined in
Caiml which is additionally characterised by its
glass transition tenperature, its inherent viscosity
and its nmelt viscosity.
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L1, The deci si on under appeal held that the subject-matter
of daiml1l was novel over the disclosures of

D1: JP-A-06001836 (as referred to in Chenica
Abstracts 120, 324490) and

D2: EP-A-0 450 932,

but that it [acked an inventive step over D2. In
particular, it was considered obvious to the skilled
person (i) to vary the anounts of conononers of the
pol yesters derived from 4- hydroxybenzoic acid (HBA),
6- hydr oxy- 2- napht hoic acid (HNA), terephthalic acid
(TA), 4,4 -dihydroxybi phenyl (BP) and

1, 4-di hydr oxybenzene (HQ = hydrochinon) and (ii) to
repl ace the HQ noieties by units derived froml1, 3-

di hydr oxybenzene (R = resorcinol).

Thi s concl usion was drawn on the basis (i) that R was a
conmon al ternative nononeric unit in preparing

ani sotropic aromati c pol yesters, as was known from
docunent s D1,

D3: EP-A-0 337 727 and

D4: EP-A-0 049 617,

and (ii) that no evidence was on file denonstrating any
unusual property being linked with said difference.

| V. Wth the Statenent of G ounds of Appeal the Appell ant
submtted an anended set of eight clains of a main
request; with its subm ssion dated 5 February 2002 it
filed seven clains of a first and eight clains of a
second auxiliary request; and at the oral proceedings

0894.D Y A
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hel d on 14 March 2002 it filed sets of each eight
clains of athird and fifth auxiliary request as well

as sets of each seven clains of a fourth, sixth and

seventh auxiliary request.

(i)

(i)

(ii-1)
(ii-2)
(ii-3)

Claim1l of the main request reads as foll ows:

"1. An anorphous aromati c pol yester having
recurring nononmer units derived from
terephthalic acid, 6-hydroxy-2-naphthoic acid,
p- hydr oxybenzoi c acid, 4,4'-biphenol, and
resorci nol wherein for every 100 noles of said
recurring nononer units in said polyester
contains 10-40 nol es p-hydroxybenzoic acid
units, 10-30 nol es 6-hydroxy-2-naphthoic acid
units, 20-30 noles terephthalic acid units, 5-20
nol es 4, 4' - bi phenol units, and 10-20 nol es
resorcinol units."”

The Cains 1 of the auxiliary requests
essentially differ fromthe sane claimof the
mai n request by the follow ng features:

First auxiliary request: by the additional
feature that "said pol yester has a gl ass
transition tenperature (Tg) in the range of 100-
122°C, as neasured by DSC'

Second auxiliary request: by the narrower range
of 10 to 20 noles of BP units.

Third auxiliary request: by the narrower range
of 20 to 40 noles of HBA units.
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Fourth auxiliary request: by the narrower range
of 20 to 40 noles of HBA units and by the
additional feature that "said pol yester has a
glass transition tenperature (Tg) in the range
of 100-120°C, as neasured by DSC

Fifth auxiliary request: by the narrower ranges
of 20 to 40 noles of HBA units and of 10 to 20
nol es of BP units.

Sixth auxiliary request: by the narrower ranges
of 20 to 40 noles of HBA units and of 10 to 20
nol es of BP units as well as by the additional
feature that "said polyester has a gl ass
transition tenperature (Tg) in the range of 100-
120°C, as neasured by DSC'

Seventh auxiliary request: by the narrower
ranges of 20 to 40 noles of HBA units and of 15
to 20 noles of BP units as well as by the
additional feature that "said polyester has a
glass transition tenperature (Tg) in the range
of 100-120°C, as neasured by DSC'

Apart fromthe respective Cains 1, the sets of
clains of each request conprise two i ndependent
use clainms which read as foll ows:

"Use of an anorphous pol yner according to any of
clains 1 to 5 (or 6) to formfilnms and fi bers
and for structural and optical applications.”

"Use of an anorphous pol yner according to any of
clains 1 to 5 (or 6) for transparent filns for
optical applications.”
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The remai nder of the clains of the requests are
dependent on the respective Cains 1.

The Appel |l ant essentially argued that the clained
subject-matter of all requests was restricted to
anor phous aronmati c pol yesters not having a nelting
poi nt .

(1) Inits opinion, DL neither anticipated nor
suggest ed anor phous pol yesters which are
processable at | ower tenperatures. The
Appel l ant's reworking of Exanple 1 (HBA/ TA/ BP/ R)
and Example 2 (HBA TA/HQ R) of D1 showed that
t hese copol yesters were crystalline and had high
nmelting points. The reference in D1, Exanple 8 to
a HBA/ HNA/ TA/ BP/ R copol yester, which conprised
the sane nononer units as according to the
cl ai med subject-matter, |acked an information as
to the nolar proportions of these units.

(ii) The HBA/ HNA/ TA/ BP/ HQ copol yesters of D2 were al so
crystalline. There was no suggestion in D2 that
by adjusting the nolar ratios of the various
units and by substituting R units for the HQ
uni ts anor phous copol yesters woul d be obt ai ned
having Tg's in the range of 100°C to 122°C.

(iii) Concerning the possible insertion of BP units
i nto the anorphous HBA/ HNA/ TA/ R copol yesters
accordi ng to docunent D4, which was identified in
the Board's comuni cation of 27 Novenber 2001 as
cl osest prior art, the Appellant argued that, in
view of the symmetrical, linear structure of BP,
the skilled person had expected that this neasure
woul d lead to crystalline copolyesters having
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hi gher Tg's.

In the Appellant's opinion, this conclusion was
supported by the crystallinity of the afore-

menti oned copol yesters of D1 and D2 as well as by
the crystallinity of the HBA/ HNA/ TA/ BP pol yesters
of docunent

D6: (US-A-4 473 682).

(iv) Moreover, it was not reasonable to assune that
the incorporation of BP units into the
copol yesters of docunent D4 was rendered obvi ous
by the possible use of such units in the simlar
copol yesters of docunent

D5: US-A-4 219 461

because D4 considered its HBA/ HNA/ TA/ R copol yesters as
an i nprovenent over the HBA/ HNA/ TA/ HQ copol yesters of
D5 and woul d not, therefore, have recourse to any

i nformation in D5.

The Appel |l ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of the clainms filed with the Statenent of G ounds of
Appeal (main request) or on the basis of the first or
second auxiliary request both filed with the subm ssion
dated 5 February 2002 or on the basis of the third,
fourth, fifth, sixth or seventh auxiliary request, al
submtted at the oral proceedings.
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Reasons for the Deci sion

1

0894.D

The appeal is adm ssible.

Amendnents (Article 123(2) EPC)

Mai n request, first and second auxiliary request

The Cains 1 of these requests conprise the feature
that for every 100 noles of recurring nononer units the
cl ai med pol yester contains 10 to 40 noles of HBA units.

The value of "10 noles" of the above range is, however,
neither disclosed in the original application in a
general way as limt of a range nor is there a specific
di scl osure of this value which would justify the
broadening of the originally specified range of 20 to
40 nmoles HBA units (cf. Claim2; page 2, lines 7 to 12)
to 10 to 40 noles HBA units.

The only basis for this anendnent coul d possibly be
found in Exanple VII (cf. page 4, Table 1) which

descri bes a HBA/ HNA/ TA/ BP/ R copol yester having the

nol ar proportions 10/30/30/20/10. However, in view of
the fact that the nolar anmounts of the TA (30) and BP
(20) units conprised by this copolyester are thensel ves
limt values of their repective nolar ranges the
conposition of this copol yester does not lend itself to
the generalisation of the anpbunt of its HBA content
which itself is an extrene value outside the originally
defined HBA range. By contrast, this value is closely
associated with the other nolar ratios of Exanple VII
(cf. T 201/83, QJ EPO 1984, 481).
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Therefore, the Cains 1 of the main, the first and the

second auxiliary request do not conply with the

requi renents of Article 123(2) EPC and these requests

are thus not all owabl e.

Claim1l,

(i)

(i)

(iii)

(iv)

third auxiliary request

The qualification "anorphous” of the clained
copol yesters is supported by the statenents on
page 1, lines 25 to 26 and page 2, lines 13 to
17 as well as by Exanples | to I X (Table 1 on
page 4), XV and XVI on page 5 of the original
speci fication.

The range of 20 to 40 noles of HBA is based on
original Caim 2.

The range of 10 to 30 noles HNA is based on the
range of 10 to 40 noles according to original
Claim2 in conbination with the value of 30

nol es according to the copol yesters of

Examples I, Il, VII, VIIIl and I X (cf. Table 1 on
page 4). The generalisation of the value of 30
i s possible because it is disclosed together

wi th various nolar proportions of the other
units, thus indicating that this value is not
closely associated with the conposition of just
a single copolyester.

The range of 20 to 30 noles TA is based on the
range of 15 to 30 noles according to original
Claim2 in conbination with Exanple | of

Table 1. Although the figure "20" appears only
inthis single exanple, this anmendnent does not
contravene the requirenents of Article 123(2)
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EPC because all nolar anpbunts of the other units
are fairly within the originally discl osed
ranges and because the lower limt of 15 noles
TA according to original Claim2 is apparently
associated with crystalline copol yesters which
are no longer within the clained scope (cf.
Exanples XIl and XIlIl of Table 1).

(v) The range of 5 to 20 noles BP is based on
original Caim 2.

(vi) The range of 10 to 20 noles R is based on the
range of 5 to 20 nol es according to original
Caim2 in conbination with the value of 10
nmol es according to Exanples | to VIl of Table 1
The generalisation of this value is possible for
t he reasons set out in sub-point (iii) supra.

(vii) Claiml of the third auxiliary request,
therefore, conplies with the requirenents of
Article 123(2) EPC

Caiml, fourth auxiliary request

In view of the above conclusion, this claimis also

al | owabl e under Article 123(2) EPC because it conprises
a conbination of the features of Claim1 of the third
auxiliary request with the range of glass transition
tenperatures according to original Caim?7.

Caiml, fifth auxiliary request
This claimonly differs fromCaim1 of the third

auxiliary request by the restriction of the BP range
from5 to 20 to 10 to 20 noles. This anendnent is not
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obj ecti onabl e under Article 123(2) EPC because the
value of 10 noles BP is supported by Exanples | and
VIIl of Table 1 which discloses this value in

conbi nation with varying anmounts (apart for the anount
of HNA) of the other repeating units.

Caiml, sixth auxiliary request

This claimis also allowable under Article 123(2) EPC
because it conprises a conbination of the features of
Caiml of the fifth auxiliary request wth the range
of glass transition tenperatures according to origina
Caim7.

Caiml1l, seventh auxiliary request

This claimis only different fromCaim1 of the sixth
auxi liary request by the anendnent of the range of BP
units to 15 to 20 noles. This range is based on the
range of 5 to 20 noles according to original Caim?2 in
conmbi nation with the value of 15 noles according to
Exanples Il, 11l and IV of Table 1 which disclose

copol yesters havi ng varyi ng anounts of the other units
(apart fromthe R units). The generalisation of this
value is thus possible for the reasons set out in

point 2.2 (iii) supra.

The use clains of all requests (cf. Section IV (iii)
supra) are based on the statenments on page 2, lines 25
to 28 of the original specification.

The dependent clains of all requests are fairly based
on the original specification, in particular on
original ains 3, 4, 5, 6 and/or 7.
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The sets of Clains of the auxiliary requests Il to VII
therefore all conply with the requirenents of
Article 123(2) EPC

State of the art

Docunment D1 (English translation provided by the
Appel I ant during the appeal procedure)

Thi s docunent discloses the preparation of noul dabl e,
I npact resistant and heat resistant copol yesters
conprising 5 to 95 nol % noi eties from HBA and/ or HNA,
2.5t0 47.5 nol % R noieties, and 2.5 to 47.5 nol %
aromati ¢ di carboxylic acid noieties.

Exanpl e 1 describes the pol ycondensati on of 70 nol es
HBA, 5 noles BP, 10.9 noles R and 15 noles TA

Exanple 8 relates to polyesters conprising units from
HBA, HNA, TA, BP and R but does not specify any nol ar
proportions.

Docunent D2

Caim1 of this docunent relates to a nelt-processable
pol yester capable of form ng an anisotropic nelt phase
at a tenperature bel ow 375EC whi ch exhi bits a heat

defl ection tenperature of at |east 250EC consisting
essentially of 1.4 to 10 nole percent of HNA noieties
I, 50 to 70 nole percent of HBA noieties Il, 10 to 24.3
nol e percent of TA noieties IIl, 1 to 12.15 nole
percent of HQ noieties IV, and 5 to 23.3 nol e percent
of BP noieties V, with the provisos that the nol ar
concentration of noiety IIl is substantially the sane
as the total nolar concentration of noieties IV and V,
and that the nolar concentration of noiety |V does not
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exceed that of noiety V.

3.3 Docunent D3

Caim1l of this docunent relates to crystalline

pol yester resins exhibiting optical anisotropy in the
nolten state which conprise 35 to 90 nol % of HBA units
I, 0.5 to 20 mol % of HNA units Il, 0.5 to 45 nol % of R
units Ill1, 0.5 to 45 nol % of HQunits IV and 0.5 to 45
nol % of TA or | A (isophthalic acid) units V.

3.4 Docunent D4

Caiml of this docunent relates to a nelt processable
whol Iy aromati c pol yester capable of form ng an

ani sotropic nelt phase at a tenperature bel ow 350°C
consi sting essentially of 5 to 60 nole percent of
recurring HNA noieties I, 5 to 70 nole percent of HBA
noieties Il, 10 to 45 nole percent of TA noieties III,
and 10 to 45 nole percent of R noieties IV.

Caim5 indicates nolar proportions of the nvieties
/11711171 of approxi mately 15-25/25-35/20-30/20- 30.

The Exanpl e (page 12, line 23 to page 14, line 8)
descri bes a HNA/ HBA/ TA/ R pol yester having the nol ar
proportions 20/ 30/25/25 which exhibits a "strong gl ass
transition inflection at approximately 123°C' and has
no detectable nelting point (page 13, lines 30 to 33).
The correspondi ng conparative pol yester wherein the R
units were replaced by HQ units exhibits a Tg of 90°C
and a nelting tenperature of 305°C (cf. page 14,

lines 6 to 23).

According to page 8, lines 8 to 16, in addition to the

0894.D Y A
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four essential noieties, mnor anobunts ("e.g., |ess
than 10 nole percent") of other ester-form ng noieties,
conprising e.g. "dioxy units", may be included in the
pol yester "so |long as such other npieties do not
adversely influence the desired optically aniosotropic
nelt phase ... and do not raise the nelting point of
the resulting pol yner above that specified.”

Docunent D5

Caiml of this docunent relates to a nelt processable
whol |y aromati c pol yester capable of form ng an

ani sotropic nelt phase at a tenperature bel ow

approxi mately 320°C consisting essentially of
approximately 20 to 40 nol e percent of recurring HNA
noieties I, 10 to 50 nole percent of HBA noieties II,
nore than 5 up to about 30 nole percent of symetrica
di oxy aryl noieties [-OAr-O] Ill, and nore than 5 up
to about 30 nole percent of symetrical dicarboxy aryl
noi eties [-COAr'-CO] IV

Caim5 indicates nolar proportions of the nvieties
[/11/111/1V of approxi mately 20-30/25-40/ 15- 25/ 15- 25.

According to colum 6, lines 57 to 66, in addition to
the four essential noieties, mnor anbunts ("e.g., up
to about 10 nole percent”) of other ester-formng

noi eties, conprising e.g. "dioxy units", may be

i ncluded in the polyester "so | ong as such ot her

noi eti es do not adversely influence the desired

ani sotropic nelt phase ... and do not raise the nelting
poi nt of the resulting polyner above that specified.

Docunent D6
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Claim1 of this docunent relates to a nelt processable
pol yester capable of form ng an anisotropic nelt phase
at a tenperature of bel ow approxi mately 400°C

consi sting essentially of approximately 3 to 10 nole

percent of recurring HNA noieties |, 20 to 70 nole
percent of HBA noieties Il, 7.5 to 38.5 nole percent of
BP noieties Ill, and 7.5 to 38.5 nole percent of HQ

nmoi eties |V.

Novel ty, auxiliary requests Ill to VII

The subject-matter of all these requests is novel
because none of the available citations discloses a
pol yester neeting all of the respective conpositional
requirenents.

Cl osest prior art, auxiliary request IIl to VII

Docunent D4 represents the nearest state of the art
because its Claimb5 discloses anorphous copol yesters
havi ng the four repeating units HBA, HNA, TA and R in
common with the clainmed copol yesters, the nol ar
proportions of three of which (HBA, HNA, TA) are within
the respectively clainmed ranges, while the nolar range
of 20 to 30 of the fourth unit (R) overlaps at its
lower Iimt the range of 10 to 20 according to the
Clains 1 of auxiliary requests Il to VII.

Mor eover, D4 conprises the teaching that |ess than 10
nol e percent of further units, including "dioxy units"”
may be incorporated. It is apparent that the presence
of such units would be at the expense of the nolar
anount of the obligatory "dioxy unit" R because the
total anmount of the "dioxy units" nmust nmatch the nol ar
amount of the "dicarboxy unit" TA. Thereby the existing
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overl|lap of the nolar anmount of the R units according to
D4 and according to the clained invention would be
enhanced.

Probl em and solution, auxiliary requests IIl to VII

According to page 2, lines 13 to 17 and 27 to 28 of the
original specification the problem subjectively
underlying the respectively clainmed subject-matters
resides in the provision of anorphous copol yesters
exhibiting a glass transition tenperature Tg "in the
approxi mate range of 100-120°C' [enphasis by the Board]
whi ch copol yesters are inter alia suitable for the
preparation of transparent filns for optica
applications.

In view of the fact that D4 already discl oses very
sim | ar anorphous copol yesters whose Tg of

"approxi mately 123°C' (cf. page 13, lines 30 to 33 of
D4) is in the approxi mate range of 100 to 120°C the
probl em whi ch objectively exists vis-a-vis this
docunent can only be seen in the provision of further
sim | ar anorphous copol yesters.

This problemis to be solved by the incorporation of BP
units in certain amounts (auxiliary requests Il and
IV: 5to 20 noles; auxiliary requests V and VI: 10 to
20 noles; auxiliary request VII: 15 to 20 noles).

On the basis of the avail able evidence (cf. pages 4 and
5 of the original specification: Table 1, Exanples I to
| X, Exanples XV and XVI) the Board is satisfied that by
this neasure the objectively existing technical problem
as set out in point 6.2 supra has effectively been

sol ved.
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Qbvi ousness

Auxiliary requests Ill and V

This issue turns on the question whether, for the
skill ed person | ooking for a solution of the

obj ectively existing technical problem there was any
clue in the prior art towards the subject-nmatter of
these Clains 1, in particular for the incorporation of
5 to 20 and 10 to 20 noles, respectively, of BP units
into the copolyesters according to Claimb5 of D4.

In the Board's judgnent, this neasure is obvious
because by the suggestion in D4 (page 8, lines 8 to 16)
of the possible presence of further ester-formng

noi eties, including "dioxy units”, in an anount of

"e.g. less than 10 nole percent"” the skilled person is
incited to investigate the suitability of variations of
t he copol yester conpositions according to daim5 of D4
by incorporating other conmononer units which are comon
inthis art in anbunts which are covered by this
statenent. In this respect an anount of 10 nol e percent
of further "dioxy units" units is considered by the
skilled person to be within the neaning of "e.g. |ess
than 10 nole percent". Wilst formally the value of 10
I s beyond that definition, a conclusion concerning the
i ssue of inventive step that is applicable to an anmount
whi ch is sonewhat |ess than 10 nol e percent nust al so
apply to an anount of precisely 10 nol e percent.

That BP units belong to the kind of repeating units
which are common in this art is apparent fromthe
reference in Exanple 8 of docunent D1 (cf. page 19,
item [0059] of the translation) which discloses

copol yesters conprising the sane five units which are
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used according to the clainmed invention, BP units
i ncl usi ve.

Simlarly, docunent D5 discloses that BP units bel ong
to the class of "dioxy aryl units" which are normally
consi dered by the person skilled in this art (cf.
Caim?7, third fornmula in conbination with colum 6,
lines 56 to 66). The fact that the copolyesters of D4
are to sone extent considered an inprovenent over those
of D5 (cf. D4, page 14, lines 9 to 23) does not affect
the aspect of the disclosure of D5 concerning the
availability of such "dioxy aryl units" to one skilled
in the art.

The obvi ousness conclusion drawn in point 7.1.1 supra
is not invalidated by the fact that D4 contains the
proviso that "other noieties do not adversely influence
the desired optically anisotropic nelt phase ... and do
not raise the nelting point ... above that specified"
(cf. point 3.4 supra) because the skilled person had no
reason to assune that the incorporation of 5 noles
(auxiliary request I11) or 10 noles (auxiliary request
V) of BP units would (necessarily) inpair the rel evant
properties of the copolyesters of D4 including its

anor phous char acter.

This is evident fromthe fact that the HBA/ HNA TA/ HQ
(rmol ar ratios: 30/20/25/25) copol yester of Conparative
Exanpl e of D4, in which the asymmetrical R units of the
correspondi ng "i nventive" Exanple had been repl aced by
symmetrical "dioxy units" HQ exhibits a nelting
tenperature (305°C. page 14, line 21) which is simlar
to that of the "inventive" copolyester ("slightly in
excess of 300°C': page 14, lines 6 to 8), preserve the
ani sotropic nelting characteristics and even exhibit a
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| ower Tg of 90°C, as conpared with the Tg of about
123°C of the "inventive" copol yester (page 14, line 19
to 21 vs. page 13, lines 30 to 32).

It therefore appears that the skilled person, in spite
of its awareness of the common general know edge that
symmetrical, para-substituted units, |ike BP noieties,
tend to foster crystallinity, is not prohibited by the
afore-nentioned warning in D4 to investigate the
feasibility of copolyesters according to Caim5 of D4
whi ch conprise | ow anobunts (up to 10 nol e percent) of
BP units.

Nor woul d the skilled person be di scouraged by the

evi dence adduced by the Appellant to investigate the
suitability of the introduction of BP units into the
HBA/ HNA/ TA/ R copol yesters of D4 whil st conserving their
anor phous structure, because the copol yesters of al

the exanples of D1, D2 and D6 to which the Appell ant
poi nted conprise high anbunts of linear, symetrica
units |like HBA, TA, BP and/or HQ units and relatively
low, if any, anounts of non-symmetrical R or crank-
shaft structured HNA units:

- D1, Exanples 1 (HBA/ TA/BP/R) and 2
(HBA/ TAV RV HQ : 70/ 65 HBA, no HNA, 15/17.5 TA,
5/0 BP, 0/5.6 HQ 10.9/13.0 R

- D2, Exanple 1 (HBA/ HNA/ TA/ BP/ HQY and Conparative
Exanmpl e (HBA/ HNA/ TA/ BP): 61/61 HBA, 2.5/2.5 HNA,
16.25/18.25 BP, 2/0 R

- D6, Exanples 1 to 25 (HBA/ HNA/ TA/ BP): 45
(Exanple 11) to 70 HBA (Exanple 16), 3
(Exanples 24, 25) to 10 (Exanple 1) HNA 12.5
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(Exanple 16) to 25 (Exanple 11) TA, 12.5
(Exanple 16) to 25 (Exanple 11) BP

The fact that all these copolyesters are crystalline
and exhibit relatively high softening tenperatures only
confirnms the expectation the skilled person may derive
fromits common general know edge as reflected in D1
(page 5, item[0003]), nanely that copol yesters from
HBA, TA and HQ exhi bit hi gh softening tenperatures and
poor formability, i.e. properties which are typical for
the crystalline structures energing fromthe strict
symmetry and linearity of these units. The sane

di sadvant ageous nelt processing properties are of
course to be expected fromthe copolyesters referred to
above which are predom nantly constituted by such
symmetrical and linear units.

Auxiliary requests IV and VI

The Cains 1 of these requests are different fromthe
corresponding clains of auxiliary requests IIl and V,
respectively, by the additional feature that "said
pol yester has a glass transition tenperature (Tg) in
t he range of 100-120°C, as neasured by DSC'

Since the glass transition tenperature is a direct
consequence of the nolar proportions of the repeating
units, it does not contribute an elenment which is

i ndependent fromthe structural conposition of the
copol yesters. Nor is the avail able evidence able to
denonstrate a critical inportance of the limting

val ues of the specified range of 100 to 120°C.

It follows that the concl usions of obviousness drawn
above wth respect to auxiliary requess IlIl and V al so
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apply to auxiliary requests IV and VI.

Auxiliary request VII

Caim1l

In the Board's judgnent, the restriction of the nolar
amounts of the BP units to the range of from15 to 20
nol e percents renders the subject-matter of Claim1 of

this request non-obvi ous.

Whi | st, as discussed with respect to the auxiliary

requests Il to VI, docunent D4 suggests the
i ntroduction into its HBA/ HNA/ TA/ R copol yesters of
"dioxy units"” like BP units in anpbunts up to 10 nol e

percent, it does not consider the use of much higher
amounts. It nust be concluded fromthe statenment on
page 8, lines 8 to 16 which sets an upper |imt for
such units of about 10 nole percent and warns agai nst
adverse influences of inappropriate units in

I nappropriate anmounts that nolar anmounts far in excess
of 10 percent would inpair the properties of the

copol yesters. This danger is, of course, greater if
units are incorporated which are structurally stiff and
linear |i ke BP which, on the basis of conmobn genera
know edge, nust be expected to foster crystallinity,
raise the nelting tenperature and inpair the nelt
processability.

The overall teaching of D4, thus, mlitates against the
I ncorporation of BP units into the HBA/ HNA/ TA/ R

copol yesters in amounts which are far above the

di scl osed upper |imt of about 10 nole percent. A | ower
limt of the anmount of BP of 15 nol e percent which
exceeds the 10 nole percent Iimt of D4 by 50%is
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i ndeed considered to be far above this limt.

The subject-matter of Claim1 of auxiliary request VII
therefore conplies with the requirenents of Article 56
EPC

7.3.2 The subject-matter of dependent Clains 2 to 5 and of
the use Clains 6 and 7 conprises all features of
Caim1 and the conclusion of non-obviousness therefore
applies also to these clains.

8. In the Board's judgnent, the clains of auxiliary

request VIl also neet the further requirenents of the
EPC, in particular those of Article 84 EPC

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the clains
submtted as seventh auxiliary request at the ora
proceedi ngs and after any necessary consequentia
anmendnent of the description.

The Regi strar The Chai r man:

0894.D Y A
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