BESCHWERDEKAMMVERN  BOARDS OF APPEAL OF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [X] To Chairnen

DECI SI ON
of 14 Decenber 2000

Case Nunber: T 0989/99 - 3.3.3
Appl i cati on Nunber: 90105337. 1
Publ i cati on Nunber: 0389948

| PC: C08G 63/ 183

Language of the proceedi ngs: EN

Title of invention:
Process for the preparation of polyethyl ene terephthal ate

Appl i cant:
M TSU CHEM CALS, | NC.

Opponent :

Headwor d:

Rel evant | egal provisions:
EPC R 86(3)

Keywor d:
"Principles for exercise of discretion under Rule 86(3) EPC'

Deci si ons cited:
G 0007/94, T 0171/85, T 0063/86, T 0166/86, T 0313/ 86,
T 0182/88, T 0640/91, T 1050/93, T 0863/96

Cat chword

EPA Form 3030 10.93



9

Européisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0989/99 -

3.3.3

DECI SI ON

of the Technical Board of Appeal 3.3.3

Appel | ant :

Repr esent ati ve:

Deci si on under appeal :

Conposition of the Board:

Chai r man: C. Gérardin
Menmber s: C. ldez
A. Lindqgvi st

of 14 Decenber 2000

M TSU CHEM CALS, | NC.
2-5, Kasum gaseki 3-chone
Chi yoda- ku

Tokyo 100 (JIP)

Hansen, Bernd, Dr. Dipl.-Chem
Hof fmann Eitle

Pat ent - und Rechtsanwal te
Postfach 81 04 20

D- 81904 Minchen (DE)

Deci si on of the Examining Division of the
European Patent O fice posted 20 April 1999
ref usi ng European patent application

No. 90 105 337.1 pursuant to Article 97(1) EPC



-1 - T 0989/ 99

Summary of Facts and Subm ssi ons
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Eur opean patent application No. 90 105 337.1 was filed
on 21 March 1990 in the nanme of Mtsui Petrochem cal

| ndustries Ltd, claimng priority fromeight earlier
pat ent applications in Japan. The application was
publ i shed under No. 0 389 948 on the 3 Cctober 1990.

At the oral proceedings held on 11 Novenber 1997

(cf. Mnutes of Oral Proceedings issued on 28 January
1998), the Exami ning Division decided that the main
request as well auxiliary requests 1 to 3 submitted by
the Applicant during the hearing were not allowable
under Article 84 EPC, but that no objection arose
concerning auxiliary request 4; consequently the
Applicant was invited to bring the description into
line with the fourth auxiliary request. It also
informed the Applicant of its intention to issue a
comuni cati on under Rule 51(4) EPC on that basis. It
further decided that it would not allow any further
amendnents to the clains (Rule 86(3)EPC) and that, in
case the Applicant would not be prepared to accept the
grant of a patent on the basis of the fourth auxiliary
request, the application would be refused according to
Rul e 51(5) EPC.

Claim1 of the fourth auxiliary request read as
fol |l ows:

"A process for preparing polyethyl ene
terephthal ate conprising the foll ow ng steps:

i. esterifying terephthalic acid or its ester-
form ng derivative with ethylene glycol or its
ester-formng derivative;
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ii. liquid phase pol ycondensing the
esterification product by heating said product
to melt in the presence of a polycondensation
catal yst, selected from gernmani um antinony or
titani um conpounds;

iii. optionally noulding the polyethyl ene
terepht hal ate thus obtained into the form of
granul es having an average dianeter of 2 to 5
mm or pre-crystallising it by heating to a
tenperature | ower than that of the subsequent
sol id phase pol ycondensati on step;

iv. preparing a polyethylene terephthal ate

- having an intrinsic viscosity of at |east
0.54 dl /g whereby the intrinsic viscosity is
determ ned at 25°C by neasuring the viscosity
of a solution of polyethylene terephthalate in
o- chl or ophenol

- having a density of nmore than 1.38 g/cnf, and
-containing |less than 0.45% by wei ght of a
cyclic trimer of the formula

%OOC@COOC HyC HZ}}
3

in a solid phase pol ycondensati on step wherein
the product of step ii) or iii) is heated in an
inert atnosphere to a tenperature bel ow the

mel ting point of said product; and,

V. subsequently, w thout any internedi ate step,
bringing the product of the solid phase
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pol ycondensation for a period of 5 mn to 10
hours into contact with hot water having a
tenperature of between 40°C and 110°C , or
passi ng through the particul ate product for a
period from5 mn to 14 days water vapour,

wat er vapour containing gas or water vapour
containing air kept at a tenperature of between
40°C and 150°C in an anobunt of at least 0,5 g
in ternms of water vapour per 1 kg of said
particul at e pol yet hyl ene terephthal ate.”

Wth its letter of 8 June 1998 the Applicant submtted
an adapted description and a fair copy of Claiml, said
to substantially correspond to Claim1l1 of the fourth
auxiliary request submtted at the oral proceedings,

but in fact differing in the follow ng respects:

- t he amount of cyclic trinmer had been changed from
"less to 0.45% by weight"” to "less than 0.50% by
wei ght", and

- the phrase "without any internediate step " had
been deleted in step v..

In its communication under Rule 51(4) EPC of

9 Septenber 1998 the Exam ning Division infornmed the
Applicant of its intention to grant a patent on the
basis of Claim1l1l of the fourth auxiliary request as
submitted during the oral proceedings of 11 Novenber
1997. In an annex to this comunication it was stated
that the anendnments in Claim1 filed with letter of

8 June 1998 could not be accepted on the grounds that
the Exam ning Division felt bound by its decision
announced at the end of the oral proceedings of not to
all ow any further anmendnents of the clains (Rule 86(3)
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EPC) .

V. In response to the conmuni cation under Rule 51(4) EPC
the Applicant indicated by its letter of 14 January
1999 that it was not prepared to accept the grant on
the basis of auxiliary request 4 and invited the
Exam ning Division to reconsider its position and to
accept the mnor amendnents in Caim1l.

VI . In a comuni cation issued on 4 February 1999 the
Exam ning Division referred again to its decision
announced at the end of the oral proceedings and
mai ntained its position not to all ow these anendnents
on the grounds already nentioned in the annex of the
conmuni cati on under Rule 51(4)EPC

VI, By its letter of 9 April 1999 the Applicant indicated
that he did not accept the grant of the patent in the
text proposed by the Examining Division inits
comuni cation under Rule 51(4) EPC of 9 Septenber 1998.

VIII. On 20 April 1999 the Exam ning D vision refused the
application in accordance with Article 97(1) and
Rul e 51(5) EPC on the ground that there was no text to
serve as a basis for the grant of a European patent
(Article 113(2) EPC).

I X. On 26 April 1999 an appeal was | odged by the Appell ant
(Applicant) against this decision with sinultaneous
paynent of the prescribed fees.

X. The Statenent of G ounds of Appeal was filed on
20 August 1999 and a new mai n request based on one
claimas well as three auxiliary requests were annexed
to this statenent.

3179.D Y A
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Claim 1l of the main request reads as foll ows:

"A process for preparing polyethyl ene
terepht hal ate conprising the foll ow ng steps:

i. esterifying terephthalic acid or its ester-
formng derivative with ethylene glycol or its
ester-formng derivative;

ii. liquid phase pol ycondensing the
esterification product by heating said product
to melt in the presence of a polycondensation
catal yst, selected from gernmani um antinony or
titani um conpounds;

iii. optionally noulding the polyethyl ene
terepht hal ate thus obtained into the form of
granules to prepare a particul ate pol yet hyl ene
t erepht hal ate having an average di aneter of 2
to 5 nm

iv. optionally pre-crystallising the
particul ate pol yethyl ene terephthal ate obtai ned
in step iii. by heating to a tenperature |ower
than that of the subsequent solid phase

pol ycondensati on st ep;

v. preparing a polyethylene terephthal ate

- having an intrinsic viscosity of at |east
0.54 dl /g whereby the intrinsic viscosity is
determ ned at 25°C by measuring the viscosity
of a solution of polyethylene terephthalate in
o- chl or ophenol

- having a density of nmore than 1.38 g/cnf, and
- containing |less than 0.50% by wei ght of a
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cyclic trinmer of the formula

%OOC@COOC HyC HZ}}
3

in a solid phase pol ycondensati on step wherein
t he product of the step ii), iii) or iv) is
heated in an inert atnosphere to a tenperature
bel ow the nelting point of said product; and,

Vvi. subsequently bringing the product of the
solid phase pol ycondensation for a period of 5
mn to 10 hours into contact with hot water
having a tenperature of between 40°C and 110°C,
or passing through the particul ate product for
a period from5 mn to 14 days water vapour,
wat er vapour containing gas or water vapour
containing air kept at a tenperature of between
40°C and 150°C in an amount of at least 0,5 g
in ternms of water vapour per 1 kg of said
particul ate pol yet hyl ene terephthal ate.”

The argunents of the Appellant in the Statenent of
Grounds of Appeal may be sunmarized as foll ows:

The essential points at issue were the
allowability of the follow ng m nor amendnents,
i.e.

t he change of the ampbunt of cyclic trinmer from
"l ess than 0.45% by weight" to "l ess than
0. 50% by wei ght", and
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- the deletion of the term"w thout any
i nternedi ate step”.

(ii) These mnor amendnents did not require a
reopeni ng of substantive exam nation, so that
t hey woul d not delay the issuing of the decision
of granting a patent.

(ti1) Wien applying Rule 86(3) EPC, the Exam ning
Di vi si on shoul d have taken into account the
conditions limting the extent of its discretion,
as set out in several decisions of the boards of
appeal .

X, The Appellant requested that the decision of the
Exam ning D vision be set aside, and that the
allowability of Claim1l of the main request or,
alternatively, of any of the auxiliary requests as
submtted with the Statenment of G ounds to Appeal be
acknow edged and the case remtted to the Exam ning
Division with the order to grant a patent on that
basis. As a further auxiliary request the Appell ant
requested oral proceedings.

Reasons for the Decision

1. The appeal is adm ssible.
2. Procedural matter
2.1 The adm ssibility of amendnents after reply to the

first conmunication fromthe Examning Division is
governed by Rule 86(3) EPC

3179.D Y A



2.2

2.3

3179.D

- 8 - T 0989/ 99

"After receipt of the first comrunication fromthe
Exam ning Division the applicant may, of his own
volition, anend once the description, clains and
draw ngs provided the anmendnent is filed at the sane
time as the reply to the comuni cation. No further
amendnent may be made w thout the consent of the
Exam ning Division."

Al though at first sight the |ast sentence woul d appear
to give entire freedomto the Examning Division to
exercise its discretion, in practice the extent of that
di scretion has been defined by several decisions of the
boards of appeal .

(1) There is no discretion in the obligation to admt
amendnment s whi ch renove deficiencies constituting
viol ations of the EPC (cf. T 171/85 published in
Q) EPO 1987, 160).

(it) In all the other cases the Ofice's interest in a
speedy conpl etion of the proceedi ngs nust be
bal anced with the interests of the Applicant in
the grant of a patent with the amended cl ai ns
(cf. T 166/86, QJ EPO 1987, 372).

(iii1) When exercising a discretion, whether for or
agai nst a particular party, the reasons for the
exerci se of that discretion should be given
(cf. T 182/88 published in QI EPO 1990, 287).

There is no evidence in the decision under appeal that
t hese factors have been considered. It al so appears
from paragraph 5 of the mnutes of the oral proceedings
t hat no reason has been given by the Exam ni ng

Di vi sion, when exercising its discretion, for not
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allowi ng further anmendnents of the clains.

Thus, in these circunstances, the Board considers that
it should interfere with the decision of the Exam ning
Division by setting it aside and should itself decide
t he question of discretion which has been raised. It
follows that the acceptance of the anended claim
depends on the consent of the Board acting within the
conpetence of the Exam ning Division (Article 111(1)
EPC) .

By doing, the Board should not review all the facts and
circunstances of the case as if it were in the place of
t he departnent of first instance, in order to decide
whet her or not it would have exercised its discretion
in the sane way as that departnent. The Board shoul d
only overrule the way in which the first-instance
departnment had exercised its discretion if it canme to

t he conclusion either that the departnment has not
exercised its discretion in accordance with the proper
principles as set out above, or that it had done so in
an unreasonabl e way, and has thus exceeded the proper
[imts of its discretion (cf. G 7/94, QI EPO 1994, 775;
T 640/91, QJ EPO 1994, 918).

A particul ar aspect to consider in the present appeal
is that , as will appear when di scussing the wording of
the single claimaccording to the nmain request, this

cl ai m does not correspond exactly to Caim21 underlying
t he deci sion under appeal (e.g. Caim1l according to
auxiliary request 4), but conprises further m nor
anmendnents. As noted in T 63/86 (QJ EPO 1988, 224) it

m ght be appropriate for the board to exercise the

di scretion of the Exam ning Division under Rule 86(3)
EPC.
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Mai n request

Wth respect to Claim1l proposed for grant by the

Exam ning Division in its conmmunication of 9 Septenber
1998, the claimon file differs by (a) the insertion in
step iii. of the wording "to prepare a particul ate

pol yet hyl ene terepht hal ate" between "granul es” and
"having an average dianmeter of 2 to 5 nm, (b) the
indication in an optional step iv. that the pre-
crystallising is performed with the particul ate

pol yet hyl ene terephthal ate obtained in step iii., (c)

t he change of the anobunt of cyclic trimer from 0.45% by
wei ght to 0.50% by weight in step iv. now renunbered as
step v., and (d) the deletion of the wording "wthout
any internmedi ate step” in step v. now renunbered as
step vi..

Amendnents (a) and (b) are respectively supported by
lines 1 to 7 and by lines 10 to 14 of page 17 of the
description as originally filed.

The support for anendnent (c) is to be found on
lines 14 to 18 on page 18 of the description as
originally filed.

In the application as originally filed there is no
basis for the feature that no internediate step shoul d
be carried out between the pol ycondensati on step and
the treatnment of the product of the solid phase

pol ycondensation with hot water or water vapour. On the
contrary, the presence of the wording "conprises"” in
original CQaim4 clearly indicates that additional
steps are not excluded between the solid phase

pol ycondensati on and the water treatnent.
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Thus, the deletion of the wording" w thout any

i nternedi ate step” does not extend the subject-matter
of the application beyond the content of the
application as filed.

It is considered that amendnents (a),(b) and (c) do not
introduce a lack of clarity in the anmended cl ai s,
since anmendnents (a) and (b) nerely specify the

physi cal state of the polyethylene terephthal ate and

t he amended val ue (0.50% by wei ght) of the oligoner
content is as clear as the value (0.45% by weight) in
Claim 1 proposed to grant by the Exam ning Division.

During the oral proceedings the Exam ning Division
objected that the wording "conprises” in the definition
of the process according to Claim1l of the main request
submtted with letter of 10 October 1997 of the
Appel I ant rendered this claimunclear, since this
wor di ng did not exclude the presence of further steps
(e.g. injection nolding) between the solid phase

pol ycondensati on and the treatnent by water or water
vapour of the product of the solid phase

pol ycondensation. This |led the Appellant to incorporate
the feature "wi thout any internmedi ate step” in step v.
of all the requests submtted during the oral

pr oceedi ngs.

Al t hough the wording "conprises” used in the definition
of the process according to present Claim1 does not
exclude internedi ate steps between steps v. and vi.

(for exanple cooling the product of solid phase

pol ycondensation), C aim 1 unanbiguously requires in
step vi. that the product, which is brought in contact
wi th hot water of water vapour, is the product of the
solid phase pol ycondensation, so that internediate
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steps which would nodify the product of the solid phase
pol ycondensation are inplicitly excluded. Therefore no
lack of clarity in the definition of the product
submtted to the treatnment of step vi. can arise from
the deletion of the wording "w thout any internediate
step".

Thus, it follows that Caim1l of the main request
conplies with the requirenents of Article 123(2) and 84
EPC.

The nature of anendnents (a), (b) and (c) is not such
as to renove deficiencies in the clainms which violate
vital provisions of the EPC and, consequently, does not
fall under the category (i) as nentioned in paragraph
2.2 above.

Amendnents (a) and (b) add clarity to the wording of
the clains by specifying the physical state of the

pol yet hyl ene terephthal ate and anendnent (c) extends
the scope of protection in conparison to the claimas
proposed to grant by the Exam ning Division. In the
Board's view the Appellant's interests to a clear
wordi ng of the claimand to a scope of protection
reflecting the technical contribution to the art by the
application are legitimate. The incorporation of these
t hree amendments does not require a reopening of the
substanti ve exam nation, since they have no effect on
t he i ssues of novelty and inventive step.

For this reason there can be no doubt that the interest
of the Appellant should outweigh the interest of the
Ofice in a speedy conpletion of the proceedi ngs and

t hat, consequently, consent to these anmendnents shoul d
be given (category (ii)).
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Concerni ng anendnent (d): As pointed out by the
Appel l ant (cf. Statenment of G ounds of Appeal, page 6
par agraph "criterion a"), there was no explicit basis
for the feature "without any internediate step"” in the
application docunents as originally filed. If the
feature "wi thout any internediate step” was intended to
be a disclainmer, the Board has strong doubts whet her
the conditions for introducing it were net. According
to well established case | aw disclainers can be all owed
to overcone a |lack of novelty under the conditions set
out in decision T 863/96 of 4 February 1999 (not
published in Q) EPO, to exclude subject-matter which
does not solve the technical problem (cf. T 313/86 of
12 January 1988, not published in Q3 EPO or to
overconme a lack of clarity (cf. T 1050/93 of 7 Novenber
1996, not published in Q3 EPO. In the present case,
however, this wording did not correspond to any of

t hese situations. Thus, it is highly questionable

whet her the proposed termconplied with Article 123(2).
As a consequence the patent would have been granted on
a basis likely to be objectionable under Article 123(2)
EPC, which in turn mght result for the Appellant in an
i nescapabl e trap between Article 123(2) EPC and

Article 123(3) EPC in case of opposition. In the
Board's view, thus, the request to cancel the term

"W thout any internmedi ate step” falls under the above
category (i); since anendnent (d) corresponds exactly
to that request, consent to that amendnent nust be

gi ven.

It follows fromthese considerations that the consent
is given to all anmendnents and that, consequently, the

Appel lant' s mai n request nust be grant ed.

There is thus no need to consider the auxiliary
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requests nor to arrange oral proceedi ngs which the
Appel I ant has requested as a further auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of Claim1 of the
mai n request submtted on 20 August 1999 and a
description yet to be adapted.

The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin
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