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Summary of Facts and Submn ssions

2107.D

This is an appeal fromthe refusal by the exam ning

di vi si on of European patent application

No. 92 916 689.0 on the grounds that the subject-matter
of claim1l, as anended in response to the single

Rul e 51(2) communication, was not new having regard to

D1: US-A- 4 283 596.

On appeal claim1l as refused was nai ntai ned w t hout
further anmendnent (main request) and four restricted
versions of this claimwere filed as part of four
auxi |l iary requests.

Claim1 of this main request reads as foll ows:

"1l. A device (1) for formng a sol der connection
between a plurality of electrical conductors (9), which
conprises a hollow, dinensionally heat-recoverable

sl eeve (2) that contains a quantity of solder (4, 5,

13, 15, 17), the sleeve having at |east one open end to
allow insertion of one or nore of the electrica
conductors; [and] characterised in that a deformble
retaining nenber (6, 12, 14, 16) is located within the
sl eeve, the retaining nenber being nechanically
deformabl e to retain the conductors in the desired
alignment within the sleeve prior to the application of

heat to recover the sleeve and nelt the solder."

Bold italics and square brackets mark insertions and
del etions respectively vis-a-vis claim1 as originally
filed in the Euro-PCT regi onal phase which had been the
subj ect of the single Rule 51(2) conmunicati on.
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The appel lant's argunments can be summari sed as foll ows:

Novel ty over D1

Claiml defines a device for form ng a sol der
connecti on conpri si ng:

- A hol I ow, dinensionally heat-recoverabl e sleeve

- A quantity of sol der

- An open end for insertion of one or nore
el ectrical conductors

These features, present in the pre-characterising
clause of claiml, are known fromDl which is
acknow edged to be the closest prior art.

In the device described in D1 the hollow, dinensionally
heat -recoverabl e sl eeve (2) contains a quantity of

sol der (5) and has an open end through which two bared
Wi res can be introduced.

Wthin the sleeve (2) is an insert defining two
conpartnents. At colum 1 between |ines 49 and 57 of D1

it is stated that the conductors are "...held, by an
insert positioned within the sleeve, in a substantially
fixed transverse relationship to each other in the

sl eeve whereby an el ectrical connection can be nmade

bet ween the conductors, the insert being infusible at
the tenperature to which the conponents are heated to
cause shrinkage of the sleeve, and applying heat to
shrink the sleeve. The insert is advantageously
positioned in the sleeve before the conductors are

positioned in the sleeve".
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Dl further states, between colum 1, line 63 and

colum 2, line 2 that the "...insert is infusible at
the tenperature to which the conponents are heated to
cause shrinkage of the sleeve and is such that it holds
the conductors in a substantially fixed transverse
relati onship to each other whereby an el ectrical
connection can be nmade within the sl eeve between the

el ectrical conductors, and applying heat to shrink the
sl eeve".

Both of these statenents refer to the property of the
insert by which it perforns its function w thout
requiring that it be defornmed in order to performthis
function. By contrast, claiml requires, in the
characterising clause, that the retai ning nenber be
mechani cal ly deformable to retain the conductors in the
desired alignment within the sleeve prior to the
application of heat to recover the sleeve and nelt the
sol der.

In the specification of the present application it is
expl ained that the potential displacenent of the bared
conductors, particularly when there are severa
conductors being connected together, and especially
when these are introduced from opposite ends of a
connector, when the connector and the wires are noved
bet ween the position at which insertion takes place and
the position at which the heat shrinking of the sleeve
takes place, can result in a failure of the solder to
make a secure electrical connection. This problemis
overcone by providing wthin the heat shrinkable sleeve
an el enment which can be defornmed to hold the conductors
in their required alignnent, that is to hold the
conductors in position such that the solder will nake
the required electrical connection when it is fused. It
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is described in the specification that this deformation
may be achi eved by making the retaining nenber froma
soft or nalleable material which can be acted on by the
installer, after the bared w res have been introduced,
to clanp or crinp the retaining nenber about the wres
to hold themin position, or alternatively (if a hard
material is used) to utilise a pre-loaded spring which,
once the wires have been introduced, is released (and

t he specification describes the breaking of a hol ding
tab) to allow the spring to close up to grip and hold
the wires in place.

By contrast, the rigid insert 8 of D1 is forned as a
strip having two cylindrical portions defining separate
conpartnents in to each of which a bared conductor wre
Is to be introduced, in use, so that the insert

mai ntains the end portions "...in substantially fixed
spatial relationship to each other." (Colum 5,

lines 29/41).

It is also explained that "sonme novenent of the end
portions (of the wires) in the conpartnents may be
possi bl e but each end portion is nmaintained within the
confines of the respective conpartnent." The docunent
al so enphasises that "...the resulting electrica
connection between the conductors is effected w thout
the necessity for dinensional change of the insert or
shrinkage of the sleeve, although the possibility that
i nci dental dinensional change takes place is not
excluded."” (Columm 6, lines 25 to 30). This disclosure
does not teach the reader that the insert should be
mal | eabl e or spring | oaded or in general terns
“deformabl e” into contact wwth the wires before heat
shrinking of the sleeve. |Indeed, where additiona
security of the bared wires is required this docunent

2107.D Y A
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descri bes a procedure by which "...the connector nay be
rotated about its |ongitudinal axis while novenent of
the insulated portions of wires 13 and 14 is
substantially prevented. The stripped portions of
conductors adjacent to the insert 8 are thereby tw sted
into contact with each other at 19..." (Colum 5,

lines 51/55) by which it is to be understood that the
teaching of this docunent is that the rigid,
undeformabl e insert is used to retain the bared ends of
the wires which, if additional contact is required, are
to be twsted without there being any hint or
suggestion that the insert itself be in any way
deformed to enhance the contact between the wres.

The Exam ner draws attention to the alternative

enbodi nent illustrated in Figures 5 and 6, and the
statenent at colum 6 between lines 15 and 17 to the
effect that "the insert 21 is formed by deform ng
substantially dianetrically opposite portions 22, 23 of
the cylindrical nmenber 20 radially inwardly thereby
formng two conpartnents 24 each of which is defined by
a substantially tubular wall and is joined by a pair of
bri dgi ng nenbers 25 to the other conpartnents...."
This, however, can only be understood as a factory
scal e operation undertaken during the construction of
the insert and since it |eaves the insert in the shape
shown in Figures 6 and 7, with "bridging pieces" 25
being sufficiently strong to hold the insert in shape
with two separate chanbers 24 it is to be expected that
this operation is perforned on an otherwise rigid stiff
tube as an econom cal way of form ng two tubular
chanbers. There is nothing in this disclosure to
indicate that the insert is deformable after

i ntroduction of the wires and before application of
heat to recover the sleeve and nelt the solder. Since
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the deformation takes place after the wires have been

i ntroduced this deformation can only take place by
action of the operator performng the assenbly work,

whi ch neans that the deformation nust take place on
site or inthe field where it is to be assuned that the
only tools available are the hand tools of the
assenbl er rather than the press tools of a factory. The
fact that the tube 20 is defornmed into the doubl e-
chanmber configuration of Figures 6 and 7 cannot,
therefore, be interpreted as an inplication that the

t hus- shaped tube is deformable to retain the conductors
in the desired alignment within the sleeve, and this is
reinforced by the description in D1 itself of the
twsting of the wires where it is required to inprove

t he contact between them and enhance the retention
thereof. No hint or suggestion of deformation of the
retaining nmenber to retain the conductors is to be
found in DL.

Request for reinbursenent of the appeal fee (Rule 67
EPC)

The applicant received only one Oficial Conmunication
under Article 96(2) EPC in connection with his
application; that communication was dated 21 August
1998 and only rai sed objections under Article 83 EPC
The Exam ner expressed the opinion (see paragraph 2 of
the communi cation) that because of the Article 83 EPC

deficiencies "...no conplete exam nati on can be
performed at present. In particular, the invention is
not understood and so no exam nation as to the
requi renents of Article 52(1)EPC is possible, and this
I S post poned pendi ng anendnents to neet the above and

further objections set out below..".
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I n paragraph 3 of the conmunication the Exam ner stated
that "al though no conpl ete exam nati on can be perforned
under Article 52(1)EPC, the follow ng observations are
made to gui de the applicant.” The Exam ner comment ed,
but did not raise formal objections, on two prior art
docunent s.

In the decision to refuse, however, in paragraph 3 it
Is alleged that the O ficial Conmunication under
Article 96(2)EPC stated that claim1l did not neet the
requi renment of Article 52(1)EPC with respect to
novelty. Further, in paragraph 1 reasoning regarding

t he novelty objection over D1 is given, which reasoning
was not included in the previous Oficia

Communi cat i on.

Thus, the applicant having been told that substantive
exam nation had not yet taken place, was not given an
opportunity to coment on the finding of that
substanti ve exam nation when it subsequently did take
pl ace, but nerely i mediately notified that the
application had been refused. The applicant believes
that the decision to refuse this application has been
incorrectly issued.

Al t hough an Exam ner may refuse an application at the
first re-examnation stage (that is after having
received a response to a first Exam nation Report), the
guidelines nmake it clear that this should only be done
if either there seens no possibility of any anendnent
whi ch woul d overcone his objections to the application
or if the applicant has nmade no serious attenpt to neet
t hose objections. In the EPO guidelines for

exam nation, at CGVI 2.5, a serious attenpt to dea

Wi th objections is stated to include anendnent or
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counter argunents, and at GVI 4.3 it is stated that if
re-exam nati on shows the applicant has not nmade any
real effort refusal can be immediate. It qualifies
this, however, with the statenent that "this would be
an exceptional case". CGenerally, it says, the Exam ner
shoul d continue with the Exam nation process and warn
the applicant, either by a tel ephone conversation or in
a short witten conmunication, that the application is
to be refused.

By contrast, in the present case, a real effort was
made to overcone the objections raised in the First

O ficial Comunication, both by amendnent and by
counter argunent. Indeed, a five page detail ed response
was filed explaining the purpose and significance of
amendnents nmade to claiml. It is the applicant's
belief, therefore, that in line with the guidelines a
further O ficial Conmunication should have been sent
for this reason al one.

Furthernore, Article 96 EPC states that if the

Exam nati on of a European Patent Application reveals
that the application or the invention to which it

rel ates does not neet the requirenents of the
convention the exam ning division should invite the

applicant "...as often as necessary, to file his
observations...". The invitation to file observations
is mandatory and was not carried out in this case. The
first Oficial Conmunication was clearly stated to have
been i ssued prior to substantive exam nation havi ng
taken pl ace. When the substantive exam nation did take
pl ace, the exam ning division found that the
application did not neet the requirenents of the
convention regardi ng novelty, but the exam ning

division did not invite the applicant to file
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observations on its findings. There has, therefore,
been a procedural violation of Article 96(2)EPC

In T 951/92 (QJ EPO 1996, 53) it was stated that
Article 96(2) and Rule 51(3) involve two requirenents.
The first is that the applicant nust be infornmed of
each requirenent of the convention which is not

consi dered nmet. The second is that the applicant nust
be informed of the | egal and factual reasons considered
to lead to the conclusion that the requirenents are not
nmet. In the present case neither of these were conplied
with. The applicant was not inforned that the
application did not neet the requirenents regarding
novelty. In the first Oficial Conmunication the

Exam ner nerely stated sone observations said to be
made to "guide the applicant” on the question of
novelty. The applicant was not inforned in a

comruni cation under Article 96(2) that the requirenent
regardi ng novelty was considered not to have been net.
It follows that the applicant was also not inforned in
an Article 96(2) conmmunication of the |legal and factua
reasons |l eading to the conclusion that the requirenents
regardi ng novelty were not net. Hence both

Article 96(2) and Rule 51(3) have been viol at ed.

In addition, there is also considered to be a violation
of Article 113 EPC. This states that a decision of the
EPO may only be based on grounds or evidence on which
the parties concerned have had an opportunity to
present their coments. Article 113 enshrines the
judicial notion of a "right to be heard". As is clear
fromthe Case Law of the boards of appeal any decision
of the EPO, for exanple a refusal, nust be based on the
sane reasoning as is given in the objections previously
put forward. Where a new objection is raised there is a
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| egal obligation on the exam ning division under
Article 113(1) to issue a further comuni cation before
i ssuing a decision refusing the application. In the
guidelines for examnation, CVI 7.7 it is stated that
the grounds for refusal may be based only on grounds on
whi ch the applicant has had an opportunity to put
forward conments.

In the present case the first Oficial Comunication
contained only an Article 83 objection; the novelty

obj ections included in the decision to refuse were not
previously put forward. Further, the Exam ner's reasons
set out in paragraph 2.4 of the decision to refuse were
new and had not been raised before. Therefore, the
appl i cant had not been given an opportunity to conment
on this reasoning. Not only was a fresh objection
formally raised in the decision to refuse, but also
fresh reasoning, to which the applicant has a right to
an opportunity to reply.

Article 113(1) and Article 96(2) were held to be
contravened in T 951/92 in simlar circunstances to
this case. The Board of Appeal said the procedure for
exam nation should be such that the applicant "knows in
advance of the decision being issued both that the
application may be refused and also why it nay be
refused".

The appel |l ant requested (nmain request) that the
deci si on under appeal be set aside and that a patent be
granted on the basis of clains 1 to 10 of the
application as refused. Four auxiliary requests based
on anended claimsets were also filed.

Auxiliarily the appellant requested that the case be
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remtted to the departnent of first instance for
further prosecution.

The appel |l ant al so requested rei nbursenent of the
appeal fee by reason of a substantial procedura
vi ol ati on.

The appel |l ant requested oral proceedings if the board
did not intend to set aside the decision under appeal.

Reasons for the Deci sion

2.2

2107.D

The appeal is adm ssible.

Novel ty

The board approves and adopts the appellant's detail ed
subm ssion on the issue of novelty of the subject-
matter of claiml1 over D1. The insert 21 in D1 is
defornmed in the process of manufacturing the connector
di scl osed in that docunent. There is no suggestion
therein that this insert, once assenbled in the
connector device, is further deformable to retain the
conductors. I ndeed the nethod by which the stri pped
portions of the wires to be connected are brought into
contact by tw sting suggests the contrary.

As the board sees it, the exam ning division's reading
of claim1l onto D1 (enbodi ment including insert 21 as
shown in Figs 5to 7) is either a msinterpretation of
the prior art or is based on reading "deformable" in
claim1l as including an insert which was at any stage
in its manufacturing history "deformable" even if it is
no | onger substantially defornmable in the device. The
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board regards such an interpretation as unreasonabl e.
In the judgenent of the board, the device of claiml is
not even accidentally anticipated by D1, ie having
regard to DL it is new.

As was signalled in the single Rule 51(2) conmunication
a conplete exam nation of this application has not
taken place. In particular the exam ning division has
not commented on i ndependent claim 10, or on the issue
of inventive step. In addition an objection was raised
under Article 83 EPC which appears not to have been
resolved. It would therefore not be appropriate for the
board to conplete the exam nation in exercise of its
powers under Article 111(1) EPC, second sentence, first
part.

Request for reinbursenent of the appeal fee - all eged
substanti al procedural violation by perenptory refusa
(Article 113(1) EPC)

The first paragraph of the communication pursuant to
Article 96(2) and Rule 51(2) EPC (EPO Form 2001) reads
as follows:

"The exam nation of the above-identified application
has revealed that it does not neet the requirenments of
t he European Patent Convention for the reasons encl osed
herewith. If the deficiencies indicated are not
rectified the application may be refused pursuant to
Article 97(1) EPC. "

Par agraphs 2 and 3 of the annex to the comuni cation
read as follows:

"2. Fromthe foregoing it is seen that the application
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is severely deficient as regards the requirenent
of Article 83 EPC, to the extent that no conplete
exam nation can be perforned at present. In
particular the invention is not understood so no
exam nation as to requirenents of Article 52(1)
EPC i s possible, and this is postponed pending
anmendnent to neet the above and further objections
set out bel ow.

Al t hough no conpl ete exam nati on can be perforned
under Article 52(1) EPC, the follow ng
observations are nmade to gui de the applicant.

It woul d appear that the device of claiml, at

| east, is wdely anticipated, as exenplified by
US- A-4 283 596, which discloses a device for
form ng a sol der connection between a plurality of
el ectrical conductors 17, 18, which conprises a
hol | ow, di nensionally heat-recoverable sleeve 2
that contains a quantity of solder 5, the sleeve
havi ng open ends to allow insertion of the
conductors, and a deformabl e retai ning nenber 21
(see colum 6, |lines 15 and 16) being nechanically
deformabl e to retain the conductors in the desired
alignment within the sleeve.

Simlarly EP-A-0 295 058 antici pates the device of
claiml. It is noted that no deformable nmenber is
shown explicitly, but it is stated in colum 6,
lines 13 to 18 that a crinp connection (i.e. a
def or mabl e nenber) which is not shown, retains the
conduct ors toget her.

The applicant is requested to consider all the
rel evant docunents cited in the Internationa
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Search Report and European Search Report, and to
draft new clai ns accordingly.

3.3 It would expedite the exam nation under
Article 52(1) EPC, if the applicant would indicate
inthe letter of reply the difference of the
subject-matter of the new claimvis-a-vis-a-vis
the state of the art and the significance thereof.
The invention should be presented and conpared
wWth the prior art in terns of a technical problem
and its solution. The |atter are not apparent from
t he description at present.”

The board judges that the reader of the comrunication
woul d have been left in no doubt that the provisiona
view of the exam ning division was that claim1 | acked
novelty over at |east D1, the |legal and factual reasons
for this view being given in the formof reading the
claimonto reference nunerals fromDl and a reference
to a passage in that docunment explaining the structure
and function of the "deformable retaining nmenber 21".

G ven that this objection and reasoning was the basis
for the subsequent refusal under Article 97(1) EPC, the
board considers that the applicant knew in advance of

t he deci sion being issued both that the application

m ght be refused and also why it m ght be refused.
Furthernore the applicant did have an opportunity to
comment on these reasons, as provided for in

Article 113(1) EPC, and did so in the response dated

16 March 1999, which traversed the exam ning division's
equation of the deformable retaining nenber 6, 12, 14,
16 of claiml1l with the retaining nenber 21 of D1 and
whi ch anmended the claimto reinforce this distinction.
The fact that the refusal decision extended the initia
reasoning in the Rule 51(2) communication to deal with
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the applicant's argunent in response and the anendnent
to the claimwas appropriate and necessary. In the
judgenent of the board, this was the normal convergent
clarification and confirmation of the original reasons
for refusal; it did not constitute substantially new
reasons which would give rise to a further right to an
opportunity to coment. In fact it nerely nmaintai ned
the examining division's original interpretation of the
claimand the prior art and explained briefly why the
anmendnent and argunent in response had not changed this
i nterpretation.

The board concludes therefore that no substantia
procedural violation was involved in the exam nation
and refusal of the application. Hence there is no case
for rei nbursenent of the appeal fee pursuant to Rule 67
EPC.

For conpl eteness the board observes that it is not the
function of the EPO Boards of Appeal to nonitor or
judge conpliance with the Guidelines for exam nation at
the EPO, but only with the provisions of the EPC
(Article 23(3) EPC).
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the departnent of first
i nstance for further prosecution.

3. The request for reinbursenent of the appeal fee is
ref used.

The Regi strar: The Chai r man:

M  Hor nel | W J. L. Weeler
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