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Summary of Facts and Submn ssions

1715.D

The appeal contests the decision of the Opposition

Di vi sion dated 24 August 1999 and issued in witing on
7 Septenber 1999 to reject the opposition against

Eur opean patent 0 756 654. This patent relating to a
machi ne for levelling concrete conprises 15 clains, the
singl e i ndependent claim 1l reading as foll ows:

"1l. Machine for levelling concrete, of the type whereby
poured concrete (2) is spread over a predeterm ned

wi dt h and whereby this concrete (2) is skimed off at a
certain height, said machine (1) being adjustable in

wi dth and contains an el enent (45) which can nake a to-
and-fro-novenent in the width by being noved over a

gui de (36), characterized in that the length of said
guide (36) can be telescopically adjusted as a function
of the required working wi dth of the nmachi ne, whereby
said el enent (45) can make a conti nuous novenent over
the entire length of the guide (36) w thout the
transition or transitions between the different

tel escopic guide parts (26,27) being an obstacle.”

The opposition was based on the single ground that the
subject-matter of the patent was not patentable within
the terns of Articles 52 to 57 EPC (lack of novelty and
i nventive step) in view of seven docunents D1 to D7.
Furt her docunments D8 and DO submtted on 20 August 1999
wer e di sregarded by the Opposition D vision as being

| ate-filed and irrel evant.

The Opponent (hereinafter denoted Appellant) filed the
noti ce of appeal on 4 Novenber 1999 and paid the appea
fee on the sane day. A statenent of the grounds of
appeal was submitted on 14 January 2000.
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Wth its comunication pursuant to Article 11(2) RPBA
the Board inforned the parties of its intention to take
the late-filed docunents US-A-4 392 574 (D8) and DE-A-2
138 923 (D9) into consideration as disclosing

tel escopi ¢ gui des designed for the free translation of
a noveabl e el enent thereal ong, and to focus on docunent
US- A-3 970 405 (D1) and on these docunents since the

t he remai ni ng docunents were | ess rel evant.

During Oral proceedings held on 16 May 2002 the

Appel  ant raised the objection that claim1l was
incorrect with respect to the reference nunber (45)
which, in claim7 and in the description, was used for
the carriage rather than for the elenent. The
proprietor of the patent (hereinafter denoted
Respondent) requested a correction of claim1 by
deleting this reference nunber. The Appellant further
subm tted a brochure "Slipformpaver SP 500" of Wrtgen
Wth inprint "No. 46-10 EN-10/99 by Wrtgen GrbH 1999
Printed in Germany" (D10) and a copy of a page
referring to an international synmposium on

I nfrastructure Construction Systens and Technol ogi es
held on Friday, 6 April 2001, within the framework of
the trade fair "bauma 2001" (D11). It al so argued that
one day before the oral proceedings it becane aware
that a novelty-destroying public prior use had taken

pl ace on an exhibition at the priority date of the
patent, and requested that this prior use be taken into
consi deration by questioning M. Mser of the Appellant
as a witness. Any costs incurred by hearing the w tness
or by a potential postponenent of the oral proceedings
woul d be carried by the Appellant.

The Appel | ant requests that the decision under appea
be set aside and that the patent be revoked. The
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Respondent requests that the decision under appeal be
set aside and that the patent be maintained with the
amendnent that the reference nunber "45" is deleted in
claim1 as granted (lines 35 and 40 of colum 6).

The essential argunents of the Appellant concerning the
i ssues of novelty and inventive step can be summari zed
as foll ows:

The machi ne shown at a fair starting at the priority
date of the patent had all the features of claiml
Since the clained priority of the patent was invalid
for claiml1, this exhibition was a prior disclosure of
the subject-matter of claim1 which should be taken
into consideration as particularly relevant despite the
| at e subm ssion

Moreover, the disclosure of D1 was not l[imted to an
adj ustnment of the length of the guide by inserting
extensi on attachnents as disclosed in the preferred
enbodi nents, since claim38 of that docunment utilised
the broader term"laterally expandabl e track assenbl y"
whi ch woul d i nclude and even indicate a tel escopic

adj ustment of the track. Thus, the concept of a

tel escopi ¢ adj ustnent was al ready derivable from D1
which, therefore, anticipated the subject-matter of
claiml1l. In any event, this broad term provided a

poi nter towards a tel escopic adjustnent of the guide,
especially as the person skilled in the art, an

engi neer wiwth a university diplom, would consider a
tel escopi c adjustnent as being one of the possibilities
for expanding the guide for adjustnent to a required

wi dt h and i ndeed the sanme machi ne al ready included such
a tel escopic arrangenent for adjusting the frane w dth.
If according to colum 2, lines 59 to 68 of D1 the
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extension attachnents described as "best practice" in

t hat docunent, for exanple in colum 36, lines 24 to
38, were proposed for econom c reasons and for keeping
the notive power and nmachi ne weight at a m ninum other
sol utions woul d be considered under different

ci rcunstances. A prejudice against the use of

tel escopically adjustabl e guides, as pointed out in the
deci si on under appeal, did not exist because sol utions
for obstacle-free transitions between the guide parts
were known e.g. fromdi sh-washers and the tower cranes
of D8 and D9, disclosing the general concept of
provi di ng respective guide rails in the tel escoping
parts for two sets of rollers of a trolley. The latter
docunents did not concern a renote technical field, as
argued by the Opposition D vision, because at |east D9
was not limted to tower cranes and D10, see for
exanpl e the phot ographs on pages 5, 8, 31, 35, 37 and 47,
and D11 proved that such cranes were enpl oyed together
Wi th road buiding machinery in road works or exhibited
at the sane fairs, respectively. Mreover, the skilled
person striving to i nprove the adjustnent of the guide
in D1 was aware of the simlar problemencountered in
tower cranes with extensible jibs and, therefore, would
consult docunents D8 and D9 teaching the translation of
an elenment (the crab) along a tel escopic guide (the
jib) in an obstacle-free nmanner.

The Respondent submits essentially the foll ow ng
count erar gunment s:

The al l eged prior use should not be allowed into the
proceedi ngs as being irrel evant and unsubstanti ated. No
evi dence was submitted other than a w tness who was an
enpl oyee of the appellant. Even if the exhibition
proved to have taken place it was not before the valid
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priority date of claim1l. The new subm ssions served
only the purpose of delaying the decision on the
validity of the patent.

The invention solved the problens encountered with the
extensi on nenbers of D1, for exanple the conpl ex,

| abour and tinme intensive insertion of these nenbers
requiring the operation of the nachine to be
interrupted and a | arge nunber of nenbers to be stored
and transported. The cl ai ned tel escopi c adj ustnent of
the gui de, providing an easy and vari abl e adj ust nent of
the working width of the guide whilst allow ng a
functionally reliable processing of the concrete with
the working el enent, could not be derived fromD1
because the entire disclosure of this docunent was
directed to the use of adapters or extension nenbers
and not even the slightest suggestion for the use of

t el escopi c gui des could be found, especially as a
skill ed person would expect a rigid guide rail to be
required for an accurate processing of the concrete by
the elenment. The tel escopic adjustnment of the franme in
D1 could not lead a skilled person to a simlar

adj ustnent of the guide because the franme did not have
to guide an el enent thereal ong and the steps between
the tel escoping parts of the franme woul d prevent a
snoot h novenent of the working el enent. Docunents
and D9 were irrelevant as being directed exclusively to
cranes or crane jibs on which a trolley or crab can
nove for conveying |oads, a technol ogy conpletely
unrel ated to concrete finishers wth a reciprocating
wor ki ng el enent for processing the concrete surface,
especially as the guide rail and trolley for the crab
of a tower crane had a nere supporting function for the
| oad on the crab, whereas the guide rail of a concrete
finisher had to provide an exact guidance of the
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wor ki ng el enent for horizontally levelling the
concrete. Thus, a skilled person would not search for
solutions in the field of tower cranes any nore than
for exanple in the field of hammer or drilling machi nes
used in road building for solutions to the technica
probl em underl yi ng the patent.

Reasons for the Deci sion

1715.D

The appeal neets the requirements of Articles 106 to
108 EPC and of Rules 1(1) and 64 EPC and is, therefore,
adm ssi bl e.

Al | eged prior use

Pursuant to Article 114(2) EPC the European Patent
Ofice may disregard facts or evidence which are not
submtted in due tine by the parties concerned. The

di scretionary power given by this Article to the
departnents of the EPO serves to ensure fair and swft
concl usion of the proceedings in the interests of the
parties, the general public and the EPO, and to
forestall tactical abuse (see T 951/91, Q) 1995, 202).
Thus, as a general rule any facts and evi dence shoul d
be submtted as early and conpletely as possible. New
evi dence subm tted at the oral proceedings of the
appeal stage, i.e. towards the very end of the

proceedi ngs, could only be admtted in very exceptiona
cases if it is prima facie highly relevant in the sense
that it is highly likely to prejudice maintenance of
the patent, and it would not cause a nmjor procedura
conplication and delay. This requires that it nust be
substantiated to an extent as to enable the Board to

I medi ately determ ne whether this new submission is so
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rel evant that it cannot be disregarded and, if so, to
exam ne the nerits without further del ay.

These requirenents are not nmet. The Appellant nerely

al | eged that a novelty-destroying public prior use had
occurred by presenting a nmachine having the features of
claiml1l at a trade fair, without submtting evidence on
the subject-matter, date and circunstances of this use
other than by referring to a potential witness. This

W tness, M. Mdser, attended the oral proceedi ngs
before the first instance, w thout however referring to
this prior use. The question therefore arises why the
Appel lant did not nmention this prior use before, and
the witness did not recall it until nore than two years
after that oral proceedings, if it was so relevant. No
sui tabl e expl anati on was presented for this behaviour.
Thus, the circunstances of the alleged public prior use
are so vague and doubtful that neither its rel evance
nor its nmerits can be determ ned w thout considerably
del ayi ng the proceedi ngs. Thus, the Board refuses to
admt this subm ssion into the proceedi ngs.

Novel ty

Docunent D1 di scloses a nmachine for levelling concrete
conprising extensible strut nenbers (48,52) for
adjusting the width of the nachi ne between the side
menbers (42,44) and an adjustable frame track (552) for
guiding an elenent, in this case a traveller (580) with
a paddle (580) attached thereto, therealong in a

conti nuous back-and-forth novenent. The Il ength of the
frame track (552) is adjusted by inserting extension
attachnents between sections of a top track (560) and a
bottomtrack (562). As conpared wth the description
enpl oyi ng the expressions "extension" or "extensible"
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for the insertion of attachments nenbers, the term

"l ateral | y expandabl e track assenbly” is nentioned in
claim38. This cannot, however, be seen as a disclosure
of a telescopic arrangenent for adjusting the frane
track, as argued by the Appellant. In fact, the term
"l ateral | y expandabl e track assenbly" may be so genera
as to include other solutions but such a genera
expression cannot in principle disclose a specific

sol ution such as a tel escopic arrangenent. Furthernore,
it is noted that the term "expandabl e" can be found in
the description (col. 18, line 8) in connection with a
simlar adjustnent of a subfrane assenbly by insertion
of extension attachments. Thus, it is evident that the
term "expandabl e” will be understood by the skilled
reader as a synonym of "extensible" and that,
therefore, D1 fails unanbi guously to disclose an

adj ustment of the guide track other than by insertion
of extension attachnents.

Since the other docunents are |less relevant than D1 and
do not disclose the features of claim1l in conbination
either, the subject-matter of claim1l is considered to
be new.

I nventive step

Starting fromdocunent D1 which undi sputedly represents
the nost pertinent prior art, it is found, based on the
considerations set out with regard to novelty, that the
subject-matter of claim1 is distinguished in that the
| ength of the guide can be tel escopically adjusted,

wi thout the transition or transitions between the
different tel escopic guide parts being an obstacle for
t he novenent of the elenent over the entire | ength of
the guide. This functional definition is equivalent to
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a definition of the guide as conprising telescopically
adj ust abl e gui de parts which are designed to allow an
obst acl e-free novenent of the novable el enent along the
gui de fromone guide part to the other and vice versa.
Whereas this free novenent is a requirenment which is
al so net by the construction disclosed in D1, allow ng
a free transition of the traveller (580) and paddl e
(588) along the full length of the frame track (552)
with inserted attachnents, the tel escopic arrangenent
provides for a nore flexible, faster and easier
adaptation of the guide to the various predeterm ned
wi dt hs of the frane because any wi dth can be obtai ned
wi t hout having to di smount the guide and to bolt or
unbolt the extension attachnents which have to be
stored separately.

It will therefore have to be determ ned whether a
skilled person faced with the problem of inproving the
wi dth adjustnent of the guide in DI with respect to
flexibility and expense of |abour and tine invol ved,

wi t hout sacrificing the free novability along the ful

| ength of the guide, would consider a tel escopic
arrangenent .

4.2 Considering first docunment Dl by itself, it turns out
that this docunent neither includes a pointer towards
the clai ned solution, as argued by the Appellant, nor
| eads a skilled person away fromthis solution, as set
out in the decision under appeal.

The Appellant relies on claim38 of Dl as indicating a
tel escopi c arrangenent by the term "expandabl e", as
conpared with the term "extensi ble" used in connection
with the insertion of the attachnent nenbers in the
frame track. However, as set out above in connection

1715.D Y A
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with the question of novelty, the term "expandabl e"

wi || be understood by the skilled reader of the entire
docunent D1 as a synonym of "extensible" so that no

i ndication can be derived from Dl for an adjustnent of
the guide track other than by insertion of extension
attachnents. Likew se, the reference to a "best
practice" in colum 36, lines 24 to 38, of DI is to a
sel ection of extension attachnents of different |engths
so as to match any width of the franme whatsoever as
bei ng preferred over attachnents of the sane | ength,
rather than to the extension attachnents as being
preferred over other possible solutions, thereby

| eavi ng room or providing a suggestion for
contenpl ati ng other practical ways of adjusting the

wi dth, for exanple doing away with the extension
attachnments al together. The object of minimzing the
machi ne wei ght and t he mai nt enance and operating
expenses (colum 2, lines 59 to 63), which could be a
pl ausi bl e reason for using the extension attachnents,
is only one of the objects, whereas this technica
solution would be | ess preferable in view of other

obj ects of higher priority (colum 2, lines 49 to 58),
i.e. coping wwth a variety of road di nensions and

m nimzing the set-up and tear down tinme. Thus, the
obj ects to be solved cannot provide a pointer towards a
tel escopi c arrangenent either.

A tel escopic arrangenent is shown in D1 for the
adjustnment of the franme assenbly (12) and conpri ses
side nenbers (42,44) attached to extending strut
menbers (48,52) slidingly received in tubular nenbers
(26). This arrangenent results in distinct steps at the
transitions fromthe tubular nmenbers (26) to the strut
menbers (48,52). Such steps can be accepted in the case
of an adjustable frane having only the function of

1715.D Y A
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supporting the side nmenbers. In a guide rail, however,
these steps woul d be detrinental as form ng an obstacle
for the novenent of a novabl e el enent and thereby
preventing the el enment from being snoothly guided al ong
the entire width of the guide rail. Thus, a skilled
person woul d have no reason to adopt this solution for
the guide rail. In fact, it can be seen as a
confirmation of the opinion that the skilled person,
know ng such typical tel escopic arrangenents, would not
expect a telescopic guide to neet the requirenents of
snooth transition along the guide and of exact

gui dance. On the other hand, a "technical prejudice"
agai nst the tel escopic adjustnent of guides woul d nean
that there was a generally accepted opinion in the art
t hat gui des shoul d not be tel escopic, which would have
to be supported by statenents to exactly this effect in
suitable technical literature, for exanple standard

wor ks or textbooks (cf. the various decisions referred
to in the Case Law book, 4th edition, pages 134 and
135).

In summary, the tel escopic guide design cannot be
consi dered as obvious in view of D1 al one.

Docunents D8 and D9 relate to tower cranes having

tel escopically extensible jibs provided with runways

al l ow ng a conti nuous novenent of a crab al ong the
entire length of the jibs. The Appellant argues that a
skill ed person would derive fromthese docunents the
general idea of conbining a tel escopic arrangenent with
a guide for noving an elenent along its entire |ength,
especially as tower cranes and road buil di ng machi nery
usual |y appear at the sane sites, as shown by the
recent docunents D10 and D11. The Board cannot foll ow
this argunent. Tower cranes and road buil ding machi nery
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may be both exhibited at trade fairs or enployed in
road works but there are usually so nmany different
machi nes that no technical relation can be derived from
this fact alone unless a skilled person expected the
sanme technical problens to exist in both fields. This
I's, however, not the case because tower cranes
typically have fixed rather than extensible jibs and
the crab nust be supported on the jib to carry a
substantially vertical |oad, rather than guided to
travel along an exact horizontal line as is the case
with the travell er and paddl e assenbly of docunent DI1.
Consequently, the constructions shown in D8 and D9,
conprising a crab having roller sets supported by
runways (D8) or a runway in conbination with an
additional carriage (D), are specific solutions for a
tower crane, or for an extension armfor use in such a
crane, rather than generally applicable concepts, and
these specific solutions are not suitable for
application to the slipform paving machi ne of D1,
especially for horizontally guiding the paddle for
evenly dispersing the concrete for a road surface or
any other working el enment for processing the concrete
surface. Thus, the skilled person knowi ng the different
probl ens encountered in tower cranes and road buil ding
machi nery woul d have no reason to search in the forner
field for solutions to a problemfound in the latter
one, and even if he incidentally becane aware of
docunents D8 and D9 he would refrain fromapplying it
to D1 as being unsuitable for guiding the paddle

t her eof .

The Appel |l ant cannot be foll owed when he argues that

docunent D9 is a general disclosure not restricted to
cranes. It is correct that the first two lines of the
description of DO refer to a crane as an exanple, but
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agai nst this the reader of the whole docunent is
presented with the title, the problemto be sol ved, the
particul ar enbodi nents and all clains, clearly
restricted to cranes.

4.4 The ot her docunents are even | ess relevant and have not
been referred to by the Appellant. The Board therefore
concl udes that the subject-matter of claim1l1l is not
rendered obvious by the available prior art.

5. Since the Respondent agreed to the maintenance of the
patent only in the anended form whereby the reference
sign "45" for the el enent, denoting a carriage in the
remaining clains and in the description, is renoved
fromclaim1 in lines 35 and 40 of columm 6 of the
patent, it follows fromArticle 113(2) EPC that the
patent nust be maintained in anended formincluding the
request ed nodi fication.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remitted to the first instance with the
order to maintain the patent with the foll ow ng

amendnent: deletion of reference nunber "45" in
lines 35 and 40 of the granted claim 1.

The Regi strar: The Chai r man:

1715.D
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