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Summary of Facts and Subm ssi ons

2376.D

The opponent appeal ed agai nst the decision of the
opposi tion division concerning the maintenance of
Eur opean patent No. 0 353 394 in anended formin
accordance with the proprietor's request filed on
26 July 1999 during oral proceedings before the
opposi tion division.

The foll ow ng docunents:

Dl: US-A-4 398 203,

D2: EP-A-0 097 929,

D3: JP-A-82 60543,

D4: EP- A-0 019 329, and

D5: a declaration by Dr J.WG Mahy dated 24 June
1999,

consi dered during the proceedi ngs before the opposition
division remain relevant to the present appeal.

Docunent s:
D6: U Il manns Encykl opadi e der technischen Chem e, 4th
ed., Vol. 15, Verlag Chem e. Wi nhei m New Yor Kk,

page 326

D7:  Jpn. J. Appl. Phys., Vol. 32 (1993), Part 2, No.
10A, 1 Cctober 1993, pages 1418- 1420,

cited by the appellant in the statenment of grounds of
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appeal dated 31 January 2000 and in a letter dated
17 June 2002, and

D8: a declaration by Professor Reizo Kaneko dated
19 July 2002,

D9: JP-A-56 86795,

D10: JP-A-55 97033, and

D11: JP-A-1 39916,

cited by the respondent in a letter dated
16 August 2002,

were referred to during the appeal proceedings.

In the letter dated 17 June 2002 the appel | ant/ opponent
withdrew its request for oral proceedi ngs and inforned
the Board that the appellant would not participate in
the oral proceedings if these proceedi ngs were
neverthel ess to be held.

The respondent proprietor filed with the letter dated
16 August 2002 clainms 1 to 7 of a main request and by
fax on the 4 Septenber 2002 a corrected claim1
according to said main request.

| ndependent clains 1 and 3 of the main request, read as
foll ows:

Caimi:

"A nethod for optically recording information on an
optical information recording nmedium the medi um
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conpri sing
(1) a light transmtting substrate (1),
(1) a light absorptive dye | ayer (2) overlaying the
substrate (1) to absorb a | aser beam (7), and
(tiit) alight reflective layer (3) overlaying the
| ight absorptive |layer (2),
t he met hod conprising energizing the |ight absorptive
| ayer (2) by the energy of a |aser beam (7) entered
through the light transmtting substrate (1), to form
optically readable pits characterized in that

said optically readable pits are forned either

(a) in the surface of the substrate (1) adjacent to
the absorptive layer (2) and in the absorptive
| ayer (2), or

(b) in the surface of the substrate (1) adjacent to

t he absorptive layer (2), in the absorptive
| ayer (2), and additionally in an additional
inter-layer (6) disposed between the substrate
(1) and the light absorptive |ayer (2),

all said layers having a suitable heat distortion

and/ or a suitable hardness.”

C aim3:

"“An optical information recording nedi um conprising

(1) a light transmtting substrate (1),

(1) a light absorptive dye |ayer (2) overlaying the
substrate (1) to absorb a |l aser beam (7) to form
optically readable pits, and

(tiit) alight reflective layer (3) overlaying the
| ight absorptive |ayer,

characterized in that

said optically readable pits are forned either
(a) in the surface of the substrate (1) adjacent to
the absorptive layer (2) and in the absorptive



- 4 - T 1070/ 99

| ayer (2), or

(b) in the surface of the substrate (1) adjacent to
t he absorptive layer (2), in the absorptive
| ayer (2), and additionally in an additional
inter-layer (6) disposed between the substrate
(1) and the light absorptive |ayer (2),

all said layers having a suitable heat distortion

and/ or a suitable hardness."”

Claim2 is dependent on claiml and clains 4 to 7 are
dependent on claim 3.

V. The oral proceedi ngs were cancell ed.

\Y/ The argunents of the appell ant/opponent can be
summari sed as foll ows:

Article 100(c) EPC

The deletion fromgranted clains 1 and 3 during the
opposi tion proceedings of the feature: "or in the
absorption layer and in said additional |ayer", which
defined one of three equally preferred alternatives
specifying the formation of pits in the patent,
corresponded to an inventive selection for which no
support could be found in the application as fil ed.
This limtation constituted a positive disclainmer and
was not adm ssible. The restriction of clains 1 and 3
to a recording nedium"stably neeting a CD standard”
ext ended beyond the content of the originally filed
application which only referred to "the standard
properties stipulated in the CD standards, i.e. the
reflectance is at |east of 70%.

Article 100(a) EPC

2376.D Y A
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D4 did not disclose expressis verbis the formation of
pits in the surface of the substrate (S) and in the
inter-layer (T). However, D4 in conbination with

Dr Mahy's declaration, which stated that "due to the

| ow thermal conductivity of the said organic

| ayers...the heat itself suffices to generate
deformation in the organic adjacent |ayers” and "It may
be taken for granted that at |east some deformation
occurs at the surface of these |ayers adjacent to the
absorption layer." anticipated both the remaining
alternatives in clains 1 and 3. D1 (Figure 11

colum 6, lines 3 to 27) was novel ty-destroyi ng because
it disclosed a nmedium having pit formation in a dye
absorptive layer (3) and in a dielectric |ayer (9),

whi ch coul d be considered as a part of the substrate
(10), as was the inter-layer in the patent in suit.

The technical problem which was supposed to be the
provi sion of an optical recording nediumneeting the CD
standard, was sol ved or obvious from any one of
docunents D1 to D4. Since D1 (Figures 7, 8 and 11)

di scl osed a recording nediumsimlar to that of the
patent in suit and having a reflectance of 70-80% the
patent in suit nmerely recited an obvious alternative of
the pit formation disclosed in D1, |eading to the sane
result. It was obvious that the pit formation generally
mentioned in D2 was obtained in the absorptive |ayer
and in the substrate, as this appeared froma

conpari son of the thickness of the absorptive |ayer,
refractive index, absorption coefficient and witing

| aser power in D2 and in the patent in suit. D3

di scl osed an optical recording mediumsimlar to that
of the patent and having pits fornmed in the absorptive
| ayer and in the substrate, the only difference being
that in D3 the absorptive |layer and the reflective
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| ayer were conbi ned.

The argunents of the respondent/proprietor can be
summari sed as foll ows:

Article 100(c) EPC

The limtation of claim1l was not a disclaimer. Caiml
contained two alternatives; the first alternative, in
whi ch the substrate was invol ved, was preferred.

Article 100(a) EPC

D4 did not disclose an extension of the pits to other

| ayers than the absorptive |ayer. Dr Mahy's decl aration
was a specul ative opinion supported by no evidence and
not an indication of the general know edge. The netal

| ayers according to DL which were partially reflecting
and partially absorbing could not be considered as a
part of a transparent substrate. Moreover, the

enbodi ment according to Figure 11 of D1 disclosed no
reflective | ayer overlaying the absorptive |ayer.

Dl I ed away fromthe invention because it conprised
absorptive netal |ayers which were di sposed on each
side of the absorptive dye |ayer for absorbing |ight.
Any deformation caused by |ight absorption in D2 woul d
extend to the surface of the absorptive |ayer exposed
to air. D3, which showed a two-layer structure with a
metal layer on the top of the substrate, could not
suggest the structure of the recording nmedi um accordi ng
to the clains.

The appel | ant requested that the decision under appeal
be set aside and the patent be revoked.
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The respondent requested that the appeal be dism ssed
and that the patent be maintained in anmended formin
the follow ng version

claiml filed per fax on the 4 Septenber 2002, clains 2
to 7 filed with the letter dated 16 August 2002,
description and drawi ngs in the form approved by the
opposi tion division (min request),

or with clains 1 to 7, description and drawi ngs in the
form approved by the opposition division (auxiliary
request).

Reasons for the Decision

1

2.2

2376.D

The appeal is adm ssible.

Deletion of a feature fromgranted clains 1 and 3

The feature: "or in the absorption layer and in said
additional |ayer"™ which was incorporated in clains 1
and 3 during the grant procedure has been cancel |l ed
during the opposition proceedings.

The optical disc according to Figures 2 and 3 of the
application as filed conprises a |light absorptive |ayer
(2) overlaying a light transmtting substrate (1)
wherein the pits are forned in the absorptive | ayer and
at the surface |layer of the substrate. The optical

di scs according to Figures 4 to 7 of the application as
filed conprise an inter-layer (6) disposed between the
substrate and the absorptive |ayer (published
application, colum 7, lines 19 to 35 and col um 8,
lines 14 to 23); if the inter-layer is sufficiently
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thick the pits are fornmed in the absorptive |ayer and
in the inter-layer (Figure 5); if the inter-layer is
thin, the pits are forned in both these |ayers and at
the surface of the substrate (Figure 7). Accordingly
the discs disclosed in the application as filed with
reference to Figures 2, 4 and 6, which differ from each
ot her by the absence or presence of an inter-|ayer (6)
and by the thickness of the inter-layer, formthree
separate alternative enbodi nents of realisation

Claims 1 and 3 as granted covered all three of the
above described alternatives: "said optically readable
pits are formed either in the surface of the substrate
adj acent to the absorption layer and in the absorption
| ayer or additionally in a |ayer adjacent to the
absorption layer or in the absorption layer and in said
addi tional layer" (colum 38, line 57 to columm 39,
line 4). The deletion of one of these alternatives
during the opposition proceedings thus nerely limts
the scope of the clains to the two other alternative
enbodi ments originally disclosed with reference to
Figures 2, 3, 6 and 7, and neither corresponds to an

i nventive sel ection having no support in the
application as filed nor to a disclainmer. Accordingly
the deletion in the granted clains of a feature
defining the originally disclosed enbodi nent of the

di sc according to Figures 4 and 5 does not contravene
Article 123(2) EPC

Main request - Admissibility of the amendnments

The Board is satisfied that clains 1 and 3 according to
the main request satisfy the requirenments of Article 84
EPC and do not contravene Article 123(2) or (3) EPC
More specifically:
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The feature "stably neeting a CD standard”, which was
introduced in clains 1 and 3 during the opposition
proceedi ngs and objected to by the appellant as
contravening Article 123(2) EPC, has been del eted. The
deletion of this feature fromclains 1 and 3, which

wi dens the scope of these clains and puts the opponent,
who is the sole appellant, in a situation worse than if
he had not appeal ed, appears at first sight to offend
agai nst the prohibition of reformatio in peius (G 9/92,
Q) 1994, 875). However, an exception to this principle
may be nmade in circunstances where the patent as

mai ntai ned in anmended form woul d ot herwi se have to be
revoked as a direct consequence of an inadm ssible
amendnment held all owabl e by the opposition division in
its interlocutory decision (G 1/99, QJ 2001, 381). The
only possi bl e candi date which could be used to repl ace
the feature "stably neeting a CD standard” is the
reference to the CD standards di scl osed at colum 4,
lines 35 to 38 of the published application. However,
this passage is itself not clear, so that it is not
possible to find an originally disclosed clear feature
whi ch could be used to restrict the scope of the patent
as anmended i n opposition proceedings. In these

ci rcunstances the deletion of the inadm ssible feature
may be allowed (see G 1/99, point 15). For the sake of
conpl eteness, it is noted that this deletion does not
infringe Article 123(3) EPC because the deleted feature
was not recited in clainms 1 and 3 as granted.

The optical disc according to Figures 6 and 7 of the
application as filed conprises an inter-layer (6)

di sposed between the substrate and the absorptive | ayer
and so thin that the pits are fornmed in both | ayers and
in the substrate (published application, colum 7,
lines 19 to 35 and colum 8, lines 14 to 23; colum 19,
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l[ines 11 to 31: Exanple 13). Accordingly the formation
of pits in the surface of the substrate, in the
absorptive layer and in an inter-layer disposed between
the substrate and the absorptive layer as recited in
feature (b) of clains 1 and 3 was di sclosed in, and
supported by, the originally filed application.

Mai n request - Novelty

2376.D

Docunment D4 di scl oses an optical information recording
medi um (Figure 2; page 7, line 7 to page 8, line 4,
Exanple 11) which conprises all the features set out in
the preanble of claim3 according to the main request,
namely an optical information recording nedi um
conpri si ng:

- a light transmtting substrate (S)

- a light absorptive dye layer (A) overlaying the
substrate (S) to absorb a |laser beamto form
optically readable pits (1), and

- alight reflective layer (R) overlaying the |ight
absorptive | ayer (A).

The feature (a) recited in the characterizing part of
claim3 specifies a first alternative enbodi nent of the
recordi ng nmedi um according to which the optically
readable pits are fornmed in the surface of the
substrate (S) adjacent to the absorptive layer (A) and
in the absorptive |ayer (A).

According to D4 (Figure 2; page 2, lines 15 to 26;

page 4, lines 33 and 34; page 7, line 31; page 8,

lines 28 and 29) physical/chem cal changes, nanely

hol es, are produced in the absorptive | ayer by neans of
a laser. D4 thus discloses optically readable pits
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formed in the absorptive |ayer (A) of the recording
medi um However D4 does not show or describe pits
formed outside the absorptive |ayer, particularly not
in the surface of the substrate (S) adjacent to the
absorptive | ayer (A).

The appel | ant does not dispute that D4 does not

di scl ose expressis verbis the formation of pits in the
surface of the substrate. However in the appellant's
view, D4 in conbination with Dr Mahy's declaration D5
anticipated the formation of pits in the surface of the
substrate (S) adjacent to the absorptive |ayer (A).

Dr Mahy's declaration essentially relates to the
Exanple | of D4 in which the recording nmediumis
provided with a Bi absorptive layer (Figure 1; page 8,
lines 9 to 20: Exanple |I). However, the discs according
to Figure 1 and Exanple | of D4, in which the substrate
is not adjacent to the absorptive |layer, and those
according to Figure 2 of D4, when they conprise a

netal lic absorbing | ayer, do not destroy the novelty of
claim3 which is restricted to an absorptive dye | ayer
adj acent to the substrate. Insofar as the declaration
is relevant to the Exanple Il of D4, which nerely shows
a recordi ng nmedi um conprising an absorptive dye | ayer
(vanadyl phthalic cyanine), and not a netallic
absorptive |layer, adjacent to the substrate, the

appel lant's argunents, in the view of the Board, did
not denonstrate that formation of pits in the surface
of the substrate adjacent to the dye absorptive |ayer
was nmade available to the public, even inplicitly, by

t he di scl osure of D4.

The decl aration may explain that the heat produced in a
Bi absorptive layer is so high as to generate
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deformation at the interface between the absorptive

| ayer and an adj acent organic |ayer, and consequently
at the surface of an organic substrate adjacent to the
absorptive | ayer. However neither the passage of D4
gquoted in the declaration (page 4, lines 8 to 15) which
does not explicitly suggest that the adjacent layers in
D4 are nechanically defornmed, nor the nere statenent
made in the declaration w thout evidence that droplets
of nelted absorptive nmetallic |ayers have been observed
to nechanically deform adjacent organic |ayers, are
sufficient to denonstrate that "at |east sone
deformati on occurs at the surface of these (organic)

| ayers adjacent to the absorptive layer"” as stated in

t he decl arati on.

The appel | ant argued t hat deconposition of a | ayer nade
of vanadyl phthalic cyanine (VOPc), which nust occur to
obtain pits, took place at tenperatures above 200°C,
and that at this tenperature the substrate of D4 would
be defornmed as described in Dr Mahy's decl arati on.
However D4 does not disclose the use of a substrate
made of a material which deforns when the pits are
formed. The declaration nerely explains that the
recording laser "may easily lead to nelting of the B
(absorptive) layer (mp. 271°C)" and consequently that
"the interfaces between the absorbing |ayer and the
transparent |ayer (and/or the substrate) are exposed to
a tenperature of several hundred degree" which "is
typically much higher than the nelting and/or gl ass
transition tenperatures of nobst organic material s".
Thus, it has not been shown that the physical/chem cal
changes in a VOPc absorptive layer in Exanple Il of D4
whi ch begin at 200°C (see D7) nust cause deformation in
the surface of a substrate nmade of glass or synthetic
resin materials, as argued by the appellant.
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According to paragraph 6 of Dr Mahy's decl arati on,
whi ch nerely considered Exanple Il of D4 in respect of
its cellulose transparent |ayer, deformations are
produced in the surface of this transparent |ayer (T),
if the layer is sufficiently thick. This cannot prove
that deformations are fornmed in the surface of the
substrate (S) according to D4 wherein the transparent
layer (T) is disposed between the absorptive |ayer (A
and the reflective layer (R) (see Figure 2 of D4).

The feature (b) recited in the characterizing part of
claim 3 specifies a second alternative enbodi nent of

t he recordi ng nmedi um according to claim3 in which
optically readable pits are fornmed in the surface of
the substrate (1) adjacent to the absorptive |ayer (2),
in the absorptive layer (2), and additionally in an
additional inter-layer (6) disposed between the
substrate (1) and the light absorptive |ayer (2). D4

di scl oses an additional inter-layer (T), but this |ayer
is not disposed between the substrate (S) and the |ight
absorptive layer (A). For this reason, D4 does not take
away the novelty of the second alternative according to
claim 3. Mreover for the reasons given in the
foregoing point (5 to 5.6), D4 also does not disclose
the formation of pits in the surface of the substrate
adj acent to the absorptive |ayer according to this
second al ternative.

Docunent D1 di scl oses various enbodi nents of
real i sation of discs having an expandabl e or

t her nodegr adabl e dye | ayer (3) overlaying a substrate.
However, in none of these enbodi nents, particularly
those of Figures 8 and 11, are optically readable pits
formed at the surface of the substrate, so these
enbodi ments do not have all the features recited in
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claim 3.

7.1 The disc according to Figure 8 of D1 has an absorptive
dye layer (3) overlaying a transparent substrate (10),
a light reflective layer (2) overlaying the absorptive
| ayer, an additional transparent |ayer (9) adjacent to
the dye | ayer and a ductile netal |ayer disposed
bet ween the dye | ayer and the transparent |ayer
(Figures 7 and 8; colum 8, lines 21 to 52). However,
no optically readable pits are forned in the surface of
the substrate (10). The sane consideration applies to
t he enbodi nent of Figure 11 which noreover does not
show a light reflective |ayer.

7.2 The layer (9) has an anti-reflection function
(colum 8, lines 21 to 31) differing fromthe usual
supporting function of a substrate and is deposited on
t he substrate, for exanple by centrifugation (colum 7,
lines 43 to 57) in a way simlar to the inter-|layer (6)
in the patent. The Board thus cannot share the
appellant's view that the substrate (10) and the | ayer
(9) could be considered as form ng together a | am nated
substrate.

8. Accordi ngly, the appellant has not shown that the
subj ect-matter of claim3 according to the main request
| acks novelty in view of the cited prior art. The same
considerations apply to claim1 which relates to a
met hod for optically recording information on an
optical information recordi ng medi um according to

claim 3.
Mai n request - Inventive step
9. Starting from D4 the objective probl emunderlying the

2376.D Y A
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present invention can be seen as providing an optical

i nformation recordi ng medi um whi ch may follow the same
standards as the widely prevailing standards for
conpact discs (CD), so that they are interchangeable
with already prevailing CDs and can be played back by
CD pl ayers. This problem corresponds to the problem
mentioned in the patent in suit (colum 1, lines 53 to
58; colum 2, lines 21 to 25).

According to claim3 the problemis solved by formng
the optically readable pits also in the surface of the
substrate adjacent to the absorptive layer. This nakes
it possible to obtain a recordable optical disc which
neets the CD standards since the read-out signals are
not so different fromthose of CDs, where the pits are
formed on a substrate by press nolding (colum 3,
lines 34 to 50).

The recordi ng nmedi um according to D4 is not a CD, but
is of the anti-reflection type and conprises an anti -
reflection coating fornmed by the transparent |ayer (T)
di sposed between the absorptive |ayer (A) and the
reflective layer (R), the thickness of the transparent
| ayer being such that the phase difference between the
beam i ncident on the absorptive layer (A) and the beam
transmtted fromthis layer to the outside after
reflection by the reflective layer is an odd nmultiple
of 180°.

The recordi ng medi um according to D4 has for its object
to inprove the prior art discs of the anti-reflection
type, especially by ensuring that "the energy applied
during witing of information is not only absorbed as
conpletely as possible in the absorptive |ayer of the
anti-reflex coating, but remains also concentrated as
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much as possible in the area where a physical or
chem cal change nust be produced in the absorbing
| ayer" (page 2, lines 17 to 22).

The recordi ng medi um according to claim3, alternative
(b), conprises an inter-layer (6) and sone enbodi nents
i nclude an additional |ayer (16) sandw ched between the
absorptive layer and the reflective | ayer. However
neither the inter-layer nor the additional |ayer are
specified in the patent in suit as providing an anti -
reflection effect, the recordi ng medi um of the

i nvention appearing to work in a way simlar to that of
a CD. Therefore the skilled man faced with the probl em
of the invention would not consider D4, which is
concerned with a different problem and teaches a

sol ution which does not solve the problemof the

i nvention.

There are no good reasons for considering Dr Mahy's
decl aration, which was made in 1999, twenty years after
the date of priority of D4, as an indication of the
general know edge in the relevant field at the date of
priority of D4. Mreover, the teaching of D4, even if
conbined with Dr Mahy's decl aration, does not suggest
form ng the readable pits outside the absorptive |ayer,
and in particular cannot suggest formng themin the
surface of the substrate (see points 5 to 5.6 above).

Discs in which optical readable pits are fornmed in a
i ght absorptive dye layer and in the surface of a
substrate overlayed by the dye | ayer do not appear to
be disclosed in D1 (see paragraph 7 to 7.2 above), in
D2 or in D3. Mreover neither D1, D2, nor D3 suggests
the formation of pits in the surface of the substrate.
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12. Accordingly, the appellant's argunents have not
convinced the Board that the subject-matter of claim3
was obvious to the person skilled in the art at the
priority date of the patent. The sane is true for
claiml. The Board therefore concludes that the
subj ect-matter of the independent clains 1 and 3
i nvol ves an inventive step within the neaning of
Article 56 EPC.

13. In the Board's judgenent, taking into account the
anmendnents according to the main request the patent in
suit and the invention to which it relates satisfy the

requi renents of the Convention.

14. Since the main request is allowable, the auxiliary
request need not to be considered.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first
instance with the order to maintain the patent in
amended formin the foll ow ng version

claiml filed per fax on the 4 Septenber 2002, clains 2
to 7 filed with the letter dated 16 August 2002,
description and drawings in the form approved by the
opposi tion division.

The Regi strar: The Chai r man:

2376.D
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D. Sauter W J. L. \Weeler
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