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Summary of Facts and Subm ssi ons

0766. D

I nt ernati onal application PCT/NL 00/00035 entitled
"Antistatic nolded article conprising a polyesteram de
resin” conprising 54 clains was filed on 18 January
2000.

The nine (9) independent Clains 1, 13, 23, 25, 27, 32,
42, 44 and 46 read as foll ows:

"1l. An antistatic nolded article conprising a

pol yesteram de resin, characterized in that said nol ded
article is prepared by copolynerizing (a) a cyclic

am de and at | east one ester selected fromthe group
consisting of (b;) a cyclic ester and (b,) at |east one
| inear ester selected fromthe group consisting of

pol yest er pol yol , pol yest eret herpol yol, and

pol ycar bonat epol yol, said nolded article having a
surface resistivity of less than 102 U."

"13. A polyesteram de resin prepared by reacting 100
parts by weight of (a) a cyclic amde, 5 to 50 parts by
wei ght of (b,) at |east one linear ester selected from
t he group consisting of polyesterpolyol,

pol yest er et her pol yol , and pol ycar bonat epolyol, or 5 to
50 parts by weight of a mxture of at least 5 parts by
wei ght of the linear ester (b, and (b,) a cyclic ester,
and (c) a chem cal conpound having a nol ecul ar wei ght
of 200 or smaller and having at |east 2 hydroxyl
groups, wherein said resin has a nunber average

nol ecul ar wei ght, reduced from pol ystyrene, of from
4,000 to 100, 000."

"23. An antistatic nolded article conprising a
pol yesteram de resin according to any one of clains 13-
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22."

"25. A nethod for preparing an antistatic

pol yest eram de resin by ring-opening copol ynerizing (a)
a cyclic amde and (b;) a cyclic ester in a weight ratio
of from100:3 to 100:44."

"27. A nmethod for preparing an antistatic

pol yesteram de resin by copolynerizing (a) a cyclic
am de and (b,) at least one linear ester selected from
t he group consisting of polyesterpolyol,

pol yest er et her pol yol , and pol ycar bonat epol yol or a

m xture of (b;) a cyclic ester and the |inear ester
(by), in a wight ratio of from100:2 to 100:50."

"32. A nethod for preparing a pol yesteran de resin by
reacting 100 parts by weight of (a) a cyclic amde, 5
to 50 parts by weight of (b,) at |east one linear ester
selected fromthe group consisting of polyesterpolyol,
pol yest er et her pol yol , and pol ycar bonat epolyol, or 5 to
50 parts by weight of a mxture of at least 5 parts by
wei ght of the linear ester (b, and (b,) a cyclic ester,
and a chem cal conpound (c) having a nol ecul ar wei ght
of 200 or smaller and having at |east 2 hydroxyl
groups. "

"42. A nethod for nmaking a pol yesteram de resin
antistatic, wherein the polyesteramde resinis
prepared by ring-opening copolynerizing (a) a cyclic

am de and (b,) a cyclic ester, characterized in that the
wei ght ratio of the cyclic amde (a) to the cyclic

ester (b;) is set in a range of from100:3 to 100:44."

"44. A nethod for nmaking a pol yesteram de resin
antistatic, wherein the polyesteramde resinis
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prepared by copolynerizing (a) a cyclic am de and (b,)
at |least one linear ester selected fromthe group

consi sting of polyesterpol yol, polyesteretherpolyol,
and pol ycarbonat epol yol or a m xture of the linear
ester (b, and (b;) a cyclic ester, characterized in
that the weight ratio of the cyclic amde (a) to the
linear ester (b,) or to the mxture of the cyclic ester
(b)) and the linear ester (b, is set in the range of
from 100:2 to 100:50."

"46. A nethod for nmaking a pol yesteram de resin
antistatic, wherein the polyesteramde resinis
prepared by copolynerizing (a) a cyclic am de and (b,)
at | east one linear ester selected fromthe group
consi sting of polyesterpol yol, polyesteretherpolyol,
and pol ycarbonat epol yol or a m xture of the linear
ester (b, and (b;) a cyclic ester, characterized in
that the weight ratio of the cyclic amde (a) to the
linear ester (b,) is set in the range of from 100:5 to
100: 50, or the weight ratio of the m xture of the
linear ester (b,) and the cyclic ester (b;,) is set in
the range of from 100:5 to 100:50, wherein the weight
ratio of the linear ester (b,) to the cyclic am de (a)
is at least 5:100, and a chem cal conpound (c) having a
nol ecul ar wei ght of 200 or smaller and having at | east
2 hydroxyl groups.”

L1l On 10 April 2000 the European Patent O fice (EPO,
acting as International Searching Authority (ISA),
issued an "Invitation to pay Additional Search Fees"
stating that the application did not conply with the
requi renent of unity of the invention stipulated in
Rules 13.1, 13.2 and 13.3 PCT and inviting the
Applicant to pay, wthin a time limt of 30 days, one
addi tional search fee.

0766. D Y A
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| V. This "Invitation to pay Additional Search Fees"
resulted fromthe EPQ | SA' s conclusion that, in the
light of docunents

GB-A-1 099 456 (hereinafter D1) and

GB-A-1 297 546 (hereinafter D2),

whi ch di scl osed the "special technical feature

pol yester am de prepared by

reacti ng/ copol yneri sing/ring-opening a (a) cyclic

am de", there was no single inventive concept capable
of unifying the inventions conprised by the independent
clainms, since the further common technical feature
"provision of antistatic properties” was known from

GB-A-1 419 979 (hereinafter D3),

GB-A-1 518 060 (hereinafter D4) and

EP- A-0 613 919 (hereinafter D5)

to be an inherent property of polyesteram de resins.

In view of this situation, the |ISA concluded, that the
present application conprised two inventions:

- invention 1 relating to pol yesteram de resins
prepared by copol ynerizing (a) cyclic am de
(erroneously identified in the ISA's invitation as
"cyclic ester") and (b,;) cyclic ester; and

- invention 2 relating to pol yesteram de resins

prepared by copol ynerizing (a) cyclic am de and
(by) linear ester, possibly together with (b,

0766. D Y A
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cyclic ester and/or conpound (c).

On 3 May 2000 the Applicant paid the additional search
fee under protest, submitted a reasoned statenent
contesting the non-unity objection of the search

exam ner and requested that said opinion be reversed
and that the additional search fee be refunded.

The Applicant essentially denied the | SA's assunption
that "the pol yesteram des of the present invention are
al ready known in the art to have antistatic
properties”, inter alia because, inits view, the

pol yest eram de resins according to D3 and D5 had not
been prepared froma cyclic am de and those accordi ng
to D4 had not been prepared fromcyclic or |inear
esters, thus not allow ng any conclusion with respect
to the antistatic properties of the differently
prepared pol yesteram de resins according to the
application in suit.

On 4 July 2000 the EPA/I SA issued its "Notification
regarding review of justification for invitation to pay
additional search fees" according to Rule 40.2(e) PCT.

Therein the Applicant was notified that the "Invitation
to pay Additional Search Fees" was deenmed justified and
was invited to pay a protest fee within one nonth.

The protest fee was paid by the Applicant on 3 August
2000.

Reasons for the Decision

1

0766. D

The protest is adm ssible.
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2. The finding of non-unity in the ISA's "lInvitation to
pay Additional Search Fees" was based on the all eged
anticipation by docunents D1 and D2 of the feature
"pol yesteram de resin prepared froma cyclic am de"
(cf. point IV supra).

3. This finding is thus nmade a posteriori, i.e. taking
into account the result of the partial international
search report attached to the ISA's "lInvitation to pay
Addi tional Search Fees". According to the decision of
the EPO s Enl arged Board of Appeal G 1/89 (QJ EPO 1991
155) and its opinion G 2/89 (QJ EPO 1991, 166) such a
posteriori objections are perm ssible.

4. The Applicant's defence against the I SA's non-unity
obj ection concentrates on the argunent that docunents
D3, D4 and D5 could not establish that the specific
pol yest eram de resins according to the various
clainms of the present application as well as those
according to docunents D1 and D2 have antistatic
properti es.

5. However, the Applicant's observations are not able to
set aside the finding of non-unity of the "Invitation
to pay Additional Search Fees" for the follow ng
reasons.

5.1 The only el enment conprised by all independent clains,
whi ch m ght, thus, represent a unifying "special
technical feature” within the neaning of Rule 13.2 PCT,
is the concept of a polyesteram de resin derived froma
cyclic am de and a cyclic ester.

5.2 However, docunents D1 and D2 both discl ose
pol yest eram de resins which have been prepared froma

0766. D Y A
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| actam and a | actone, e.g. from caprol actam and
caprol actone (D1: Caim1; D2: Cains 1 and 3).

In view of the fact that the concept "polyesteram de
resin derived froma cyclic amde and a cyclic ester”
was known, it is not justified to assunme the function
of a feature, which unifies all enbodi nents covered by
t he i ndependent cl ai ns.

This conclusion is also valid if account is taken of
the antistatic property the pol yesteram de resins shal
di splay according to independent Clainms 1, 13, 23, 25,
27, 42, 44 and 46, because the upper limt of the
surface resistivity of less than 10 U set out in
Caiml is known by the skilled person to border on
"antistatic properties” of insulators.

This is corroborated by the further prior art cited in
the "Invitation", in particular D3, which is generally
concerned with "antistatic polyam de conpositions”
(page 1, line 6). According to the introduction of D3,
shaped articles of polyam des are very restricted in
their commercial applications by the extrenely

troubl esonme el ectric charging of these polyners having
el ectrical surface resistance val ues of higher than 10%?
ohnms (page 1, lines 20 to 22). Furthernore, tests
carried out on typical commercially avail able

pol yam des showed that the electrical surface

resi stance of Nylon-6 was 7 x 102 ohns, and that of

Nyl on-66 was 9 x 10'2 (page 5, lines 26 to 30).
Consequently, even a conventional polyam de resin, such
as Nylon-6 (produced by polynerisation of caprol actam,
whi ch has not been treated or nodified to lower its

el ectrical surface resistance is neverthel ess al ready
"antistatic" within the nmeaning of the application in
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suit.

In the light of the above, it is imediately evident
that such a requirenment will be necessarily fulfilled
by the pol yesteram de resin prepared according to the
Exanple of D1 (page 1, line 60 to page 2, line 9) as
wel | as by that used according to Exanple 2 of D2
(page 3, lines 86 to 48), since these are thensel ves
pol ymers of caprol actam which additionally contain
ester units, the latter units inproving, if anything,
the antistatic properties of the polymer, as is

undi sputedly generally taught in D3 to D5.

Consequently, neither the concept of a polyesteram de
resin derived froma cyclic am de and a cyclic ester,
nor its antistatic characteristics as defined by a
surface resistivity of less than 102 U fulfil the

requi rement of a "special technical feature" as set out
in Rule 13.2 PCT.

This conclusion is not affected by the counterargunents
of the Appellant in its subm ssion dated 1 May 2000; on
t he one hand possible differences in the preparation
and/ or structure of the polyesteranm de resins disclosed
in D3, D4 and D5 have no bearing on the here decisive
fact, nanely that D1 and D2 di scl ose the concept of a
pol yesteram de resin derived froma cyclic amde and a
cyclic ester, and on the other hand, in view of what is
set out in points 5.4 to 5.6 supra, those differences
are of no consequence for the antistatic properties
attributed by the skilled person to the pol yesteram de
resins according to D1 and D2.

Thus, the Board concurs with the SA's finding of |ack
of unity.
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8. The Board accordi ngly concludes that the Applicant's
protest is not justified.

Or der

For these reasons it is decided that:

The protest under Rule 40.2(c) PCT is dism ssed.

The Regi strar: The Chai r man:

M Dai nese R Young
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