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Summary of Facts and Subm ssi ons
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I nt ernati onal application PCT/US 00/34195 entitled
"Pol ynerization of ol efins" conprising 17 clains was
filed on 15 Decenber 2000.

The independent Clains 1, 4 and 11 read as foll ows:

"1. An anion of the formula (I)

wher ei n: " .

Ris “K(Lj/f hydr ocar byl or
substituted ’ '& hydrocarbyl, and R is
hydr ogen, S hydr ocar byl or
substituted hydr ocar byl , and

provided that R' and R? taken together may be ortho-
aryl ene or substituted ortho-aryl ene;

R® is hydrogen, hydrocarbyl, substituted
hydrocar byl or a functional group, provided that when R
and R taken together are ortho-arylene or substituted
ortho-arylene, R may forma fused ring system
t herewi t h;

Qis nitrogen, oxygen, phosphorous or sulfur;

R* and R are each independently hydrogen,
hydrocar byl , or substituted hydrocarbyl, provided that
R* and R taken together may forma ring, and further
provi ded that when Qis oxygen or sulfur R is not
present;

Zis a bridging group of the formula (I11) or (111)

Ris ifgj g§<w hydr ogen, hydrocar byl
or substituted - hydr ocar byl , provi ded

R
R

that RR and R together may forma ring;
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R" i s hydrogen, hydrocarbyl or substituted
hydrocarbyl, provided that R}, R and R together nmay
forman aromatic ring or R and R’ taken together nmay
forma ring;

R is hydrogen, hydrocarbyl or substituted
hydr ocar byl ;

R° is hydrogen, hydrocarbyl or substituted
hydrocarbyl, provided that R* and R’ taken together may
be part of a double bond to an imno nitrogen atom or
R¢ and R’ taken together may forma ring, or R, R, R
and R’ taken together may forman aromatic ring, or R
and R’ taken together may forma ring, or R/, R and R
taken together may forma ring, or R, R, R, R, R and
R° taken together may forma fused aromatic system

R R R2 and R are each independently
hydr ogen, hydrocarbyl or substituted hydrocarbyl or R,
R, R!2 and R taken together are ortho-aryl ene;

R is hydrogen, hydrocarbyl or substituted
hydr ocar byl ;

R* and R together are part of a double bond to an
imno nitrogen atom"

"4, A Goup 3 to Goup 10 transition netal conplex of
the anion of the fornmula (1) as set forth in claim1."

"11. A process for the polynerization of ol efins,
conprising the step of contacting, at a tenperature of
about -100°C to about +200°C, one or nore nononers
selected fromthe group consisting of ethylene and an
olefin of the formula HC=CH(CH,) ,G (XVIl), with an
active catalyst, characterized in that the active

catal yst conprises a conplex as set forth in any one of
clains 4-9."

Clainms 2 and 3 are dependent on Cdaiml;, Cains 5to 10
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are dependent on Claim4; Cains 12 to 17 are dependent
on Claim 11.

On 3 May 2001 the European Patent O fice (EPO, acting
as International Searching Authority (ISA), issued an
"Invitation to pay Additional Search Fees" (hereinafter
“Invitation") stating that the application did not
conply with the requirenent of unity of the invention
stipulated in Articles 3(4)(iii) and 17(3)(a) PCT as
well as in Rule 13 PCT and inviting the Applicant to
pay, within a tine limt of 45 days, eight additional
search fees.

This "Invitation" resulted fromthe EPO | SA' s
conclusion that the subject-matters of Clains 1 to 17
were a posteriori deprived of a single general

i nventive concept and of a correspondi ng unifying
techni cal feature, by docunent

EP- A-0 874 005 (hereinafter D1),

whi ch di scl osed the use of transition netal conpl exes
conprising anions of the structure of present Claim1l
as catalysts for the polynerization of ol efins.

(i) Fromthat it followed, in the I SA"s opinion, that
the application disintegrated into the follow ng
ni ne groups of "inventions":

Goup 1: The subject-matter of Cains 1-3;
Group 2: The subject-matter of Clainms 4-17 insofar

as they relate to conpl exes of Goup 3 of
the Periodic Table of Elenents;
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The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 4 of
the Periodic Table of Elenents;

The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 5 of
the Periodic Table of Elenents;

The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 6 of
the Periodic Table of Elenents;

The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 7 of
the Periodic Table of Elenents;

The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 8 of
the Periodic Table of Elenents;

The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 9 of
the Periodic Table of Elenents;

The subject-matter of Cains 4-17 insofar
as they relate to conpl exes of Goup 10
of the Periodic Table of Elenents;

Said "Invitation" furthernore indicated on its

first page, box 3, that Cains 1 to 17 "have been
found to be unsearchable under Article 17(2)(b)
because of defects under Article 17(2)(a) and

t heref ore have not been included with any

i nvention."
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Wth regard to the latter statenment, page 4 of the
“Invitation" set out that only a very small portion of
conmpounds fromthe extrenely | arge nunber conprised by
the clainmed invention were supported within the neaning
of Article 6 PCT and/or were disclosed within the
meani ng of Article 5 PCT. Therefore, a neaningful
search over the whole of the clainmed scope was

i npossi bl e and, consequently, only a limted search on
the basis of formula VI of Claim12 had been carried
out .

Furthernore, the Applicant was warned that clains, or
parts of clainms, relating to inventions in respect of
whi ch no international search report had been
establ i shed need not be the subject of an international
prelimnary exam nation (Rule 66.1(e) PCT).

On 8 June 2001 the Applicant paid the additional eight
search fees under protest and requested that the non-
unity objection of the search exam ner be reversed and
that the additional search fees be refunded.

The Applicant stated on page 1, third paragraph of its
submi ssion "that this application conplies with the
requi renment of unity of invention as set forth in

Rul e 13 PCT, or alternatively, that the ISA s
suggestion of a 9-way unity of invention is a

m sapplication of the unity of invention rules and the
pur pose behind the unity of invention concept, and is
clearly excessive under the circunstances"”.

Al ternatively, the Applicant requested on page 3,
second paragraph of its subm ssion "that the | SA
indicate that, to the extent that the application may
not fully conply with such unity of invention
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requi renents, the relationship between the conplying
and non-conplying elements are such that all subject-
matter can be retained in a single application and thus
searched and exam ned wi thout additional fee, or

ot herwi se apply the provisions set out in PCT

| nt ernati onal Search Cuidelines, VII-12".

In its reasoning the Applicant argued as foll ows:

(1) The 1 SA's objection of non-unity between Clains 1
to 3 and Cains 4 to 17 was i nconprehensi bl e
because the ligand (1) anion according to Claiml
of the application was conmon to all the clains.

(it) To the extent that docunment D1 affected the
patentability of Caiml it would therefore
equal ly affect the other clains.

(iii) Since D1 appeared to disclose some species of the
ligand (1) anion genus, this structure could not
a posteriori provide unity of invention between
the subject-matter of all of the clains.

(iv) However, in the Applicant's opinion, this did not
end the unity of invention inquiry because by
delineating the clained invention during the
subsequent International Prelimnary Exam nation
phase, the Applicant would be able to re-
establish unity by defining a special technical
feature of the independent clains.

(v) For the sane reason, the position of the | SA that
each of the eight groups of conpl exes of
transition netals with the anion of Caim1l
conprised by Clainms 4 to 17 defined a separate



0416.D

(vi)
(Vii)
(Vii)

- 7 - W 0024/ 01

invention was contrary to the "Markush Practice”
set out in Annex B, Section (f) of the PCT

Adm nistrative Rules [correct: PCT Administrative
| nstructions], because "claim1l can be anended to
define patentable subject matter, which will then
formthe comon structure as required by
condition (B) [of said Section (f)] ..., and
which ... will at |least nake this a border-1line
case within the neani ng of decisions G 1/89 and
G 2/ 89" (page 4, second paragraph)(cf.

point (vii) below).

In the Applicant's view, by not applying the
proper unity of invention analysis the |ISA
commtted a substantial procedural error.

Therefore, the I SA's conclusion of non-unity in
the International Search phase was premature and
severely prejudiced the Applicant's rights in the
remai nder of the International Phase and in the
ensui ng Nati onal / Regi onal Phase.

In order to avoid such a situation, the Enlarged
Board of Appeal in decision GL/89 (QJ EPO 1991,
155) and opinion &/89 (QJ EPO 1991, 166)
cautioned against the raising of a posteriori
non-unity objections in borderline cases. The
present case shoul d be considered as a borderline
case because, in spite of the anticipatory

di scl osure of D1, there was a potential for an
inventive link between groups of clains.

Furthernore, the Applicant argued that the |ISA' s
refusal to search the entire invention was not
covered by the provisions of Article 17(a)(ii)
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PCT because the alleged violations of Articles 5
and 6 PCT were no grounds of refusal under this
Article, and even if they were, the |ISA had
failed to substantiate their respective

all egations to the standard set out in the PCT

I nternational Prelimnary Exam nation Cuidelines,
I11-6.3 and I11-6. 4.

On 21 August 2001 the EPA/I SA issued its "Notification
regarding review of justification for invitation to pay
addi tional search fees" according to Rule 40.2(e) PCT
(hereinafter "Notification").

Therein the Applicant was notified that the
"Invitation" was deenmed justified and was invited to
pay a protest fee within one nonth.

Wth regard to its protest against the ISA s refusal to
search the entire invention, the Applicant was inforned
that under Rule 40.2(e) PCT the revi ew panel
establishing the "Notification" had no conpetence to

di scuss such matters.

The protest fee was paid by the Applicant on 20
Sept enber 2001.

In its subm ssion of the sane date the Applicant
comment ed sone aspects of the "Notification" and
requested withdrawal of the unity of invention

obj ections, and an indication that refusal to search
under Article 17(a)(ii) PCT was inproper.

The Applicant furthernore requested a refund of any
addi ti onal search fees that have been paid to date, or
whi ch have ot herw se been charged in accordance with
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the Applicant's authorization.

Auxiliarily, the Applicant requested oral proceedings.

Reasons for the Decision

0416.D

The protest is adm ssible.

The Applicant's auxiliary request for hol ding oral
proceedi ngs is refused because such a procedural
initiative is not provided for in the International
Search phase. Neither is there any suggestion of a
possi ble oral intervention in the general provisions of
Article 17 PCT, nor in Rule 40 PCT which is
particularly concerned with the procedural steps in the
case of lack of unity of invention during the search
phase.

Furthernore, the Applicant's attention is drawn in this
respect to decision W4/93 (QJ EPO 1994, 939;

Reasons 9) where it was held that a right to forma

oral proceedings is not foreseen in the PCT, even
during the International Prelimnary Exam ni ng phase.

The finding of a posteriori non-unity in the ISA' s
"Invitation" was based on the alleged anticipation by

t he di sclosure of D1 of the general concept underlying
the clains of the application, i.e. the synthesis and
use of an olefin polynerisation catalyst by neans of an
anioni c synthon depicted in forrmula (1) of Caiml.

Docunent D1

Claim1l of this docunent relates to an olefin
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pol ynmeri sation catal yst which conprises inter alia (A
a transition netal conmpound of the follow ng fornmula

(1)
— Rl —
wher ei n ]2 &Nu
. \C// P MX, ..
Mis a . o transition netal atom
of Goup 3 to Qw Group 11 of the
o
Peri odi ¢ Tabl e, f R _n

mis an integer of 1 to 6,

Rl to RR may be the same or different, and are each a
hydrogen atom a hal ogen atom a hydrocarbon group, a
het erocyclic conpound residue, an oxygen-, nitrogen-,
boron-, sulfur-, phosphorus-, silicon-, germanium or
tin-containing group, and two or nore of them may be
bonded to each other to forma ring,

nis a nunber satisfying a valence of M and

X is a hydrogen atom a hal ogen atom a hydrocarbon
group, an oxygen-, sulfur-, nitrogen-, boron-,

al um num, phosphorus-, hal ogen-, silicon-, germani um
or tin-containing group, or a heterocyclic conpound
resi due.

4.2 In the first paragraph of page 2 of the "lInvitation"
the | SA refers to conmpound L33 on page 81 and to
Exanpl e 65 on page 130 (erroneously pointing to lines 6
to 13; indeed Exanple 65 is described in lines 21 to 54
of page 130).

Exanpl e 65 di scl oses the foll ow ng

Ti d ,- conpl ex of [;j:ij conmpound L33:
N _-__N |
- STiCly
°© 2
4.3 A conpari son of t he structures of

0416.D Y A
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conmpound L33 with fornmula (1) of present Caim1l reveal s that

L33 is an enbodi nent of said fornmula wherein Z is a bridging

group of fornmula (I1), Qis nitrogen and R to R taken

together with this nitrogen atomforma fused aromatic ring

syst em

0416.D

i.e. a 8-quinolinyl structure.

This structure is identical to the one of fornula
(XVIl) according to Exanple 2 on page 29 of the present
appl i cation.

It follows that the technical concept underlying
formula (1) of Claiml1 of the application is
antici pated by said disclosure of Di.

Since independent Claim4 of the application relates to
a Goup 3to Goup 10 transition netal conpl ex of
formula (1) and since independent Claim1l relates to a
process for the polynerization of olefins using as
catal yst a conplex according to Claim4, all the clains
are simlarly affected by the anticipating character of
D1.

The anticipation of fornmula (1) does not, therefore,
justify the conclusion that the subject-matter of
Claim1l (and of Cains 2 and 3 dependent thereupon)
bel ongs to an "invention” which is different from

t hat/those covered by Cainms 4 and 11 (including their
respectively dependent Clains 5 to 10 and 12 to 17).

Nor is there any reason for the conclusion that the
subject-matter of Clains 4 to 17 should a posteriori be
sub-divided into eight "inventions" in accordance with
the group of the Periodical Systemof Elenents to which
the transition netal of the conplex of anion (1) as
specified in C aim4 bel ongs.
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Si nce conpound L33 (cf. Section 4.3 supra) is the only
structure disclosed in docunent D1 which anticipates
formula (1) of present Claim1l and since, as conpared
with the further disclosure of D1, the anticipating
character of L33 resides in the 8-quinolinyl noiety,
and nore specifically in the presence of a nitrogen
atomin the position Qof formula (1), any concl usion
on the issue of unity must take account of the further
nmeani ngs of said position Q according to fornula (1) of
Claima1l.

Such further neanings are: oxygen, phosphorus and
sul fur.

It therefore appears that, given the anticipation by D1
of formula (1) with the nmeaning of Q being nitrogen
each one of these further variants of fornmula (1),
conpri si ng oxygen, phosphorus or sulfur, defines a
structure which constitutes a "special technical
feature" which provides a contribution over the prior
art within the nmeaning of Rule 13.2 PCT and that,
consequently, the subject-matter of Clains 1 to 17 nust
be attributed to the foll ow ng four groups:

(1) The subject-matter of Clains 1 to 17 insofar as
it relates to anions of forrmula (1) wherein Qis
nitrogen, to Goup 3 to Goup 10 transition neta
conpl exes of such anions or to processes for the
pol yneri zation of ol efins wherein such conpl exes
are used as catal ysts.

(i1i) The subject-matter of Clains 1 to 17 insofar as
it relates to an anion of formula (1) wherein Q
is oxygen, to Goup 3 to Goup 10 transition
netal conpl exes of such anion or to processes for
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t he pol ynerization of ol efins wherein such
conpl exes are used as catal ysts.

(iii) The subject-matter of Clains 1 to 17 insofar as
it relates to anions of forrmula (1) wherein Qis
phosphorous, to Goup 3 to Goup 10 transition
nmet al conpl exes of such anions or to processes
for the polynerization of ol efins wherein such
conpl exes are used as catal ysts.

(iv) The subject-matter of Clains 1 to 17 insofar as
it relates to anions of forrmula (1) wherein Qis
sulfur, to Goup 3 to Goup 10 transition neta
conpl exes of such anions or to processes for the
pol yneri zation of ol efins wherein such conpl exes
are used as catal ysts.

The Applicant's opinion that the present case justifies
t he application of the approach advocated in Section 12
of Chapter VIl of the PCT International Search

Gui del i nes cannot be accept ed.

This Section states: "Cccasionally in cases of |ack of
unity of invention, especially in an "a posteriori”
situation, the search examner will be able to nmake a
conplete international search for nore than one
invention with negligible additional work, in
particul ar, when the inventions are conceptually very
close. In those cases, the search exam ner may decide
to conplete the international search for the additiona
invention(s) together wwth that for the invention first
mentioned. Al results should then be included in the
international search report without inviting the
applicant to pay an additional search fee ..."
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Whereas, in the present case all four inventions
delineated in Section 8 supra are conceptually cl ose,
it is not possible for the search exam ner to extend
hi s/ her search beyond the first invention with
negli gi bl e additional work because the conplexity of
formula (1) of Caim1 covers, for each of the
inventions, a vast field of conpounds.

Nor does the PCT foresee the possibility to withhold a
ruling of non-unity in the International Search phase
in view of a possible re-establishnment of unity of
invention in the ensuing International Prelimnary
Exam ni ng phase. Rather, Article 17(3)(a) PCT clearly
states: "If the International Searching Authority
considers that the international application does not
conply with the requirenent of unity of invention as
set forth in the Regulations, it shall invite the
applicant to pay additional fees." [enphasis by the
Board] .

In this respect, the Applicant's reliance on G 1/89 and
G 2/89 is to no avail, because Section 8.2 of this

deci si on/ opi nion of the Enlarged Board, wherein the |SA
is requested to exercise restraint with respect to the
charging of additional search fees in cases of a
finding of lack of unity a posteriori, relates to
borderline cases of novelty and/or inventive step.
However, the anticipatory character of D1 for the
subject-matter of present Claiml1l is not open to any
doubt and was not even contested by the Applicant
itself. Again, the possible [ater establishnment of a
borderline situation in the ensuing |International
Prelim nary Exam nation phase, suggested by the
Applicant, has no bearing on the invitation to pay

addi tional search fees according to Article 17(3)(a)
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PCT.

13. Simlarly, the Applicant cannot gain anything fromits
reference to Part 6, Annex B, paragraph (f) of the
Adm ni strative Instructions Under the Patent
Corporation Treaty which relates to the so-called
"Mar kush Practice" and sets out that "[i]n this special
situation, the requirenent of a technical relationship
and the sane or correspondi ng speci al technical
features as defined in Rule 13.2 PCT, shall be
considered to be nmet when the alternatives are of a
simlar nature.”

This must be concl uded because the present case does
not neet the requirenents of the sub-paragraph (i) of
par agraph (f) which reads:

"(i) When the Markush grouping is for alternatives of
chem cal conmpounds, they shall be regarded as being of
simlar nature where the following criteria are

ful filled:

(A all alternatives have a common property or
activity, and

(B)(1) a conmon structure is present, i.e. a
significant structural elenment is shared by al
of the alternatives, or

(B)(2) in cases where the common structure cannot be
the unifying criteria, all alternatives bel ong
to a recogni zed cl ass of chem cal conpounds in
the art to which the invention pertains.”

0416.D Y A
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While it can be accepted that in the present case
condition (A) is nmet, condition (B) is not: the a
posteriori alternatives of fornula (1) neither have a
common (novel) structure, nor do the (novel)
alternatives with different meanings of position Q
(oxygen, phosphorus and sul fur) belong to a common
recogni zed cl ass of chem cal conpounds.

In summary, the finding of the "lInvitation" of an a
posteriori lack of unity of invention is upheld, albeit
with the different consequence of a disintegration of
the single a priori invention into four (in lieu of

nine) a posteriori inventions.

In spite of the afore-nentioned different conclusion of
the Board, the ISA did not, as the Applicant asserted,
by its "lInvitation" commt a substantial procedural
error. Rather the different appreciation of the issue
of unity anobunts to an ordinary error of technica

j udgnent .

Wth regard to the Applicant's conpl aint concerning the
| SA's refusal under Article 17(2) PCT to search the
entire claimed subject-matter, the Board is not in a
position to deliver any judgnent because it is not
entitled thereto by Rule 40.2 PCT.

However, in the Board's view, because of the possible
severe consequences for the Applicant of such a
refusal, which are foreshadowed in the | ast paragraph
of the "Invitation", such a neasure should be
restricted to very exceptional cases, e.g. to cases of
a clear abuse for which no evidence exists in the
present case.
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17. Since the ISA's finding of lack of unity is upheld, the
protest fee cannot be refunded although the protest is
in part successful.

Or der

For these reasons it is decided that:

1. The protest is only partly justified.

2. Fi ve additional search fees are to be reinbursed.
3. The protest fee shall not be refunded.

The Regi strar: The Chai r man:
E. Gorgnmuaier R Young

0416.D



