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Summary of Facts and Submissions
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Following the filing of International Patent Application
No. PCT/USS2/08951 the EPO, acting as ISA, on 5 March
1993 issued an invitation to pay within 45 days an
additional search fee. It considered that Claims 1 to 18
related to an improved chlorination process for
preparing known compounds useful for alkylating aromatic
compounds, as described e.g. in US-A-4 612 350, while
Claim 19 was concerned with chemical compounds per se,
not prepared by the said chlorination process, which
were intended for solving a different technical problem,
namely that of providing useful monomers for preparing a
wide variety of polymers, or intermediates for preparing

such monomers.

On 7 April 1993 the Applicant paid the additional search
fee under protest. He submitted that the process of
Claims 1 to 18, in particular that of Claims 16 to 18,
was "uniquely well suited" for preparing the products
specified in Claim 19, although these compounds might
possibly be made by other methods, and that, therefore,
the compounds of Claim 19 were linked to Claims 1 to 18.

He requested that the additional search fee be refunded.

On 22 June 1993 the result of the pribr review provided
for in Rule 40.2(e) PCT was communicated to the
Applicant, who was also invited to pay the protest fee.
The Review Panel found the above invitation completely

Sustified. On 9 July 1993 the Applicant paid the protes:c
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Reasons for the Decision
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The protest is admissible.

The objection of non-unity was raised by the ISA a
posteriori, i.e. taking the state of the art into
account, and was inter alia based on the ground that
there was no common inventive concept linking the
subject-matter of Claims 1 to 18 and Claim 19, since the
compounds of Claim 19 were not products of the process
of Claims 1 to 18. Although the Board does not fully
agree with this finding, since, as submitted by the
Applicant, the compounds of Claim 19 are selected
products of the two step process according to Claims 10
to 18, it nevertheless holds that in the circumstances

of the present case the fact that the the compounds of

- Claim 19 can be obtained by the process of Claims 10 to

18 is not in itself sufficient to establish unity of

invention.

The Applicant did not dispute the finding in the
in&itation to pay the additional search fee that the
technical problem to be solved by the processes of
Claims 1 to 18 was to improve a known chlorination
process,.as acknowledged in the description, page 2,
lines 3 to 13, whereas the compounds of Claim 19 were
intended to solve the different technical problem of

providing useful monomers or intermediates therefor,

[\
0

3
’

-]
H
1)

set out in the description, pvage 20, lines 30 to 33.

tner true ©

Us-a-4 612 350, so that these products cannot serve as a
ommon inventive concept between Claims 1 to ¢ and

c
Claim 19. Moreover, the second reaction step ccntained

v

in Claims 10 to 18 is also known from the above =x

mple.
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According to Rule 13.2. PCT as in force from 1 July 1992
an interrnational patent application may relate to a
group of inventions if there is a "technical
relationship" among those inventions involving one or
more of the same or corresponding "special technical
features", i.e. such technical features that define a
contribution which each of the claimed inventions makes
over the prior art. However, a technical feature which
already forms part of the prior art, such as the above
second reaction step, cannot by definition make a
contribution over the prior art and does not, therefore,
qualify as a unifying element in the sense of Rule 13.1
PCT. Put another way, the fact that this reaction step
is part of the prior art destroys the link between the
contributions over the prior art m@de by the process of
Claims 1 to 9 on the one hand and the compounds of
Claim 19 on the other hand.

InAthese circumstances, the Applicant's submission that
the process of Claims 1 to 18 was "uniguely well suited”
for preparing the compounds of Claim 19 is not
sufficient to establish unity of invention. Rule 13.1
does not simply require some link between a group of
inventions claimed in an international patent
application, but a common inventive concept. In the
Board's judgment, this means that there must be either a
common technical problem or at least, if there is more
than one technical problem, there must be one single
technical concept behind the solutions of these

different problems. Neither of these conditions is

hcowaver T2t in tnhe present céase.

~hevraforsz =—nhe 3card concludes That e zrpllcatich
indeed clearly (see G 1/8%, CJ EPO 1991, 155) relates to
twe different inventiocons wnich ars nct iinked ¥ &
common inventive concept



Order

For these reasons it is decided

The protest is dismissed
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