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Summary of Facts and Subm ssi ons
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I nternational patent application PCT/EP98/ 01903 was
filed on 24 March 1998 with ten clains, which read as
fol | ows:

"1. Carboxyl functional polyester resins obtainable by
reaction of

(a) at least a conpound of the fornula

W -
h 0 0
I g g
e
HO-C~C- (CHp) x~C-COH I
| I
n
Xx$1

wherein R, and R, each nmay represent an al kyl group
having from1l to 4 carbon atons or wherein R, and
R, may formtogether with the group -CH (CH,),- CH-
a cycl oal kyl group (Al), optionally m xed with

m nor anounts of a correspondi ng conmpound of
formula | wherein x=0, or anhydride thereof (A2),

(b) at least one diol conmpound B, conprising two
al i phatic hydroxyl groups, which may each
i ndependently be a primary or a secondary hydroxyl
group;

(c) optionally one di hydroxynonocar boxylic acid
conmpound C, conprising a tertiary aliphatic
car boxyl group and two aliphatic hydroxyl groups
whi ch may each independently be primary or
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secondary hydroxyl, and

(d) optionally a trihydroxyal kane (D1) or
t et rahydr oxy- al kane (D2);

the nmolar ratio of conpounds (Al1+A2):B:C:. D1: D2 being
X+Y+2Z+3Q+P: X: Y: Z: Q wherein X ranges from1l to 8, Y
ranges fromO to 8, Z ranges fromO to 4 and Q ranges
fromO to 3 and P ranges from1l to 5, preferably from1l
to 3 and is nost preferably equal to 1, at a
tenperature of from 100 to 240, until essentially al

t he hydroxyl groups as initially present in the
reacti on m xture have been react ed.

2. Car boxyl functional polyester resins according to
claim1l1, characterized in that conmponent Al is 1, 4-
cycl ohexyl dicarboxylic acid, optionally m xed with

m nor anount of 1, 2-cycl ohexane dicarboxylic acid or
anhydri de thereof.

3. Car boxyl functional polyester resins according to
clainms 1-2, characterized in that conponent B is
hydr ogenat ed di phenyl ol pr opane ( HDPP)

4. Car boxyl functional polyester resins according to
clainms 1-3, characterized in that conponent Cis
di met hyl ol propi onic acid.

5. Car boxyl functional polyester resins according to
clainms 1-4, characterized in that conmponent D1 is
trimethyl ol propane.

6. Car boxyl functional polyester resins according to
clainms 1-5, characterized in that conmponent D2 is
pentaerythritol.
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7. A linear or branched pol yglycidylester resin
obt ai nabl e by reacting carboxyl functional polyester
resins according to clains 1-6, with an excess

epi hal ohydrin in the presence of a suitable base and
optionally a catal yst.

8. A powder coating conposition conprising a |inear
or branched aliphatic carboxyl functional polyester
resin clainms 1-6 and a cross-|inking agent.

9. A powder coating conposition conprising a poly-
glycidyl ester resin of claim7 and a cross-Ilinking
agent .

10. A powder coating conposition according to claim?9,
characterized in that the cross-linking agent is a

I inear or branched polyester resin according to

clainms 1-6."

1. On 24 August 1998, the European Patent O fice (EPO,
acting as an International Searching Authority (ISA)
invited the applicant to pay, within a time [imt of
thirty days, four additional search fees pursuant to
Article 17(3)a, Rule 40.1 and Rule 40.3 PCT, since it
considered that that there were five inventions clained
in the international application covered by the clains
i ndi cated, and that the international application did
not conply with the requirenents of unity of invention
in accordance with Rules 13.1, 13.2 and 13.3 PCT.

In particular, the five inventions considered to be
claimed in the international application were

identified as foll ows:

1. Car boxyl functional polyesters as clained in

0607.D Y A
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clains 1-3, 5;

2. Car boxyl functional polyesters as clained in
cl ai m 4;

3. Car boxyl functional polyesters as clained in
cl ai m 6;

4. Powder Coating conprising a carboxyl functiona

pol yester resin as clained in claim8; and

5. A ycidyl at ed carboxyl functional polyester resin
as defined in claim7 and powder coating thereof
as defined in clains 9 and 10.

The |1 SA issued a partial search report on clainms 1 to 3
and 5 relating to the invention first nentioned, i.e.
group 1.

The invitation to pay additional fees was reasoned, on
the basis of the international partial search report,
essentially in the follow ng terns:

(1) The international application contained
di fferent independent clains in the sane
category:
(A a carboxyl functional polyester resin

(invention A, defined in clains 1 to 6);

(B) a glycidyl ated carboxyl functional
pol yester resin (invention B, defined in
claim7);

(O a powder coating conprising a carboxyl
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functional polyester resin (invention C,
defined in claim8); and

(D) a powder coating conprising a
gl yci dyl ated carboxyl functional
pol yester resin (invention D, defined in
clainms 9 and 10).

Wil st there was a priori unity of invention,
since inventions A-D had a common techni cal
feature, which inproved weatherability of
coatings such as powder coatings and
corresponded to the problem sol ved (page 5 of
the application, |lines 15-25), there was no
unity of invention a posteriori for the
foll ow ng reasons.

The prior art represented by EP-A-733687 (D1)
di scl osed, in exanple 5, a carboxyl functional
pol yest er obtai nable by reaction of:

(a) 0,988 nmoles of 1 ,4-
cycl ohexanedi car boxylic acid (=Conpound
Al),

(b) 0,691 nol es of 2, 6-decalindinmethanol a

diol conprising two primary aliphatic
hydr oxyl groups (=Conpound B) and

o lHo=IH

JJ
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(c) 0,014 nol es trinmethyl ol propane whi ch was
a trihydroxy al kane (=Conpound D1).

The conpounds were reacted at a tenperature of
180 to 230°C.

Si nce the hydroxyl nunber was O (see table on
page 8 of Dl1), it had to be concluded that the
reacti on had been executed until all the
hydroxyl groups as initially present in the
reaction m xture had been reacted.

The nmol ar ratio of Conmpounds Al: B: D1 was
10:7: 0,15 and thus satisfied the ratio disclosed
in operative claiml.

Furthernore, D1 disclosed, in exanple 11, a
powder coating conprising the above pol yester
resin. The coatings exhibited superior

weat herability (abstract of D1 and exanples).

The common technical structural elenment between
inventions A B,C and D as well as its effect
(good weat herability) was thus known fromD .
Consequently, there were three separate

i nventions which were not |inked by a general

i nventive concept: Invention A; Invention C, and
| nvention B/ D

According to Article 17(3)(a) PCT, the first
invention, nanmely Invention A (clains 1 to 6)
had had to be searched.

Qperative claim| was, however, itself not novel
in view of Dl. Accordingly, the follow ng 3 new
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i ndependent cl ai ns were created:

| nvention Al, defined in claim3: a carboxyl
functional polyester obtainable by reaction of
inter alia HDPP as diol conponent (=technical
feature Al). This feature allowed linearly to
extend the polyesters (page 7, lines 10 to 15).

| nvention A2, defined in claim4: a carboxyl
functional polyester obtainable by reaction of
inter alia a dinmethylol propionic acid
(=technical feature A2). This feature allowed to
i ntroduce tertiary carboxyl groups pendant to
the main chain (see page 7 lines 5 to 10).

| nvention A3, defined in claim6: a carboxyl
functional polyester obtainable by reaction of
inter alia a pentaerythritol (=technical feature
A3). This feature allowed to produce branched
pol yesters (page 7 lines 10 to 15).

There was no unity of invention between Al-A3.
The technical features Al-A3 had no common
techni cal structure. There was no evi dence on
file that a common technical relationship was

i nvol ved by the technical features Al-A3.
Consequently Inventions Al-A3 were not so |inked
as to forma single general inventive concept.

According to Article 17(3)(a) PCT, invention Al
had been searched.

There remai ned 4 i nventi ons whi ch had not been
sear ched.
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(a) | nvention A2 (claima4);
(b) | nvention A3 (claim®6);
(c) I nvention C (claim8);
(d) | nvention B/D (clains 7, 9 to 10).

On 1 Septenber 1998, the applicant paid four further
search fees under protest pursuant to Rule 40.2(c) PCT
together with a reasoned statenment. According to the
|atter, the clainmed carboxyl functional polyester, the
subsequent |y derived epoxy functional polyesters and

t he powder coating conpositions conprising these epoxy
functional polyesters and/or the carboxyl functional
pol yesters were actually related to one inventive
concept .

The inventive concept was based on a change of earlier
used constituents of a pol yester backbone in order
further to inprove the conbination of the final
properties of outdoor durable coating conpositions.
Such properties had appeared to be predom nantly
dependent on the average backbone m crostructure of the
starting carboxyl functional polyester nol ecul es which
had to be easily glycidated into the correspondi ng
epoxy functional polyester nolecules by neans of the
conversion of the remaining tertiary carboxyl groups
into tertiary epoxy ester groups.

More particularly, essential properties of film
coatings, such as Tg, flexibility and storage stability
were determ ned by the average backbone m crostructure
which in turn was determ ned by the type and the
proportion of the respective selected constituents, as
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woul d be appreciated by the average person skilled in
the art.

Finally, there was no reason at all for a distinction
bet ween the carboxyl functional polyesters as clained
inclains 1 to 3 and 5 on the one hand and those as
claimed in claim4 on the other hand, as each of
claims 2, 3, 4 and 5 indicated preferred constituents
A, B, Cand D. Simlarly, the distinction between
claim10 relating to powder coating conpositions
conprising, as cross-1linking agent, a carboxyl
functional polyester according to the invention and on
the other hand claim8 seened quite arbitrary.

V. On 9 Decenber 1998, the EPO notified the applicant that
the | SA had reviewed the invitation to pay additional
search fees and found the latter justified. The
applicant was invited to pay within one nonth the
protest fee.

A/ The protest fee was paid on 14 Decenber 1998.

Reasons for the Decision

1. In accordance with Article 154(3) EPC, the Boards of
Appeal are responsible for deciding on a protest nade
by an applicant against an additional fee charged by
t he EPO acting as | SA under Article 17(3)(a) PCT.

2. The protest is adm ssible.
3. The applicant did not specifically challenge the

analysis, in the invitation to pay additional search
fees, of D1 leading to the finding that it disclosed

0607.D Y A
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t he cl ai med carboxyl functional polyesters and their
use in outdoor durable coatings. On the contrary, the
argunents of the applicant were confined to general
observations (section |V, above), which will be dealt
with in turn.

The argunent that the inventive concept was based on "a
change of earlier used constituents” in order to
"further inprove the final properties of outdoor
durabl e coating conpositions" is not convincing, since
t he carboxyl functional polyester according to D1 is
obtained fromexactly the same type of constituents and
wi th exactly the same proportions as defined in

clainms 1 and 5 of the international application.
Consequently, there is no "change" of earlier used
constituents in view of DL and hence it is not

pl ausi bl e that the final properties are different.

The further argunment, that the carboxyl functional

pol yester is easily glycidated by neans of the
conversion of the tertiary carboxyl groups is
irrelevant, since the carboxyl functional polyester
according to clainms 1 and 5 does not contain tertiary
carboxyl groups as a nmandatory feature. On the
contrary, the tertiary carboxyl groups only originate
from conmpound C which is an optional conpound. The
carboxyl functional polyester according to claiml
contai ns secondary carboxyl groups (originating from
conmpound A). A technical relationship (easy
glycidation) resulting froma feature (tertiary

car boxyl groups) which is not a nandatory feature
according to the ternms of the clains cannot be taken
into consideration in the definition of a conmon
concept .
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3.3 The subm ssion of the applicant, that there was no
reason for a distinction between the carboxyl
functional polyesters defined in clains 1 to 5, "since
they are indicating all constituents A, B, Cand D' is
not supported by the wording of the clains thensel ves.
In particular, according to claim4, which refers inter
aliato claiml, constituent C nmust be present whereas
constituent Dis optional. Simlarly, according to
claim5, which refers inter alia to claim1,
constituent D nust be present whereas constituent C
remai ns optional. According to claiml1, only two
constituents are mandatory: constituent A and
constituent B. Thus, there is a relevant distinction
bet ween the carboxyl functional polyesters referred to
in the above cl ains.

3.4 Finally, the argunment of the applicant that the
distinction, in the invitation, between the specified
mul tiple groups of separate inventions is "quite
arbitrary"” is not supported by the wording of the
invitation itself, which sets out, in a |ogical manner,

t he various groups of inventions.

4. In view of the above, the invitation to pay additional
fees was justified.

Or der

For these reasons it is decided that:

The protest according to Rule 40.2(c) PCT is dism ssed.

0607.D Y A
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The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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