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SUMMARY 

Early Certainty from Search aims at improving legal certainty on IP rights in Europe; 
improving the service provided to EPO users; improving procedural efficiency, and helping 
the EPO to face the challenge of the patent filings growth. 
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I. STRATEGIC/OPERATIONAL 

1. Strategic 

II. RECOMMENDATION 

2. None 

III. MAJORITY NEEDED 

3. None 

IV. CONTEXT 

A. LEGAL CERTAINTY 

4. While coping with the continuously increasing workload, users consistently praise 
the EPO for being one of the fastest and most reliable patent office worldwide.  

5. Above all else, applicants value the legal certainty that comes from an EPO quality 
product delivered on time.  This supports sound decision making about further 
patent portfolio initiatives and the corresponding economic investments. 

6. To support this, since 2005, search reports of all European and PCT applications 
are accompanied by a search opinion on the substantive aspects of the dossier, 
de facto making examination of the substantive aspects of the application starting 
at the search stage. 

7. Furthermore, after issuance of the search report and opinion, the applicants must 
reply to the objections raised by the examiner. This means that applicants, 
competitors and the public are aware of the preliminary opinion on a European 
patent application’s merits as well as the applicant’s position as to the examiners 
objections. 

8. Issuing search reports with search opinions as soon as possible therefore 
reinforces legal certainty for applications. 
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B. THE “EARLY CERTAINTY FROM SEARCH” INITIATIVE 

9. As the next step in reinforcing legal certainty, the EPO proposes to issue for all 
applications the search report and search opinion early.  The EPO calls this 
initiative “Early Certainty from Search”. 

10. The main objectives of Early Certainty from Search is therefore to ensure that the 
search report and opinion is issued on time for all European applications, including 
those coming from the PCT and for which the EPO was not the ISA. This will 
increase legal certainty on the European market, as today large numbers of Euro-
PCT applications, where the EPO has not been the International Searching 
Authority, remain unsearched for years. 

11. In the examination phase, Early Certainty from Search will also bring 
improvements in the predictability of the examination process. Although many 
applicants are not interested in seeing the examination phase started, once started, 
it is more efficient for all concerned to finish the process as quickly as possible.  

12. To ensure that Early Certainty from Search does not negatively impact potential 
competitors, third parties will also be able to accelerate examination by submitting 
substantiated and non-anonymous observations under Article 115 EC, , that will 
be taken up by the examiner when preparing the appropriate next office action. 

C. IMPACT ON PRODUCTION PRIORITIES  

13. Early Certainty from Search constitutes a new way of organising the workflow at 
examiners’ level with the goal of optimising the use of the available examiners 
resources to maximise legal certainty in Europe.  

14. With Early Certainty from Search the EPO is reviewing the production priorities of 
examiners. This new priority scheme defines: “Which file should be done next?” 
and “If everything cannot be done on time, what should be done first?” as follows: 

 Issue search reports and search opinions within 6 month after reception for 
all files treated by the EPO, including Euro-PCT applications for which EPO 
has not been the ISA. Particular attention will continue to be paid on the 
timeliness of first filings, including PCT and national first filings searched by 
the EPO. 

 Finish already started examination files, instead of starting new ones. 
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 Grant applications, where a positive search opinion has been issued, 
immediately after examination has been requested. In this way, applicants 
who file high quality applications will be rewarded by quick grants. 

 Examine applications for which a PACE request has been filed and pending 
applications against which third party observations have been filed under 
Article 115 EPC.  Prosecution of these files will be accelerated ex officio, if 
the third party observations have not been filed anonymously and have been 
adequately substantiated. This will enable, for the first time, third parties to 
accelerate examination without unduly burdening applicants and without 
affecting the strict ex parte nature of examination because third party would 
not have a right to request acceleration of examination. Acceleration would 
only be the result of an ex officio decision consequential to third parties 
exercising their right enshrined in Article 115 EPC to file observations. 

D. ADVANTAGES 

15. Early Certainty from Search maximises legal certainty in Europe for both 
applicants and third parties as EPO examiners will provide very early in the 
process the information needed by patent professionals in assessing the risks or 
opportunities of pending applications in Europe. 

16. It is better for applicants as they will have much earlier the search results, 
including a preliminary opinion on patentability. Based on this, applicants can fine-
tune the strategy to be followed for pending applications on the basis of reliable 
search results and preliminary examination findings. 

17. It is better for the public as relevant prior art will be disclosed and analysed very 
early together with the applicant’s position on the objections raised. On this basis 
third parties will be better informed and the will even be able to file observations 
which will allow to accelerate the examination. 

18. It will remove the blind spot created by the current backlogs of Euro-PCT 
applications where the EPO was not the ISA.  These files will be searched after 
entry into the European phase within the same time frame as EP direct 
applications. This will be increasingly important given the rapid growth of patent 
filings coming from Asia. 

19. It balances the interests of applicants and third parties, as both sides of the patent 
business will be able to accelerate examination on sensitive cases. 
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20. It enhances service to users because examiners will be reacting to applicants’ 
submissions with the same tempo as applicants when replying to communications 
of examining divisions. 

21. It fosters efficiency in Examination. Once examination is started, it will be 
completed swiftly. 

22. It rewards applicants filing high quality applications by quickly granting patents 
when positive search opinions have been issued. 

E. NEXT STEPS 

23. The users are already being consulted on this concept. Based on feedback 
collected, a final decision will be taken at the end of May on the introduction of 
Early Certainty from Search, probably already starting mid-2014. 

24. The feedback received so far is very supportive. 

F. IMPACT ON THE EPO’S PERFORMANCE 

25. Results of the feasibility study have indicated that Early Certainty from Search is a 
realistic and sustainable approach for the EPO when considering both production 
and finances. 

26. For examiner production and published patents, Early Certainty from Search has a 
neutral or slight positive effect on the office performance until 2020. 

27. Until 2020, no substantial impact is foreseen on the IFRS revenues while no cost 
increases are anticipated. 

V. RECOMMENDATION FOR PUBLICATION 

28. Yes 

 


